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Summary of Facts and Submn ssions

1603.D

The grant of European patent No 0 322 241 in respect of
Eur opean patent application No. 88312226.9, filed on 22
Decenber 1988, and claimng the priority of the earlier
US patent application No. 136867 of 22 Decenber 1987,
was announced on 2 Novenber 1994 (Bulletin 94/44) on
the basis of 18 cl ains.

Claiml as granted read as foll ows:

"A process for the preparation of a pol ybutene having a
nunber average nol ecul ar weight (M) of from 500

to 5,000 and a total term nal double bond content of at
| east 40% based on the total theoretical unsaturation

of the pol ybutene, said pol ybutene containing at

| east 50% by wei ght isobutylene units based on the

pol ybut ene M, whi ch conpri ses:

(1) contacting a feed conprising at |east 10% by
wei ght i sobutyl ene, based on the weight of the
feed, with a BF;catalyst in a nmanner and under
conditions sufficient to cationically polynerize
said feed in the liquid phase to form said

pol ybut ene, said polynerization being conducted in
the presence of a catalyst pronoter (a) at an
average polynerization tine of from12 to 40

m nutes, (b) at a ratio of mllinoles of BF;to
nol es of isobutylene in the feed of fromO0.1:1

to 5:1, (c) at a polynerization tenperature of
from-20°C to +25°C, and (d) to an isobutylene
conversion of at least 70% and (2) i medi ately
guenchi ng the pol ybutene product by contact with a
guench nmedi um sufficient to deactivate said BF;
catal yst before the tenperature of the product
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exceeds by 5°C the highest polynerization
t enper ature enpl oyed. "

Clainms 2 to 14 were dependent clains directed to
el aborations of the process according to Claim 1.

| ndependent Claim 15 read as foll ows:

"A process for the preparation of pol ybutenyl
substituted saturated intranol ecul ar anhydride in which
(A) a pol ybutene prepared by a process of any of

clains 1 to 14 is reacted with (B) a nonounsat urated

i ntranol ecul ar anhydride in the absence of chlorine.”

Dependent Clains 16 to 18 dealt with specific
enbodi nents of the process according to Caim15.

Notices of COpposition were filed on 28 July 1995 by The
Lubri zol Corp. (referred as Opponent |I) and on 31 July

1995 by BASF AG (referred as Qpponent 11),

respectively, both parties requesting the revocation of
the patent in its entirety. The oppositions were based

on the grounds of |ack of novelty and | ack of inventive
step (Opponents | and Il) and on the ground of

i nsufficient disclosure (Opponent 1).

The objections were supported inter alia by the
foll ow ng docunents:

D1: US-A-4 605 808, and
DLl': EP-A-0 145 235.
By a deci sion announced orally on 15 Septenber 1998 and

issued in witing on 9 Cctober 1998, the Qpposition
Di vi sion revoked the patent.
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The deci sion of the Opposition Division was based on
two sets of 18 clains, both submtted at the ora
proceedi ngs of 15 Septenber 1998, form ng respectively
a main request and an auxiliary request. Caim1l of the
mai n request differed fromCdaim1l as granted by the

i ntroduction of the wording "continuous" before the
word "process” in the first line of the claim Caiml
of the auxiliary request differed fromCaim1 of the
mai n request only by the incorporation of the
expression "whilst during the quench under pressure
sufficient to avoi d vaporization of the BF; catal yst and
ot her conpounds of the mxture". Clains 2 to 18 of both
requests exactly corresponded to Clains 2 to 18 as

gr ant ed.

The Opposition Division revoked the patent on the
grounds that A aim1 of the main request was not novel
in view of docunents D1 and D1' and that Caim1 of the
auxiliary request did not conply with the requirenents
of Article 84 EPC

More precisely, the decision held that Exanple 1 of D1
and D1' described a continuous polynerization process
i nside the scope of Caiml of the contested patent

at -5°C. According to this process, and as agreed by
all parties, the polynerization mxture was col | ected
in a product collection vessel in which the

pol yneri zation continued until the polynerization

m xture was quenched. This quenching took place after a
pol ynerization time of 16 mnutes. As stated in the
deci si on under appeal, the gquenching took place at a
nmonment when the pol ynerization was still going, and it
t hus occurred either at the highest polynerization
tenperature or bel ow that tenperature. As indicated in
the decision, the Opposition D vision did not agree
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with the statenment of the Patent Proprietor that the
expression "the highest polynerization tenperature"
shoul d be read as "the hi ghest tenperature reached
during part of the polynerization which took place in
t he pol ynerization reactor”.

Furthernore, the experinental evidence provided by
Qoponent Il with its letter of 25 July 1997 and the
declaration of M. W M Davis submtted by the Patent
Proprietor with its letter of 23 July 1998 showed t hat
the polynerization tenperature in Exanple 1 of D1 and
D1' was inside the range of -20°C to + 25°C. Thus, the
Qpposition Division canme to the conclusion that Claim1l
of the main request |acked novelty.

Concerning the auxiliary request, it was held in the
deci si on under appeal that the expression "whil st
during the quench under sufficient pressure to avoid
vapori zation of the BF; catal yst and ot her conpounds of
the m xture” in Qaim1l did not conprise the conditions
required to achi eve "the avoi dance of vaporization of
BF; and ot her conpounds of the m xture" and that
therefore aim1l did not conply with Article 84 EPC

A Notice of Appeal against the above decision was

| odged on 1 Decenber 1998 by the Appellant (Patent
Proprietor), the prescribed fee being paid on the sane
day.

Wth the Statenent of G ounds of Appeal filed on

8 February 1999, in which its main request was the
mai nt enance of the patent as granted, it further
submtted a set of Clains 1 to 18 as a new auxiliary
request (referred to as set A). Caim1l of this
auxiliary request differs fromCaim1l as granted by
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the incorporation of the expression "as indicated by

t enper at ure neasurenent of the contents of the reactor”
after "polynerization tenperature enployed” in the |ast
line of the claim Cains 2 to 18 of the auxiliary
request are the sane as Clains 2 to 18 as granted.

The argunents presented by the Appellant in the
St atenent of Grounds of Appeal may be sunmari zed as
fol | ows:

(i) A clear support for the anendnent carried out in
the auxiliary request was to be found on page 13,
lines 54 and 55, page 19, line 11 and in the exanples
of the patent in suit.

(ii) The finding of |lack of novelty in the decision
under appeal had been based on the interpretation by
the Opposition Division of the expression "highest

pol yneri zati on tenperature”. The Qpposition Division
was wong when interpreting this expression as neaning
t he hi ghest tenperature reached during the whol e

pol yneri zation, instead of, as submtted by the

Pat ent ee, the hi ghest tenperature reached during part
of the polynerization that took place in the

pol yneri zati on reactor

(1ii) Contrary to the statenments of the Qpposition
Division that there was no support for this limtation
in the original application, it was beyond reasonabl e
doubt that the expression "highest polynerization
tenperature” referred to the highest tenperature of the
m xture in the reactor for the follow ng reasons:

(i1ii.1) The passages on lines 55 to 57 on page 11
and on lines 45 to 46 on page 12 of the patent in suit
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clearly established a distinction between the contents
of the reactor and the product renoved fromthe
reactor.

(iii.2) The passage at page 12, lines 51 to 56
contained a clear statenent that the tenperature of the
material was that of the material in the reactor

(ii1.3) It was clear fromthe drawi ngs and their
description at page 13, line 48 to page 14, line 7, and
fromthe exanples that the reaction tenperature was
that neasured in the reactor

(iv) The argunent of the Opponents that the process of
Exanple 1 of D1 would involve i medi ate quench in that
it was carried out at 650 mm Hg absol ute pressure and,
hence a boiling system which woul d be cool ed due to
condensati on, was not well founded. This exanple of Di,
contrary to the statenents of the Qpponents, did not
refer to the absolute pressure but to the pressure
above anbient. It was evident in view of colum 2,
lines 33 to 40 of D1 and of the isobutene feed used in
Exanple 1, that the system nust be under pressure in
order to carry out the process in the |iquid phase as
required by DL.

(v) Thus, the subject-matter of CGaiml of the main
and the auxiliary request were novel.

The argunents presented by Respondent | (Qpponent I) in
its letter of 23 August 1999 and by Respondent 11
(Opponent 11) inits letter of 25 August 1999 nmay be
summari zed as foll ows:

(i) It was clear fromthe patent specification that
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t he polynerization tinme, and hence the polynerization
tenperature, was not restricted to the tine spent in
any reactor. In that respect, reference was in
particular nade to lines 5 to 12, 26 to 28, and 37

to 42 on page 11 of the patent in suit.

(ii) Thus, the interpretation nade by the Qpposition
Di vi sion of expression "highest polynerization
tenperature” was correct.

(1ii) Fromthe actual words of Caim1 of the main
request, it could be seen that the highest fina
tenperature was that when the m xture becane quenched.
In Exanple 1 of D1, there was no possibility of further
tenperature rise after quenchi ng commenced foll ow ng
the contact tinme of 16 m nutes. This was al so supported
by the experinental report submtted by Respondent I1,
presented as a repetition of Exanple 1 of D1, with its
letter dated 25 July 1997.

(iv) Contrary to the statenents of the Appellant, the
reaction pressure of 650 nmmHg in Exanple 1 of D1
shoul d be interpreted as the absolute pressure. This
was clear fromlines 24 to 25 on colum 3 of D1 which
referred to the process pressure in terns of absolute
pressure, and confirmed by the above experi nental
report of Respondent Il which showed that the system
was in the liquid phase under an absol ute pressure of
650 nm Hg.

(v) Thus, the subject-matter of the main request | acked
novel ty over D1.

(vi) Caiml of the auxiliary request was not allowable
under Article 123(2) EPC, since there was no sufficient
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support for the feature that the highest polynerization
tenperature should be "as indicated by tenperature
measur enent of the contents of the reactor". The
passages cited by the Appellant, at best, provided
support only for a tenperature neasurenent of the
contents of the specific reactor disclosed in Figure 1
of the patent in suit, but they did not link this
tenperature nmeasurenent with the concept of imediate
quenchi ng.

(vii) Cdaiml of the auxiliary request would not neet
the requirenents of Article 84 since it |acked support
in the description and since it also |acked clarity
because there was no antecedent in this claimfor the
expression "the reactor".

Wth its letter dated 25 March 2002, the Appell ant
filed two sets of 18 clains, referred as sets B and C
representing two further auxiliary requests.

Claiml of Set B reads as fol |l ows

"A continuous process for the preparation of a

pol ybut ene having a nunber average nol ecul ar wei ght (M)
of from500 to 5,000 and a total term nal double bond
content of at |east 40% based on the total theoretica
unsaturation of the pol ybutene, said pol ybutene

contai ning at | east 50% by wei ght isobutylene units
based on the pol ybutene M which conpri ses:

(1) contacting a feed conprising at |east 10% by wei ght
i sobutyl ene, based on the weight of the feed, with a BF;
catalyst in a manner and under conditions sufficient to
cationically polynerize said feed in the liquid phase
to formsaid pol ybutene, said polynerization being
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conducted in the presence of a catalyst pronoter (a) at
an average polynerization tine of from12 to 40

m nutes, (b) at a ratio of mllinoles of BF;to noles of
i sobutylene in the feed of from0.1:1 to 5:1, (c) at a
pol ynmeri zation tenperature of from-20°C to +25°C, and
(d) to an isobutyl ene conversion of at |east 70% and

(2) imredi ately quenching the pol ybutene product by
contact with a quench nmedium sufficient to deactivate
said BF; catal yst before the tenperature of the product
exceeds by 5°C the tenperature of the product exiting
the reactor.”

Clains 2 to 18 of Set B correspond to Clains 2 to 18 as
gr ant ed.

Set Cdiffered fromSet B only in that Claim21l had been
further anended by deleting the wording "average"
before "polynerization tinme" in step (1) of the clained
process.

Concerning these auxiliary requests, the Appell ant
essentially argued that they did not involve the

addi tion of new matter, since the reference to the
tenperature of the product exiting the reactor in
step (2) of daim1l of both requests was supported by
the published patent as well as the published patent
application, and since, in a continuous process
concerni ng an exotherm c pol ynerization reaction, the
tenperature at the exit of the reactor woul d be equa
to the highest polynerization tenperature.

At the oral proceedings held on 23 April 2002, the
Appel lant wthdrew its auxiliary request represented by
the set of clains C submtted with its letter of
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25 March 2002, and replaced it by a set of 18 clains
(referred to as set D) as a new auxiliary request.

Claim1l of set Dreads as foll ows:

"“A continuous process for the preparation of a

pol ybut ene havi ng a nunber average nol ecul ar wei ght (M)
of from500 to 5,000 and a total term nal double bond
content of at |east 40% based on the total theoretica
unsaturation of the pol ybutene, said pol ybutene
containing at |east 50% by wei ght isobutylene units
based on the pol ybutene M which conpri ses:

(1) contacting a feed conprising at |east 10% by
wei ght i sobutyl ene, based on the weight of the
feed, with a BF;catalyst in a manner and under
conditions sufficient to cationically polynerize
said feed in the liquid phase to formsaid

pol ybut ene, said pol ynerization being conducted in
the presence of a catal yst pronoter (a) at an
average polynerization tine of from12 to 40

m nutes, (b) at a ratio of mllinoles of BF;to
nol es of isobutylene in the feed of fromO0.1:1 to
5:1, (c) at a polynerization tenperature of from -
20°C to +25°C, (d) at a polynerization pressure
from 100 to 500 kPa, and (e) to an isobutyl ene
conversion of at |east 70% and

(2) imredi ately quenching the pol ybutene product by
contact with a quench nedium sufficient to
deactivate said BF; catal yst before the tenperature
of the product exceeds by 5°C the tenperature of
the product exiting the reactor.”

Clains 2 to 18 of Set D correspond to Clains 2 to 18 as
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gr ant ed.

During the oral proceedings, the novelty of the clained
subject-matter in view of DI was di scussed, as well as
the allowability of the amendnents carried out in the
auxi liary requests corresponding to sets A, B and D
ment i oned above.

(i) The subm ssions made by the Appellant at the ora
proceedi ngs nmay be sunmari zed as foll ows:

(i.1) Concerning novelty: Wile essentially relying on
its submi ssions during the witten procedure, it
presented the followi ng further argunents:

(i.1.1) Fromthe description of the patent in suit, in
particul ar page 12, lines 45 to 46 and 51 to 56, it was
clear that no tenperature increase should occur between
the nonent at which the reaction mxture had exited the
reactor and the nonent at which the reaction mxture
was quenched.

(i.1.2) There could be no doubt that the highest

pol ymeri zation tenperature referred in Claim1l of the
mai n request neant the highest polynerization
tenperature in the reactor, otherw se several parts of
the description of the patent such as |lines 52 to 56 on
page 11 woul d have been neani ngl ess.

(i.1.3) Fromlines 52 to 56 on page 11, it was clear
that there was in fact an inplicit objective
limtation, inplying the decision to proceed to the
quenchi ng of the reaction product in view of the target
nol ecul ar wei ght and the conversion rate to be obtained
having regard to the characteristics of the reaction
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product in the reactor and taking into account the
tenperature conditions required in the transfer |ines
fromthe reactor to the quenching zone.

(i.1.4) Thus, it was evident, that the control of the
tenperature increase between the entry in the transfer
line and the quenching zone was essential to the

cl ai med process.

(i.1.5) On the contrary, Exanple 1 of D1, which was not
sufficiently detail ed, gave no indication upon what
occurred in the transfer |ines between the reactor and
the collection vessels. In that respect, the

pol yneri zation tinme and the contact tine were nerely
indicated in mnutes, and it had been shown in the
declaration of M W M Davis submtted with letter
dated 23 July 1998 that a transfer tinme as short as

21 seconds gave rise to an increase of tenperature

hi gher than 5°C.

(i.21.6) Thus, the subject-matter of Claiml of the main
request was novel over D1.

(i.2) Concerning the allowability of the anendnents
carried out in the auxiliary request represented by
set A

(i.2.1) Figure 1 of the patent in suit in conbination
with the description of this figure on page 13,

lines 54 to 55 clearly disclosed that the tenperature
of the reactor content was determ ned. The Appel | ant
further submtted that the skilled artisan woul d know
at which place in the reactor the tenperature should be
nmeasured in order to correspond to the highest
tenperature enpl oyed during the polynerization
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(i.2.2) Thus, the correspondi ng amendnent carried out
in Set A was all owable.

(i.3) Concerning the amendnents carried out in set B
and D, it referred to its submissions in the witten
procedure according to which in a continuous process
such as that of Cdaiml of these requests, the highest
pol ymeri zation tenperature woul d be the tenperature of
the product exiting the reactor. Furthernore, these
anmendnents found their support on page 12, lines 48 to
56 of the patent in suit and the correspondi ng part
thereof in the application as originally filed.

(ii) The argunents presented by the Respondents may be
summari zed as foll ows:

(ii.1) Concerning novelty: While they essentially
relied on their subm ssions nmade in the witten
procedure, they also presented the follow ng further
argument s:

(ii.21.1) The language of Caim1l of the main request
referred in the first step to contacting the

I sobutyl ene feed with the catalyst and in the second
step to the i medi ate quenching of the reaction
product .

(ii.1.2) Exanple 1 of D1 clearly disclosed a reaction
residence tinme of 16 m nutes and a contact tinme of 16
m nutes, after which the reaction was term nated by
addi ng a quenchi ng agent. This showed that the
quenching was i mmedi ately carried out in Exanple 1 of
Dl as required by aim1l of the patent in suit.

(11.21.3) After quenching had begun, there was no
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possibility of change of the nol ecul ar wei ght and of
the conversion ratio. Thus, the correspondi ng val ues of
these characteristics would be the sane at the end of
the contact tinme and after quenching.

(ii.21.4) The polynerization reaction would conti nue,
until the catal yst had been deactivated. Thus, it would
not be possible to distinguish between the reactor per
se and the transfer lines. In other words, since the
reaction continued in the transfer |ines, these
transfer lines would be part of the reactor. In that
respect, reference was made to lines 37 to 40 on

page 11 of the patent in suit.

(ii.1.5) Respondent Il also added that the feed used in
Exanple 1 of D1 exhibited a boiling point in the range
of 3to 4 °C under a pressure of 650 mMmm Hg and that its
boi ling point would be lowered to -5°C due to the
presence of the pol ybutene polyner in the reactor. It

al so submitted that the use of miIlinetres of Hg was
restricted in the art to the indication of

subat nospheri c pressures.

(ii.1.6) The Respondents therefore maintained their
view that Caim1l of the main request |acked novelty in
respect of D1.

(ii.2) Concerning the auxiliary request represented by
Set A

(ii.2.1) In addition to their argunents presented in
the witten procedure, they further submtted that
there was no indication in the patent in suit as to
whet her the thernocouple (3) nentioned in Figure 1
woul d inevitably indicate the highest tenperature
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during the polynerization reaction. Furthernore, it
woul d appear that this thernocouple in the reactor of
Figure 1 was not |ocated at the exit of the reactor,
whi ch according to the submi ssions of the Appellant,
woul d correspond to highest polynerization tenperature.
Thus, Caim1l of set A was not allowabl e under

Article 123(2) EPC

(ii.3) Concerning the auxiliary request represented by
Set B:

(ii.3.1) The feature that the reference tenperature for
t he quenching step should the tenperature when the
product exiting the reactor had no support in the
application as filed.

(i1i.3.2) Furthernore, there was no indication in the
patent in suit that the tenperature of the product
exiting the reactor would inevitably correspond to the
hi ghest pol ynerizati on tenperature.

(11.3.3) Thus, Cdaim1 of this request was not
al | onabl e under Article 123 EPC

(ii.4) Concerning the auxiliary request D. they both
argued that this request was filed at a very |late stage
and should therefore not be admtted into the

proceedi ngs.

The Appel | ant requested that the decision under appea
be set aside and that the patent naintained as granted
(main request) or on the basis of auxiliary request A
submtted with the statenent of grounds or on the basis
of auxiliary request B submtted with letter of

25 March 2002 or on the basis of auxiliary request D
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submtted at the oral proceedings, in the alternative
that the case be remtted to the Opposition D vision
for consideration of inventive step on the basis of the
mai n request or of one of the auxiliary requests A B
or D

The Respondents | and Il requested that the appeal be
di sm ssed.

Reasons for the Decision

2.1

2.2

2.3

1603.D

The appeal is adm ssible.

Mai n request.

Novelty of Claim1l of the main request

The docunents cited agai nst novelty in the decision
under appeal are docunents D1 and D1'. Lack of novelty
has been all eged by the Respondents | and Il on the
basi s of the same docunents.

Docunent D1' which is the European Patent application
correspondi ng to docunent D1 does not add anything to
the disclosure of D1. Therefore, there is no need to
further consider docunent D1' for the sake of
assessnent of novelty of the main request.

Dl refers to a |iquid phase process for the cationic
pol yneri zati on of a feedstock conprising 1l-olefins in
the presence of preformed conplex of BF; and an al cohol
as catalyst at a tenperature between -100°C and +50°C,
at a contact tinme of the polynerization reaction of at
| east 8 m nutes such that at |east 70% of the
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unsaturation |inkages in the polyner product are in the
term nal position.

More specifically, D1 discloses inits Exanple 1 a
conti nuous process for the manufacture of a pol ybutene
pol ynmer havi ng a nunber average nol ecul ar wei ght of

955, a vinylidene end group content of 76% based on the
total unsaturation. According to this exanple the
process is carried out using a feedstock containing 38%
I sobutene at a tenperature of -5°C, at a reaction
pressure of 650 mmHg, in the presence of 0.019 ¢
nol e/ Kg of feedstock of a boron trifluoride initiator
(i.e. corresponding to 2.8 muvl BF by nol e of

I sobutene) and at a reaction residence tinme of 16

m nutes. The isobutene conversion ratio is 87% As
indicated in Exanple 1, after a contact tine of 16

m nutes, the polynerization is term nated by using an
excess of acetonitrile which is continuously added to
the product collection vessel.

From t he conpari son between the reaction residence tine
and the contact tine (ie both indicated in m nutes and
anounting to 16 mnutes), it follows, in the Board's
view, that an inmediate quenching is carried out in
Exanple 1 of D1. D1, however, does not expressly
specify the tenperature of the reaction product when
guenchi ng begi ns. Thus, when assessing novelty of the
subject-matter of Aaim1l of the main request, this
question boils down to the interpretation of the
feature set out in step (2) of this claim ie that the
guenchi ng nust be carried out before the tenperature of
t he product exceeds by 5°C the highest polynerization
tenperature enpl oyed, and nore specifically to the
interpretation of the expression "highest

pol yneri zati on tenperature enpl oyed".
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In that respect, it is necessary to refer to the
description of the patent in suit. As indicated on
page 11, lines 5 to 13, and further stressed on
lines 37 to 42 of the sane page, the polynerization
ti me enconpasses the tinme during which the BF; catal yst
Is active, ie up to the nonent at which the reaction
m xture is quenched. By way of consequence, the
expression "hi ghest polynerization tenperature

enpl oyed" would refer to the highest reaction
tenperature occurring during the thus defined

pol ynerization tinme in the tinme frame of 12 to 40

m nutes set out in Claim1.

The Appellant, relying in particular to lines 52 to 56
on page 11 of the patent in suit, has submtted that a
di stinction should be nmade between the tenperature in
the reactor and the tenperature in the transfer |ine
bet ween the reactor and the quenching zone, and that
the inplicit objective intention of the clainmed process
is to control the tenperature in the transfer line in
order to obtain the desired target nol ecul ar wei ght of
the final product in view of the characteristics of the
reacti on product exiting the reactor. Thus, according
to the Appellant, the highest polynerization
tenperature enployed could only refer to the highest

pol yneri zation tenperature in the reactor

Thi s argunment cannot be considered as convincing for
the foll ow ng reasons:

The passage specifically relied on by the Appellant, ie
lines 52 to 56 on page 11, indeed, clearly refers to
the polynerization tine as defined on the sane page
(cf. paragraph 2.6 above) and teaches that the

pol ybut ene product in contact with the BF; catal yst,
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whi ch has attained the target nolecular weight within
this polynerization tinme is contacted with the
guenchi ng nediumto deactivate the catalyst.

The pol ynerization tine, according to the definition
given in the description of the patent in suit for this
feature, will inevitably enconpass the tine in the
transfer |line between the reactor and the quenching
zone, during which the tenperature of the reaction
mxture is still in the range from-20°C to + 25°C
within the tine franme of 12 to 40 mnutes. It thus
follows that this part of the transfer line will be a
reaction zone, ie a reactor, and that the distinction
made by the Appellant is not directly and unanbi guously
derivable fromthe description of the patent in suit.

In view of lines 16 to 21 on page 25 of the application
as filed, it is also evident that the decision to
effect i medi ate quenching is taken when the

I sobutyl ene conversion is at |east 70% ie not
necessarily at the exit of the reactor, since the

pol yneri zation reaction continues in the transfer I|ine,
because the catalyst is not deactivated.

Even if the attainment of the target nolecul ar wei ght
within the average pol ynerization tine disclosed neant
that the decision to quench is taken at sone tine
before the notional polynerization tinme is finished, no
obj ectively distinguishing technical features in the
sense of Rule 29(1) EPC can be associated with the

noti onal decision to quench.

Consequently, no distinction can be established between
the polynerization tine up to the decision to guench,
i.e. according to the Appellant, up to the nonent at
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whi ch the reaction mxture exits the reactor, and the
pol ynerization time up to the point at which quenching
actually takes place. On the contrary, the only
concrete definition of the polynerization tine is the
contact tinme, which |leads to the conclusion set out in
section 2.8.2, above.

Thus, the Board is conpelled to accept the
interpretation of the Respondents that "the highest
pol yneri zati on tenperature enployed” is to be read as
the highest tenperature in the range -20°C to + 25°C
reached during a whol e polynerization tinme, including
that in the transfer tinme of 12 to 40 m nutes.

By way of consequence, Exanple 1 of D1 woul d be novelty
destroying for the subject-matter of Claim1l of the
mai n request, provided it is established that the
tenperature reached by the reaction product in this
exanpl e before quenching begins is at nost +30°C.

As indi cated above, Exanple 1 of Dl does not nention
the tenperature at which the quenchi ng begins.
Nevert hel ess, the Respondent Il and the Appell ant have
respectively carried out repetitions of Exanple 1 of D1
(cf. experinental report provided by Respondent 1|1
(Opponent 1) with its letter of 25 July 1997 and the
declaration of M W M Davis submtted by the
Appel I ant (Patent Proprietor) with its letter of

23 July 1998). While both parties disagree on the
process pressure used in Exanple 1 of D1 (650 mm Hg
absol ute pressure for Respondent Il in contrast to 650
nm Hg gauge pressure for the Appellant) and have hence
carried out their tests taking into account their own
interpretation of the process pressure, these tests



.11

.12

- 21 - T 1114/98

show that the tenperature of the reaction product of
Exanple 1 of D1 before quenching begins is in any case
bel ow +30°C

It follows that Claim1l of the main request | acks
novelty in view of Exanple 1 of D1 (Article 54 EPC).

Since Caim1lis not novel, there is no need to

I nvestigate whether the subject-matter of Cains 2

to 18 relates to patentabl e subject-matter, because a
request has to be taken as a whole. Thus, the main
request of the Appellant has to be refused.

First auxiliary request (Set A)

3.

3.

3.

1603.D

1

2

2.

1

Amendnent s

Caiml of Set Adiffers fromCdaim1l as granted by the
i ncorporation of the feature (i) that the highest

pol ynmeri zation tenperature enployed is "as indicated by
t enper at ure neasurenent of the contents of the
reactor".

It is true, as submtted by the Appellant, that in the
application docunents as originally filed, reference is
made to the presence of a thernocouple (3) for
tenperature neasurenents of the contents of the
specific reactor depicted on Figure 1 (cf. application
as originally filed, page 31, lines 26 to 28,

Figure 1), but this does not provide, in the Board's
view, a support for the amendnment (i) for the follow ng
reasons:

Firstly, Figure 1 refers to a very specific apparatus
and the presence of a thernocouple at a specific
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position in this specific apparatus cannot be
generalized to other types of reactors (eg tubular
reactors).

Secondly, there is no link between the presence of this
t hernocoupl e at the position indicated in Figure 1 and
the determ nation of the highest polynerization
tenperature enployed during the polynerization and,
thirdly, as indicated above in paragraph 2.8.2, the
reaction zone is not restricted to this specific
apparatus but may enconpass at |east a part of the
transfer line to the quenching zone.

Thus, Caim1l of the first auxiliary request does not
neet the requirenents of Article 123(2) EPC
Consequently, the first auxiliary request has to be
rej ect ed.

Second auxiliary request (Set B):

Anmendnent s

Caiml of Set Bdiffers fromCdaim1l as granted by (i)
the indication that the clained process is a continuous
one, and by (ii) the deletion of the reference to the
hi ghest pol ynerization tenperature enployed and its
repl acenent by the reference to the tenperature of the
product exiting the reactor in step (2) of the clained
process.

Wil e anmendnent (i) is clearly allowabl e under
Articles 123(2) and 123(3) EPC, the allowability of
amendnent (ii) presupposes that the highest

pol ynmeri zation tenperature enpl oyed inevitably
corresponds to the tenperature of the product exiting
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the reactor.

In that respect, the Appellant has submtted that in a
conti nuous exot herm c process such as that of Caiml,
t he hi ghest reaction tenperature is equal to the
tenperature at the exit of the reactor. It has al so
relied, as support for anmendnent (ii), on page 12,
lines 48 to 50 of the patent in suit and on page 28,
lines 11 to 16 of the application as filed.

The passages nentioned by the Appell ant, however,
nmerely indicate that, in a continuous process, the
quench will be typically performed just after the
product exits the reactor but nake no |ink between the
hi ghest pol yneri zation tenperature enpl oyed and the
tenperature just after the product exits the reactor
and there is no evidence on file that, as alleged by
the Appellant, the tenperature at the exit of the
reactor will inevitably correspond to the hi ghest

pol ynmeri zation tenperature enployed. This allegation
i's, noreover, contradictory to its own subm ssions in
view of the presence of the thernocouple (3) in the
conti nuous reactor depicted on Figure 1 of the patent
in suit, since this thernocouple is clearly not |ocated
at the exit of the apparatus but, in contrast, close to
the entry of the reactants.

Furthernore, the aimof the clainmed process is to avoid
an uncontrolled increase of the tenperature of the
reacti on product before quenching and this underlines
the fact that a tenperature rise may occur at the exit
of the reaction zone. Thus, the tenperature of the
product at the exit of the reactor may be higher than

t he highest tenperature polynerization enployed. By way
of consequence, anendnent (ii) also leads to an
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unal | onabl e extensi on of the protection conferred.

It follows fromthe above that anmendnent (ii) does not
nmeet the requirenents of Articles 123(2) and 123(3)
EPC. Thus, the second auxiliary request nust be

rej ected.

Third auxiliary request (Set D)

Procedural matters -Adm ssibility of the request.

Thi s request has been submtted at a very |ate stage,
ie at the beginning of the oral proceedings held on
23 April 2002.

According to several decisions of the Boards of Appea
(eg T 153/85 (QJ EPO 1988, 1); T 955/91 of 4 February
1993 (not published in Q3 EPO), a Board may
justifiably refuse to consider alternative clains which
have been filed at a very late stage, if such
alternative clains are not clearly all owable. However,
as stated in decision T 577/97 of 5 April 2000 (not
published in QJ EPO), the discretion not to admt
auxiliary requests should in principle be limted to
exceptional cases.

Caim2l of the third auxiliary request differs from
Caiml of the second auxiliary request (Set B) only in
that it has been further anended by indicating in

step (1) that the polynerization is conducted at a
pressure from 100 to 500 kPa. Thus, as in Caim1l of
the second auxiliary request, the reference to the

hi ghest pol yneri zation tenperature enpl oyed has been
del eted and repl aced by the reference to the
tenperature of the product exiting the reactor in
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step (2) of the clainmed process.

5.4 As stated above, CGaim1l of the second auxiliary
request does not neet the requirenents of Article 123
EPC. It follows that Claim1 of the third auxiliary
request is not nerely "not clearly allowable" but, in
contrast, clearly not allowable under the provisions of
Article 123 EPC. Thus, in the Board' s view, this
situation justifies the Board to exercise its

di scretion not to admt this late filed request.

5.5 Consequently, the third auxiliary request is not
admtted into the proceedings.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

E. Gborgmai er R Young
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