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Summary of facts and subm ssi ons

2822.D

The applicant's appeal is against the exam ning

di vision's decision, posted on 21 July 1998, refusing
Eur opean patent application No. 92 104 479.8, filed on
16 March 1992 and published on 30 Septenber 1992 as
EP- A-0 505 872. The deci sion was based on an anended
set of 5 clains, filed on 25 July 1997 with the
appellant's (applicant's) letter dated 23 July 1997.
Claim1l was worded as foll ows:

"A swal l ow tabl et conprising an effective anount of a

t herapeutic drug, an alkali netal or alkaline earth
metal salt of an edible organic acid selected fromthe
group consisting of citric, malic, fumaric, tartaric
and succinic acid or mxtures thereof, and optionally a
carbonate or bicarbonate, characterized by the
inclusion of the salt in an anmount between 0.250 and
1.0 g per tablet with the proviso that such tablet wll
disintegrate in vivo and is not an effervescent tabl et
intended to be dissolved in water prior to ingestion.”

Dependent clainms 2 to 5 related to el aborations of the
tabl et according to claim1.

The follow ng patent docunents were cited as state of
the art in the decision of the exam ning division and
are referred to in this decision:

(1) EP-A-0 396 972

(2) EP-A-0 484 106

(3) WO-A-92 11 003
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(4) EP-A-0 474 040

Citations (2) to (4) are conprised in the state of the
art under Article 54(3) and (4) EPC

In its decision the exam ning division raised

obj ections under Article 123(2) EPC as to the

adm ssibility of both disclainmers introduced by way of
amendnent at the end of claim1l. As regards the first
disclaimer, it referred to the passage in the
description at page 3, lines 26 to 27, reading "the
tablet wll disintegrate in vivo within about fifteen
m nut es”. The exam ni ng division concluded that this
di scl osure offered by the appellant to support the
first disclainmer was inadequate since it related to a
specific disintegration tinme which was not recited in
the first disclainer. As regards the second discl ai ner,
whi ch was introduced to establish novelty over the
state of the art according to (3), the exam ning

di vi sion considered that the disclainmer was broader

t han necessary to exclude the novelty-destroying

subj ect-matter disclosed in the cited state of the art
and that it was therefore not acceptable.

Further, the examning division held that, in spite of
the disclainmers, a tablet conprising all the technica
features of the tablet clainmed in claim1 of the
applicant's request was already disclosed in

citation (3). In this context, it enphasised that the
characterisation of the clainmed tablet in claiml as a
"swal l ow tablet" was irrelevant to the assessnment of
novelty in the present case. Even if one were to accept
that the particular intended node of application of the
"swal | ow tabl et” according to the application [direct
oral ingestion of the tablet w thout prior dissolution
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in water] and that of the "effervescent tablet"
disclosed in citation (3) [dissolution of the tablet in
water prior to ingestion] were indeed different, the
technical features of both tablets would, in the view
of the exam ning division, not differ and the clai ned
tablet in the application would therefore |ack novelty.

Finally, the exam ning division stated in its decision
that in the circunstances of the case it saw no reason
to di scuss any aspect of inventive step. Neverthel ess,
it asserted in its decision that it could not recognise
an inventive step in conparison with the prior art
according to citation (1), since both the appellant's
application and the cited docunent related to the sane
probl em of providing swall ow or effervescent tablets
conprising a salt of an edible organic acid and an
effective anount of a therapeutic drug.

The appel | ant | odged an appeal against this decision
and submtted together with the statenent setting out

t he grounds of appeal two anmended sets of clains
formng its current main request and third auxiliary
request. During oral proceedings, held on 19 June 2002,
t he appellant presented two additional sets of clains
formng its current first and second auxiliary
requests.

The main request consists of 7 clains, claim1 reading
as foll ows:

"A swal l onabl e tablet conprising: (a) an effective
anount of a therapeutic drug; (b) an alkali netal or
al kaline earth netal salt of an edible organic acid;
and (c) optionally a carbonate or bicarbonate,
characterized by the inclusion of the salt of the
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edi ble organic acid in an anount between 0.250 and
1.0 g per tablet, with the proviso that the tablet does
not effervesce in the presence of water."

Dependent clainms 2 to 7 relate to el aborations of the
tabl et according to claim1.

The first auxiliary request corresponds to the above
mai n request, the proviso at the end of claiml
differing as foll ows:

"With the proviso that said salt is not an aliphatic
carboxylic acid conponent of an effervescent couple”

The second auxiliary request consists of 6 clains,
claim1l reading as foll ows:

"A swal |l onabl e tablet conprising: (a) an effective
anount of a therapeutic drug; (b) trisodiumcitrate or
an alkaline earth nmetal salt of malic, fumaric tartaric
or succinic acid or mxtures thereof; and (c)
optionally a carbonate or bicarbonate, characterized by
the inclusion of trisodiumcitrate in an anount between
0.250 and 1.0 g per tablet.

Dependent clainms 2 to 6 relate to el aborations of the
tabl et according to claim1.

The third auxiliary request corresponds to the above-
menti oned second auxiliary request, claim1l differing
by the limtation of conponent (b) to trisodiumcitrate
only.

The appel lant’ s argunents presented in witing and
during the hearing can be summari sed as foll ows:
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The clains in all current requests did not contain

subj ect-matter which extended beyond the content of the
application as filed. Al clains conplied therefore
with the requirenments of Article 123(2) EPC.

As regards novelty of the clainmed subject-matter in the
application, the appellant submtted that the tablet of
claiml1 of all current requests conprised an effective
anount of a therapeutic drug, an anount between 0. 250
and 1.0 g of an alkali nmetal or alkaline earth netal
salt of an edible organic acid per tablet, and
optionally a carbonate or bicarbonate. Furthernore, the
clainmed tablet did not effervesce in the presence of

wat er .

Citation (1) admttedly disclosed tablets conprising
gqualitatively the same ingredients. However, tablets
di sclosed in (1) contained the salt of the edible
organic acid in an anount which was significantly | ower
than the anobunt specified in claiml1l for the tablets
according to the invention. This conferred novelty on
claiml1 of all current requests.

Citation (2) related to controlled, |ong-acting rel ease
phar maceuti cal fornulations conprising a biologically
active substance, a water-soluble alginate, and a
magnesi um or sodi um antacid. Since the tablets
disclosed in (2) did not contain an edible organic
acid, this prior art did not anticipate the clained
subject-matter in the appellant's actual requests.

The effervescent pharmaceutical conpositions disclosed
incitation (3) conprised as the therapeutic drug a
substance which acted as a 5HT,-1i ke receptor agoni st
and an effervescent couple consisting essentially of an
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acid or an acid salt of an edible organic acid, for
exanple, citric acid or nonosodiumcitrate and a base
conponent, for exanple, an alkali netal or alkaline
earth netal carbonate or bicarbonate, such as sodi um
bi carbonate. In contrast to this prior art, claim1 of
all current requests required that the clained
swal | owabl e tablet did not effervesce in the presence
of water. A skilled person would thus inmedi ately
realise that the tablets according to claim1 nust
contain a salt of an edible organic acid which is not
capabl e of reacting in water with the base under
generation of carbon di oxi de and which is accordingly
different fromthe salt present in tablets disclosed
in (3).

Citation (4) was |ikew se concerned with effervescent
tablets conprising a therapeutic drug and an

ef fervescent couple consisting of an acid salt of
tartaric or citric acid and a carbonate or bicarbonate.
This meant that the tablets disclosed in (4) were

di stingui shed fromthe clainmed tablets in claim21 of
all requests by the content of an effervescent couple
as is the case in the prior art of (3).

As regards inventive step the appellant regarded
conpar abl e effervescent tablets referred to in the
introductory part of the application as representing
the closest prior art and identified the problemto be
solved by the clained invention as that of providing a
swal | owabl e tabl et the efficiency and onset of action
of which were at |east as good as those of a

conpar abl e effervescent tablet. In the appellant's
opinion, the state of the art did not suggest to a
person skilled in the art solving this problem by

i ncreasing the proportion of the edible organic acid in
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the swal | owabl e tablet to an anmount in the range of
fromO0.250 to 1 grans.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the main request submtted with the statenment of the
grounds of appeal or, in the alternative, on the basis
of the first or second auxiliary request, both filed
during oral proceedings, or on the basis of the third
auxiliary request filed as an auxiliary request
together with the statenment of the grounds of appeal

or, if the board considers none of these requests

al l owabl e, to continue the proceedings in witing.

Reasons for the Decision

1

The appeal is adm ssible.

Claim1l in the appellant's current main request and in
any of its first, second and third auxiliary requests
has been anended so as to replace, inter alia, the
designation of the subject-nmatter of the alleged
invention, reading in the original version of claiml
"A solid oral dosage fornm', wth

"A swal | owabl e tablet”. References to a "swall owabl e
tablet"” or "swallow tablet" may be found throughout the
originally filed specification, inter alia, at page 1
line 6; page 2, line 2; and in clains 5 to 9. The
proposed anmendnent is therefore acceptable as being
adequately supported by the originally filed docunents
and conplying in this formal respect with the
requirenents of Articles 84 and 123(2) EPC.

Mai n request

2822.D
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In accordance with the main request, claim1l as
originally filed has further been amended by incl uding
at the end of the claim"the proviso that the tabl et
does not effervesce in the presence of water."
Correctly interpreted, this proviso has the effect that
the subject-matter for which protection is sought is
defined in anmended claim1l by an additional
characterising technical feature which as such is
nowhere di scl osed, at least not explicitly, in the
application as filed. Cdaim1l as anended nust correctly
be construed as being directed to "a swal |l owabl e tabl et
whi ch does not effervesce in the presence of water
conprising (a) an effective amobunt of a therapeutic
drug; (b) an alkali netal or alkaline earth nmetal salt
of an edible organic acid; and (c) optionally a
carbonate or bicarbonate, characterized by the
inclusion of the salt of the edible organic acid in an
anount between 0.250 g and 1.0 g per tablet”.

The appel | ant argued during oral proceedi ngs before the
board that the added technical feature in claim1l
("tabl et which does not effervesce in the presence of
water") is inplicitly contained in the original
application docunents and that claim1 as anended woul d
not therefore contravene Article 123(2) EPC. Even if
the board accepts the appellant's assertions that the
added feature is, for the skilled reader, inplicit in
what is explicitly disclosed in the application as
filed and that claim1 as anended is therefore
adequately supported by the originally filed docunents,
this does not help the appellant for the sinple reason
that the clainmed subject-matter is not patentable for

t he reasons set forth bel ow

Citation (1) discloses a nethod of preparing a



-9 - T 1095/ 98

granul ate of a nedically effective ingredient and its
further processing into tablets conprising the steps of

- mxing (a) an effective anmount of a finely divided
solid therapeutic drug with (b) an aqueous
granul ating solution of a sodium or potassium or
m xed sodi um potassium salt of an edible organic acid
chosen fromcitric, malic, tartaric or fumaric acid,
whi ch granul ati ng solution may optionally al so
contain (c) sodiumor potassium bi carbonat e;

- granulating the m xture and

- drying the granul ated m xture; followd by

- mxing the granulate with an edible organic acid to
forman effervescent powder and

- conpressing the mxture into conventi onal
effervescent tablets; or

- mxing the dried granulate with other tableting
exci pi ents and

- conpressing the mxture into swall owabl e tabl ets.

3.2.1 Exanple 12 of (1) discloses a capsul e-shaped,
swal | owabl e tabl et which does not effervesce in the
presence of water conprising, apart from m nor anounts
of certain conventionally used, pharmaceutically
acceptabl e tableting excipients and carriers, the
followi ng major ingredients (ng/tablet):

328.8 ng (a) Acetam nophen U.S.P. (an effective anount
of a therapeutic drug)

2822.D Y A
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70.4 mg (b) TrisodiumCitrate (an alkali netal salt of
an edi bl e organi c acid)
383.6 nmg (c) Precipitated Cal cium Carbonate U S.P. (a
car bonat e)

792.8 ny

The tabl et of Exanple 12 contains materials in a total
amount of 886 ny.

As is apparent fromthe board' s observations in

points 3.2 and 3.2.1 above, the clainmed swall owabl e
tablet in the application and that disclosed in

Exanple 12 of (1) conprise exactly the sanme sort of

i ndi vi dual conponents (a), (b) and (c). As the appellant
itself admtted at the oral proceedings before the board
and, noreover, clearly indicated by using the two-part
formfor claiml (see "characterized by the inclusion of
the salt of the edible organic acid in an anpbunt between
0.250 and 1.0 g per tablet"), the only difference
between the clained tablet in the application and that
disclosed in (1) lies in the anmpbunt of conponent (b),
i.e. the salt of the edible organic acid, contained in
one single tablet. Since, noreover, both the cited state
of the art and the present application relate to a drug
delivery systemin the formof swall owabl e tablets,

t here cannot, in the board' s opinion, remain any
reasonabl e doubt that the swallowable tablets in (1)
cone closer with regard to their conposition and
application to the subject-matter of claim1l than

ef fervescent delivery systens (tablets) cited as the
only relevant state of the art in the application under
appeal (see page 1, line 11 to page 3, line 4) and
referred to by the appellant during oral proceedings
before the board as being the closest prior art.
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Al t hough the exam ning division stated in the inpugned
deci sion that the present application and the prior art
according to (1) apparently relate to the sanme probl em
of providing swal |l owabl e or effervescent tablets
conprising an effective anobunt of a drug and certain
salts of an edible organic acid and that no inventive
step associated with the clainmed subject-matter in the
application was therefore recogni sable, the appell ant
made no attenpt to refute the exam ning division's

obj ections, as m ght have been expected, by the

subm ssi on of conparative evidence denonstrating any
potentially unexpected advantage or beneficial effect
resulting fromthe use of an increased proportion of the
salt of an edible organic acid (trisodiumcitrate) in
the clained tablet in conparison with the swall owabl e
tablets disclosed in citation (1). Instead, the
appel l ant essentially argued that the presence of the
edi ble organic acid salts had no purpose at all in the
conpl eted swal | owabl e tablets disclosed in (1) and that
such tablets neither provided the fast delivery of an
ef fervescent system nor the enhanced onset of action for
a variety of therapeutic agents seen with the
swal | owabl e tabl ets according to the clainmed invention.

According to the established case | aw of the boards of
appeal, such alleged but entirely unsupported advant ages
cannot be taken into consideration in respect of the
determ nation of the problemunderlying the application
and hence the assessnent of inventive step, where
conparison is made with highly pertinent prior art. This
is the case here since the alleged advant ages over the
prior art of (1) lack the required adequate support (see
Case Law of the Boards of Appeal, 4th edition, 2001,

|.D. 4.4, page 108). Therefore, given the swall owabl e
tablets disclosed in (1) as representing the closest
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state of the art, the objective technical problemto be

solved can only be seen in providing further swall owabl e
tabl ets containing an effective ambunt of a therapeutic

dr ug.

The solution to the problemis the provision of
swal | owabl e tablets according to claim1l. On the basis
of the disclosure in the application and, noreover, in
t he absence of any evidence to the contrary, the board
is satisfied that the technical problem defined above
has been pl ausi bly sol ved.

Havi ng exam ned the prior art docunents uncovered by the
search report and those introduced during the
proceedi ngs before the exam ning division, the board has
reached the concl usion that none of these docunents

di scl oses a tabl et which does not effervesce in the
presence of water and which conprises a therapeutic drug
and a salt of an edible organic acid in an anmount of
between 0.250 g and 1.0 g per tablet as clainmed in
claiml. The clainmed solution in the appellant's main
request is accordingly found to be novel within the
meani ng of Article 54(1) EPC.

It still remains to be exam ned whet her the requirenent
of inventive step is net by the clained subject-matter.

As can be seen fromthe disclosure at lines 43 to 44 on
page 13 of (1), the resulting tablets from Exanple 12
showed U.S.P. dissolution test results of 94% at

30 m nutes for acetam nophen and 99.9% at 30 m nutes for
calcium Apart fromthe fact that these results give an
adequate prelimnary indication that the tablets

di scl osed in Exanple 12 of (1) provide fast delivery of
t he drug and enhanced onset of action, there is no
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evi dence available that the results obtained in this
respect in the application under appeal are
significantly better

Once the devel opnent of a swallowable tablet with an
enhanced onset of action conprising the constituents
(a), (b) and (c) specified in claiml as the major

i ngredi ents becane obvious fromthe cited state of the
art, determning the proportions of the individual
constituents required to achieve the desired results,
for exanple, a fast delivery of the therapeutic drug and
an enhanced onset of action, was then purely a matter of
routi ne experinentation for the skilled practitioner.
Mor eover, the anmpunt required for constituent b), ie the
al kali metal salt of an edible organic acid, specified
in claiml, which may extend over the extrenely w de
range from0.250 g to 1 g per tablet, cannot be

consi dered as providing an unexpectedly advant ageous
specific teaching or instruction saving the skilled
person the necessity of performng his own experinents
for the preparation of a suitable tablet; on the
contrary, such a w de range woul d suggest that the

al l eged invention was essentially the result of
perform ng a certain nunber of routine experinments
required to obtain a suitable tablet for a specific
drug. The necessity of carrying out a nunmber of obvious
routi ne experinents to achieve the desired result does
not, however, render an invention non-obvious.

The appel | ant has al so argued that an indication of an

i nventive step should be seen in the fact that there was
a quantitative difference of 180 ng between the anmpunt
(70 ng) of the alkali netal salt of an edible organic
acid (trisodiumcitrate) used in the tablet of

Exanple 12 in citation (1) and the lower Iimt (250 ng)



3.4.3

3.4.4

2822.D

- 14 - T 1095/ 98

of the alkali netal salt of an edible organic acid
specified in claim1l of the application under appeal.
However, this difference cannot be considered as
significant in view of the nore than 4-fold greater
quantitative difference of 750 ng which may exist in
claim1l between the | ower (0.250 g) and upper

[imts (1 g) of the alkali netal salt of an edible
organic acid present in the clained swallowable tablets
in the application under appeal.

The rel evant question is whether the skilled person
havi ng studi ed the closest state of the art and being
gui ded by the technical problemwould have been aware,
fromhis common general know edge and al so fromhis
famliarity with related art, what kind of nodifications
of that art could nmake the proposed solution to the
probl em posed available. It is irrelevant if the

claimed solution of the problemis possibly

unf oreseeabl e on the basis of |less close or structurally
remote prior art, as long as it is derivable, together
with the required function, fromsone other nore

rel evant prior art, which is, for this very reason,
termed as the "closest” state of the art. An invention

| acki ng an inventive step over certain disclosures in
the state of the art cannot be rendered patentable in

vi ew of non-obvi ousness over other disclosures. This is
why any potential advantages of the clained swal |l owabl e
tabl ets over effervescent tablets were irrelevant to the
assessnent of inventive step in the present case.

In view of the foregoing observations, in the judgnent
of the board the clained subject-matter in the main
request does not involve an inventive step, and this
request therefore is contrary Articles 52(1) and 56 EPC.
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First Auxiliary Request

4.1.2

In accordance with the first auxiliary request, claim1l
as originally filed has been further amended by
including at the end of the claim"the proviso that said
salt is not an aliphatic carboxylic acid conponent of an
ef fervescent couple.”

It forns part of the skilled person's comon general
know edge that the termsalt used in chemstry
designates a structurally well defined chem cal entity,
ie a conpound formed when one or nore of the hydrogen
atons of an acid are replaced by one or nore cations of
t he base. On the other hand, an effervescent couple is
commonly known as the conbi nation of a carboxylic acid,
or an acid salt of a carboxylic acid and another salt,
usual ly a carbonate or bicarbonate of an alkali netal or
al kaline earth netal. As, froma chem cal point of view
a salt as such cannot properly be designated as a
carboxylic acid conmponent and the term "effervescent
couple” relates to a conbination of a carboxylic acid,
or an acid salt of a carboxylic acid and anot her
specific type of salt, it remains unclear what could be
meant by the proviso stipulating that the salt should
not be an aliphatic carboxylic acid conponent of an

ef fervescent coupl e.

Therefore, claim1 of the appellant's first auxiliary
request lacks clarity contrary to the requirenents of
Article 84 EPC. The appellant's first auxiliary request
is therefore |ikew se not acceptabl e.

Second Auxiliary Request

2822.D
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I n accordance with the second auxiliary request, claiml
as originally filed has been anended, inter alia, by
speci fying that the swall owabl e tabl et conprises as the
conmponent (b) "trisodiumcitrate or an al kaline earth
netal salt of malic, fumaric, tartaric or succinic acid
or m xtures thereof" (see paragraph IV above).

Whereas the use of trisodiumcitrate as the conmponent
(b) of the claimed tablet is adequately supported by the
original disclosure, as wll be explained in nore detai
in points 6 and 6.1 below, the specific reference in
claim1l as anended to conponent (b) being "an al kal i ne
earth netal salt of malic, fumaric, tartaric or succinic
acid or mxtures thereof” is not properly supported by
the disclosure of the application as filed.

As regards suitable conponents (b) of the clained tablet
in the application, the description discloses at page 4,
lines 21 to 28, a first list of edible organic acids
useful in the alleged invention, including "citric acid,
malic acid, fumaric acid, tartaric acid, succinic acid
and m xtures thereof”, and a second separate |ist of
useful salts of these acids, including "alkali netal
salts and al kali-earth netal salts, such as sodium

pot assi um cal cium nagnesium[salts] or mxtures
thereof". This neans that the description in the
application as filed discloses in generic terns a broad
group of salts of edible organic acids enconpassi ng
every conceivabl e conbination of a given acid in the
first list wwth any type of salt nmentioned in the second
list. It follows that, in contrast to what is actually
di sclosed in the application as filed, nanely a broad,
generically defined group of salts of edible organic
acids, claiml in the second auxiliary request refers in
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t he context of conponent (b) to a specific selection
(sub-group) fromthe broad range of possibilities
offered in this respect in the description. This
specific, purposively selected sub-group of salts,
including al kaline earth netal salts of either one of
malic, fumaric, tartaric or succinic acid, or even
specific exanples of such salts, are, however, in the
context of conponent (b), nowhere disclosed in the
description or clains of the application as fil ed.

5.1.2 Moreover, the characterising feature in claim1l of the
appel l ant's second auxiliary request ("characterized by
the inclusion of trisodiumcitrate in an anount between
0.250 and 1.0 g per tablet”) limts only the content of
trisodiumcitrate in accordance with the disclosure in
the application as filed to an anount of from 0.250 g
to 1 g per tablet. However, a conparable feature
[imting the content of the other options of the salts
recited in claiml, ie an alkaline earth netal salt of
malic, fumaric, tartaric or succinic acid or m xtures
t hereof, to the anbunt of fromO0.250 g to 1 g per
tablet, as disclosed in the application as originally
filed, is mssing fromclaiml.

5.1.3 It is thus clear that the application as filed was
anmended in the second auxiliary request in such a way
that it contains subject-matter which finds no adequate
support in the originally filed docunents and which
consequent |y extends beyond the content of the
application as filed. This constitutes an infringenent
of Article 123(2) EPC. It follows that the second
auxi liary request cannot succeed.

2822.D Y A
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Third auxiliary request

6.1

6.1.2

6.2

2822.D

In accordance with the third auxiliary request, claim1l
as originally filed has further been amended by

repl aci ng the generically defined conponent (b),
relating in original claiml to "a salt of an edible
organic acid", with a single specific option for such a
salt, nanely "trisodiumcitrate".

Trisodiumcitrate is explicitly referred to at page 4,
lines 27 to 28 as being a preferred salt of an edible
organic acid for use in the clained swall owabl e tabl et
and is noreover used as the conponent (b) in al
Exanples 1 to 7 included in the application as filed.

Dependent clains 2 to 6 relate to certain specific drugs
to be included as the conponent (a) in the swall owabl e
tabl et according to claim1l. These clains are based on
the disclosure in the first and second paragraphs on
page 5 of the application as filed. Dependent claim6
relates to the maxi numtotal anount of materials
contained in a tablet according to claim11. It finds
support in the original disclosure at lines 13 to 15 on
page 4.

The present version of the clains in the third auxiliary
request is therefore acceptabl e as bei ng adequately
supported by the disclosure in the application as filed
and conplying in this formal respect with Articles 84
and 123(2) EPC

As is apparent fromthe board s observations in

points 3.2 and 3.2.1 above, the clainmed swall owabl e
tablet in claim1l of the appellant's third auxiliary
request and that disclosed in Exanple 12 of (1) conprise



6.2.1
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exactly the same individual conponents (a), (b) and (c).
The only difference between the clained tablet in the
application and that disclosed in (1) lies in the amunt
of trisodiumcitrate contained in one single tablet.

It appears imedi ately clear that the limtation of
conponent (b) in claiml of the third auxiliary request
to trisodiumcitrate, which is exactly the salt of an
edi bl e organic acid used in Exanple 12 of citation (1)
(see for nore details point 3.2.1 above) cannot overcone
any of the objections to |ack of inventive step raised
in this decision in respect of claim1l of the main
request. Since trisodiumcitrate is specifically

di sclosed in the closest state of the art according

to (1) as the edible organic acid present in the known
swal | owabl e tablets and the only difference between (1)
and the tablet clainmed in claim1l of the third auxiliary
request remains accordingly the anmount of trisodium
citrate per tablet, the objections to | ack of inventive
step of claim1 in the main request apply equally to
claiml in the appellant's third auxiliary request.
Therefore, this request nust also fail.

Request for continuation in witing

2822.D

The board will normally consider continuing proceedi ngs
in witing, after oral proceedi ngs have taken pl ace
before it, in circunstances where the appellant could
not reasonably have been expected to deal with an issue
that has come up for the first time at the ora
proceedings. This is not the case here.

The decision of the first instance was based on exactly
the sane state of the art as cited in the board's
present decision against the patentability of the
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cl ai med subject-matter in the application under appeal.
The exam ning division has already explicitly and
clearly indicated in its decision that it could not
recogni se an inventive step over the effervescent and
swal | owabl e tablets disclosed in (1).

In its comruni cati on acconpanyi ng the sumons to oral
proceedi ngs the board had al ready informed the appel |l ant
that it considered the case to be ready for decision at
t he conclusion of the oral proceedings. The deciding
board is not departing fromthe established practice
used in the EPO for the exam nation of patent
applications in exam ning proceedi ngs before the
exam ni ng divisions or the boards of appeal. In the
present case, the board is nerely applying to an

i ndi vi dual case proven practice and principles used in
the EPO for the assessnent of inventive step. Appea
proceedi ngs are not there for a party to see whether its
case m ght succeed despite inadequate evidence and for
that party then to be given a further opportunity to
submt evidence. The auxiliary request for continuation
inwiting is therefore refused.

Or der

For these reasons it is decided:

The appeal is dism ssed.

The Regi strar: The Chai r man:

2822.D
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A. Townend U OGswald
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