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Summary of Facts and Subm ssi ons

2792.D

The nention of the grant of European patent 0 214 626
wi th respect to European patent application No.

86 112 303.2, filed on 5 Septenber 1986, was published
on 16 Decenber 1992. Independent claim 1l read as
fol | ows:

"1. A hair cosnetic conposition conprising fromO0.O01

to 10% by weight of a particul ate polyner having a

wei ght average dianmeter of from0.01 to 0.1 um said
particul ate polyner has a particle size distribution of
such that the particles ranging fromO0.005 to 0.2 pymin
di anmeter are contained in over 95% by wei ght of the
particles and has a glass transition tenperature, Tg,

of over 300 K. "

Two notices of opposition were filed against the
granted patent, in which the revocation of the patent
inits entirety was requested on the grounds of |ack of
novelty and of inventive step under Article 100(a) EPC.
In the course of the proceedi ngs before the opposition
di vision the ground of Article 100(b) EPC was al so

rai sed

The opposition division decided that the patent could
be mai ntained in anended formw th the clainms and
description according to the proprietor's sole request.
Amrended claim 1 read as foll ows:

"1. A hair cosmetic conposition conprising fromO0.O1

to 10% by weight of a water-insoluble particulate

pol ymer having a wei ght average dianmeter of from 0.01
to 0.1 pm said water-insoluble particul ate pol yner has
a particle size distribution of such that the particles
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ranging fromO0.005 to 0.2 umin dianeter are contai ned
in over 95% by wei ght of the particles and has a gl ass
transition tenperature, Tg, of over 300 K, whereby the
polymer latex is selected fromthe group consisting of
pol ystyrene, polyvinyl acetate, polydivinyl benzene,
pol ynmet hyl net hacryl ate, 6, 12-nylon, pol yurethane,
epoxy resin, styrene/vinyl acetate copol yner,
styrene/ sodi um styrene sul fonate copol yner and
styrene/trimet hyl am noet hyl nethacryl ate chloride
copolynmer." (enphasis added on the differences from
claim1l1l as granted)

The deci sion can be sunmmari zed as fol | ows:

(a) The anended cl ains were considered to neet the
requirenents of Article 123(2) and (3) EPC.

(b) The clainmed subject-matter was considered to be
sufficiently disclosed (Article 83 EPC). In
particul ar, each class of polynmer was disclosed by
t he general description and specific working
exanpl es which allowed the invention to be
performed within the whole clainmed range.

(c) The novelty of the clainmed subject-matter had not
been di sputed. The cl ai ned subject-matter al so
i nvol ved an inventive step since the cited prior
art did not suggest the specific particle size
paramnmeters in order to provide the specific
techni cal effect.

On 24 Novenber 1998 opponent 01 (appellant) filed a
noti ce of appeal against the above decision with

si mul t aneous paynent of the prescribed fee. The
statenment setting out the grounds of appeal was filed
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on 25 January 1999 in which the appellant only pursued
t he opposition ground of Article 100(b) EPC.

Opponent 02 is a party as of right to these
pr oceedi ngs.

Oral proceedings were held on 9 Cctober 2002.

The appel lant and the party as of right argued in
essence as foll ows:

The clained subject-matter related to a hair cosnetic
conposition conprising particulate polynmer |atices
havi ng specific paraneters. The core of the clainms was
directed to the use in hair conpositions of those
specific particulate polyner |atices, which were not
commercially available, so that the skilled person
shoul d be able to reproduce them w t hout undue burden.
The patent in suit disclosed the preparation of four

di fferent polyners of (neth)acrylic acid esters
according to the sanme nethod invol ving m croenul sion
conditions. However, only one of them (polynethyl

nmet hacryl ate) net the required paraneters, whilst the
ot her polyner latices did not. Thus, the conditions of
m croemnul si on pol ynerizati on would not be sufficient to
prepare reliably all polyner latices of (nmeth)acrylic
acid esters neeting the Tg and average particle sizes
as defined in the clains. Wilst styrene honopol yners
had been prepared by three different nmethods, only one
met hod resulted in polynmer particles as defined in the
claims. Small variations in the preparation of that

pol ynmer provided a particul ate polyner outside the
range as defined in claiml.

Wil st claim1l covered the whol e class of pol yurethanes
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and epoxy resins conprising a huge nunber of individual
pol yners, the working exanples only illustrated one
very specific polynmer type of each of them Since the
exanpl es showed that it was not possible to reproduce a
whol e pol ynmer class (poly(neth)acrylates) having a Tg
and particle sizes as defined in the clains by one and
the sane nethod and that small variations in process
conditions resulted in polyner latices outside claiml,
the skilled person could not reliably reproduce epoxy
resins and pol yurethanes within the whole anbit of the
clainms. Since that conclusion was derived fromthe data
given in the patent, the appellant did not need to
submt evidence in the formof own experinents.

Furthernore, reference was made to decision T 435/91,
fromwhich it was concluded that it was not sufficient
if the skilled person was forced, due to a | ack of
sufficient guidance in the patent in suit, to use a
trial and error nmethod in order to select suitable
process conditions for producing |atices of

pol yur et hanes and epoxy resins neeting the paraneters
as defined in the clains.

The argunents of the respondent (proprietor), given in
witing and at the oral proceedings can be sumari zed
as foll ows:

The clains were directed to hair cosnetic conpositions
conprising a specific anount of particul ate pol yner

| atices. There was no evidence on file that these hair
cosnetic conpositions could not be prepared within the
whol e anbit of the clains. The particul ate pol yner was
defined by structural features such as glass transition
tenperature and solubility and by particle features,
namely a wei ght average di aneter and a particle size
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di stribution, which paraneters could be determ ned

wi t hout undue burden by the skilled person through
routi ne nmeasurenents. The preparation of such
particul ate polyners was sufficiently disclosed in the
pat ent specification by specifying the starting
conponents and nentioning well known pol ynerization

t echni ques, such as m croenul sion pol ynerization.

In particular, reference was nade to the detailed
reaction conditions in the description and the worked
exanples. If the reaction tenperature and the anmount of
surfactant were unsuitable to provide the required

m croemnul sion conditions, the particle sizes as defined
in the clains could not be obtained.

The pol yner features, such as the Tg, were hardly
i nfluenced by the reaction conditions but rather by the
choice of the starting material.

Regardi ng the preparation of polyurethanes and epoxy
resins, there was no evidence on file that the detailed
instructions in the general part of the description
together with the teaching derivable fromthe exanpl es
coul d not be extended to the preparation of the well
known pol ynmer cl asses of pol yurethanes and epoxy
resins. There was sufficient guidance in the
description on how to produce other reasonabl e pol yner
candi dates of these polyner classes, if necessary by
carrying out sonme orienting tests. The contrary had not
been proven by the appellant.

In T 435/91 the question of sufficient disclosure
within the whole anbit of the clains arose with respect
to a functional feature, whilst the latices used in the
cl ai ms under appeal were not functionally but
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structurally defined. Thus, that decision was not
applicable to the present case.

The appel | ant requests that the decision under appeal
be set aside and that the patent be revoked.

The respondent requests that the appeal be dism ssed
and that the patent be maintained with the clains and
description underlying the decision under appeal.

Reasons for the Decision

Admi ssi

Suf fi ci

2792.D

The appeal is adm ssible.

bility of the main request

The opposition division had accepted the amendnents
under Article 123(2) and (3) EPC and the appel |l ant has
not raised any objections in this respect. The Board
sees no reason to take a different position.

ency of disclosure

According to Article 83 EPC, the European patent
application nust disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by the skilled person. The essence of the

appel lant's argunents regarding | ack of disclosure is
that the skilled person did not have sufficient

gui dance fromthe patent in suit in order to arrive at
the desired polyner latices within the whole anbit of
the clains since, according to the worked exanples, it
was not possible to reproduce, while using the sane
nmet hod, different polynmers of the sane polynmer class
having a glass transition tenperature and particle
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sizes as defined in the clai ns.

The particul ate polynmer used in the hair conposition of
claims 1 and 2 is defined by (i) polynmer features such
as the specific chem cal nanme, glass transition
tenperature and solubility and (ii) particle features
such as wei ght average dianeter and particle size

di stribution.

Having regard to the polynmer features (i), the specific
chem cal structure is the reason why inter alia the

pol y(meth)acrylates Gto | have a Tg outside the

cl ai med range whil st the Tg of polynethyl nethacrylate
(379 K) is well above 300 K and thus will always neet
the required Tg paraneter (Table 1 of the patent in
suit). This is general technical know edge as confirned
by Ul mann's Encycl opedia, fifth conpletely revised
Edition, Vol. 21, page 169, submtted by the respondent
during the appeal procedure, which shows that the Tg
val ues of honopol yners of nethyl nethacrylate (105°C)
are nmuch higher than those of n-butyl acrylate (-43°C)
or n-butyl nmethacrylate (32°C). The Tg values for the
sane type of polynmers according to the patent in suit
(polyners F, G and H) show a simlar trend (patent in
suit, Table 1). Furthernore, the Tg of all three

pol ystyrenes obtained by nethods 1 to 3 is 373 K

i ndependent of the reaction conditions used for their
preparation (Table 1). Consequently, the gl ass
transition tenperature is influenced by the type of the
starting nononer material rather than by the reaction
conditions for preparing the polyners.

Thus, the skilled person obtains sufficient technical
information fromthe patent specification and from
chem cal text books about glass transition tenperatures



3.2

2792.D

- 8 - T 1091/98

of possible polyner candi dates. Furthernore, the
skilled person is able to neasure the Tg according to
standard nmethods as cited in the patent in suit

(page 7, lines 9 to 11) and to check whether it neets
the requirenments of claim2l1 or not.

From the above it follows that the skilled person has
no difficulty in selecting such nononer types as to
reliably provide a polyner having the required Tg

val ues by using the general description and the

gui dance of standard literature.

As regards the particle sizes (ii), the patent
specification provides a detailed description of howto
obtain the polynmer latices of the different polyner

cl asses defined in claiml (page 2, line 52 to page 5,
line 24). The common feature for the preparation of al
cl asses of polyners is that they should be prepared by
a mcroenul sion polynerization process, in particular
by using a nonionic surface active agent and sel ecting
a tenperature near the phase transition tenperature, or
by conbi ni ng an anionic surface active agent with an
appropriate auxiliary surface active agent such as a
hi gher al cohol or nonionic surface active agent

(page 2, lines 55 and 56 and page 3, lines 1 and 2).
When conducting the m croenul sion polynerization, the
interfacial tension between the nononmer and water
shoul d be set to not nore than 1x10% p/ m (1 dyne/cm
(page 3, lines 3 to 6). Specific details are given for
addi tion-polynerized | atices (page 3, lines 10 to 55),
pol ycondensation | atices (page 3, line 57 to page 4,
l'ine 34) and pol yaddition polynerized | atices (page 4,
line 36 to page 5, line 24). In particular, when
produci ng addition-polynerized latices the specific
conditions for maintaining the state of m croemul sion
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are specified on page 3, lines 12 to 15 and 30 to 38.
Simlar conditions are disclosed for the

pol ycondensation | atices (page 4, lines 1 to 4) and
pol yaddi ti on polymnerized | atices (page 4, lines 38
to 42).

Further details are disclosed with respect to process
conditions, such as the type and the anobunt of the
radi cal polymerisation initiator, reaction tenperature
and reaction tinme (page 3, lines 30 to 52; page 4,
lines 28 to 31, page 5, lines 17 to 20).

In the exanpl es, the preparation of each chem cal type
of polymer latices as defined in the clains is
illustrated by working nmethods 1 to 8. In particular,
in nmethod 1 a polystyrene latex A is prepared having
the required properties (Table 1). In nethods 2 and 3
pol ystyrene | ati ces are produced which do not fulfil
the definitions given in claiml (Table 1, polyner
|atex B and C).

A conpari son between said nethods in which the required
pol ymer was obtained with those in which it was not,
shows that in nethod 1 a higher anount of surfactant
(25 parts conpared to 15 parts in nmethods 2 and 3) and
a higher reaction tenperature (62°C conpared to 45°C
and 35°C in nmethods 2 and 3, respectively) is used. The
conditions of nethod 1 are in conformty with those
under which the formation of a m croenul sion can be
envi saged (pol ystyrene A, page 3, lines 30 to 38 and 48
and 49). This may explain why the particle sizes of

pol ystyrenes B and C are outside the clainmed range.
Thus, information is provided on how the required

pol yner | atices can or cannot be obtained so that the
skilled person is in the position to choose the
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sui tabl e pol yneri zation conditions accordingly.

The different poly(neth)acrylates are prepared in the
sanme manner as described in nmethod 1 (page 7,

met hod 4). The polyner latices G and | show a wei ght
average particle size outside the range as defined in
claim1l, whilst the polynmer latices F and H have
particle sizes and distributions as defined in the

cl ai ms. However, since the polynmer latices Gto | do
not nmeet the required Tg val ues, they have been
cancelled. It has not been disputed that polynmer
latex F neets the requirenents of claim1l and can be
repr oduced.

The purpose of those experinments is not to show optinma
m croenul sion conditions for preparing polymer

latices Gto |, but rather to illustrate that if the
required Tg is not nmet the desired technical effect
will not be obtained, even if the required particle
size is present (Tables 2 and 3). Hence, the pol yner
latices in the clainmed hair conposition nust neet both
requirenents of claiml1, nanely a suitable particle
size and a Tg higher than 300 K to achieve the desired
properties, as illustrated by all enbodi nents covered
by the clains 1 and 2.

The preparation of an epoxy resin |atex and of a

pol yuret hane latex is nore specifically described on
page 4, line 43 to page 5, line 20 by specifying
suitable starting conmponents, such as al cohol s,

i socyanates and epoxi des, the general reaction
conditions, reaction tenperatures and reaction tines
and is furthernore illustrated by nethods 6 and 7. Wen
foll owi ng nethods 6 and 7, pol yurethanes and

pol yepoxi des having the cl ai mred paraneters are obtained
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(see Table 1) which, when used in a hair cosnetic
conposition as clainmed, show the desired properties
(Tables 2 and 3).

Since in methods 6 and 7 a specific polyurethane and a
specific epoxy resin are produced and el aborate

gui dance is provided by the general disclosure of the
pat ent specification, the skilled person would have no
difficulty to produce further polyner |latices of the
sanme polymer class neeting the requirenents of the
clainms, if necessary using sonme orienting tests, and
sel ecting those polynmers having the required
properti es.

Fromthe above it follows that the appellant's argunent
that a nmethod found suitable for producing one specific
pol ynmer neeting the required particle paraneters woul d
not provide sufficient information for producing the
whol e class of polynmer in general and that the skilled
person woul d be confused by the exanples in which the
desired particle size of the polymer |atex was not
obtained, is without nmerit and cannot be foll owed.

In particular, the appellant has not provided any

evi dence that the skilled person, when follow ng the
detailed teaching of the patent in suit, would have
been unable to prepare the desired | atices of

pol yur et hanes and epoxide resins with a reasonabl e
expectation of success, and to select those having the
required properties and use themin a hair cosnetic
conposi tion.

The cited decision T 435/91 (QJ 1995,188) relates to a
conposition containing an additive which is not
characterized in structural ternms but by neans of its
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effect. Such a functional definition covers an

i ndefinite and abstract host of possible alternatives.
According to that decision "the disclosure of an
invention is however only sufficient if the skilled
person can reasonably expect that substantially al
enbodi nents of the clainmed invention which this skilled
person woul d envi sage on the basis of the correspondi ng
di scl osure and the rel evant general common know edge
can be put into practice" (point 2.2.3). However, the
pol ymer latices used in the clainmed hair conpositions
are not defined by functional, but by structural
features, in particular the specific chem cal polyner
type and ot her neasurabl e paraneters, and details of
their preparation are given in the patent

specification. The situation in the present case is not
conparable to that in T 435/91, in particular, since it
is not apparent that the group of polyners defined in
the claimcontains alternatives which do not result in
the desired | atices.

3.3 Consequently, the Board is satisfied that the invention
is clearly and sufficiently disclosed for it to be
carried out by the skilled person within the whole

anbit of the clains, so that the requirenments of
Article 83 EPC are net.

Or der

For these reasons it is decided:

The appeal is dism ssed.

Regi strar: Chai r man:

2792.D



- 13 - T 1091/98

C. Eickhoff R. Teschemacher
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