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Summary of Facts and Submn ssions

Eur opean patent No. 0O 563 086 was granted with clains 1
to 5 on 16 August 1995.

1. Fol | owi ng an opposition of Fuji Photo Film Co., Ltd.
t he opposition division maintai ned European patent
No. O 563 086 in anmended formin the oral proceedi ngs
of 6 October 1998 on the basis of an auxiliary request;
the witten decision was issued on 13 Novenber 1998.

In this decision the opposition division cane to the
result that the subject-matter of claim5 according to
the main request | acked novelty with respect to

(El) US-A-4 113 905.
[, Claim5 reads as foll ows:

"5. A pseudoplastic liquid having viscosity greater
than 20 nPas at shear rates | ess than 500s!, and a
viscosity of less than 10 nPas at shear rates greater
than 10%s!, characterised in that the viscosity of the
pseudopl astic |iquid approaches a substantially
constant value at a shear rate which lies in a range
bet ween 10% and 10%s°'. "

| V. Agai nst the above decision the proprietors of the
patent - appellant in the followng - | odged an appea
on 12 January 1999 paying the fee on 20 January 1999
and filing the statenment of grounds of appeal on
12 March 1999.

2298.D Y A
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V. The appel |l ant essentially brought forward the foll ow ng
argunment s:

- the essential features of the pseudoplastic liquid
of claim5 are that

(1) the viscosity is greater than 20 nPas at
shear rates |ess that 500s!

(i) the viscosity is less than 10 nPas at shear
rates greater than 10°%s!?

(ii1) the viscosity approaches a substantially
constant value at a shear rate which lies in
a range between 10% and 108s°%;

- from(El), see Figure 3, it is apparent that
liquid "B" (aqueous solution of gelatine and
pol yvi nyl hydrogen phthalate only satisfies above
criteria (i) and (ii) but not (iii);

- from(E2) - Robert S. Brodkey et al. "Transport
Phenonena", McGawHill, 1989, pages 758/ 759 the
behavi our of all pseudoplastic |iquids can be
descri bed having a | ower Newtonian pl ateau, a
vari abl e viscosity regi on and an upper Newt oni an
pl at eau wi t hout, however, teaching where these
pl at eaus begin or end;

- in (El) there is no nention of the precise
position of the second Newtonian plateau which is
crucial for the solution of the probl em addressed
by the opposed patent;

2298.D Y A
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- consequently it was not denonstrated that the
i quids disclosed in (E1l) possess all the
essential features recited in claimb5, in
particular that the |iquid approaches a constant
viscosity at shear rates in the range of 10%%! to
10%s°! so that the findings of the opposition
di vi sion are erroneous.

The appel |l ant requested to set aside the inpugned
decision and to nmaintain the patent on the basis of
clains 1 to 5 of the main request according to the
deci si on under appeal .

The opponent - respondent in the follow ng - who had
al so appeal ed, but had wi thdrawn its appeal on
1 February 2000, presented the follow ng argunents:

- fromFigures 15.2 and 15.3 and t he acconpanyi ng
text on page 759 of (E2) it could be seen that the
upper Newtoni an range starts at shear rates of
about 10%! and continues to shear rates of about
107s°%;

- for an expert it would be clear from (E2) that the
viscosity of the pseudoplastic liquid in the upper
Newt oni an regi on "approaches a substantially
constant val ue at a shear rate above 10%! so that
claim5 of the main request only describes the
properties of a pseudoplastic fluid already known
to the expert fromEl, E2";

- sunmari zi ng, the subject-matter of claim5 of the
mai n request would not be new with respect to
(E1).
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The respondent requested to set aside the inpugned
deci sion and to revoke the patent.

Reasons for the Deci sion

3.1

2298.D

The appeal of the proprietors of the patent is
adm ssi bl e.

The respondent having withdrawn its appeal ramains a
party to the proceedings as of right, Article 107 EPC
second sentence. Since the present respondent was not
the only appellant, the appeal proceedi ngs are not
affected by that w thdrawal (see decisions G 0007/91
and G 008/91, Q) EPO 1993, 356 and 346.

Amendnent s

Caimb5 of the main request according to the inpugned
decision is a conbination of features of granted
clains 1 and 5 since fromgranted claim1l the
paraneters defining the liquid in detail are now

i ncorporated into claim5. Under these circunstances
claim5 is not open to an objection under

Article 123(2) EPC. Since the scope of protection is
not extended claimb5 also neets the requirenents of
Article 123(3) EPC

Novel ty

The crucial piece of prior art for the assessnent of
novelty is (E1l).

(El) does not literally disclose rates up to 108s?
rather (E1) only nentions a range from 10 000 to over
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100 000s'!, see colum 5, line 5, and a shear rate range
from 100 to 100 000s! according to claim1.

3.2 A graph based on the teachings of clains 1 and 2 of
(El) appears to |lead away from a constant value of the
shear rate for the follow ng reasons (1 centi poi se
equal s 1 nPa.s):

(a) at a shear rate of 100s! the viscosity should be
bet ween 20 and 200 centi poises (claim1l);

(b) at a shear rate of 100 000s! the viscosity should
be bel ow 10 centipoises (claim1l);

(c) according to claim2 at a shear rate of 10 000s!
the viscosity should be below 5 centi poi ses.

3.3 A graph bei ng based on above features (a) to (c)
clearly shows a curved |line, possibly with a m ni num at
a shear rate of 10 000, but not a constant val ue for
the viscosity in the range between 10 000 and 100 000.

3.4 Not knowi ng the clained invention the findings of the
opposition division that (El) is a novelty-destroying
docunment with respect to the subject-matter of claimb5
cannot be shared by the board.

3.5 In (E1) nothing is said about the "Carreau equation" so
that a skilled person could not get a direct
i nstruction about the behaviour of the pseudopl astic
liquid in the range of shear rates beyond 100 000si.

3.6 In (E4) Stefan F. Kistler, "The Fluid Mechanics of

Curtain Coating and Rel ated Vi scous Free Surface Flows
with Contact Lines", Novenber 1983, see page 47, first

2298.D Y A
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par agraph and page 349, line 7 fromthe bottom the
shear -t hi nni ng behavi our of non-Newtoni an |i quids
(pseudopl astic liquids) is dealt with in conbination
with the Carreau equation; page 349, line 7 fromthe
bottom sets out that the liquid "can be nodel ed by the

Carreau equation of viscosity" (stress added).

It is therefore not clear that a skilled person would
necessarily incorporate the teachings of (E4) or of
(E2) into (E1) as general technical know edge since
(El) per se, see above remark 3.4, leads to a curved
graph whi ch appears to be contradictory to the outcone
of the Carreau equati on.

Conmbining (E1) with further pieces of prior art appears
to be a nosaic not allowable when dealing with the

I ssue of novelty.

The argunents brought forward by the respondent with
respect to novelty of the subject-matter of claimb5 of
the main request are not to be followed by the board.
Even if from (E2) a graph is known show ng an upper and
a |lower plateau and a variable viscosity region, see
Figure 15.2, it is not apparent for a skilled reader of
(E2) where these plateaus begin or end. It has noreover
to be observed, see (E2), Figure 15.3, that all graphs,
nanely "Ellis nodel", "Sisko nodel", "Bradnyan and
Kelly data" end at a value of 10’ so that (E2) does not
consi der a range up to 10%! as cl ai ned.

Since (El1) per se, see above remarks 3.2, 3.3 and 3.7,
| eads to a curved graph with respect to the
interrelationship of shear rates and viscosity a

conbi nation of (El1) and (E2) cannot achi eve the
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subject-matter of claim5 of the main request even if
(El) were read by an expert know ng (E2).

3.12 Summari zi ng, the subject-matter of claim5 is novel,
Articles 54 and 100(a) EPC, so that the inpugned
deci si on cannot be uphel d.

4. Since the subject-matter of clains 1 to 5 according to
the main request has not yet been fully exam ned by the
opposition division within the terns of Articles 52 to
57 EPC the board considers it appropriate to remt the
case to the first instance for further prosecution
(Article 111(2) EPC).

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

A. Counillon C. T. WIlson
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