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Summary of Facts and Subm ssi ons

Eur opean patent application No. 90 902 082.8 was
refused by a decision of the Exam ning D vision posted
on 30 June 1998.

That decision followed oral proceedings held on

24 Novenber 1997 at which the appellant had been
informed by the Examning Division that it held the
docunents according to the main and first auxiliary
requests submtted at the proceedings to infringe
Article 123(2) EPC (addition of subject-matter),

wher eas the docunents according to second auxiliary
request submtted at the proceedings net all of the
requi renents of the EPC. Subsequently on 4 Decenber
1997 the Exam ning Division posted a comuni cation
under Rule 51(4) EPC in which it stated its intention
to grant a patent on the basis of the docunents
according to the second auxiliary request with sone

m nor nodifications. Wth his letter received on

16 April 1998 the appellant stated his di sapproval of
the text proposed in the conmunication under Rule 51(4)
EPC and maintained his main and first auxiliary
requests nentioned above, thus |eading to the decision
to refuse the application.

. A notice of appeal against this decision was filed on
9 Septenber 1998 and the fee for appeal paid at the
sane time. The statenment of grounds of appeal was
recei ved on 10 Novenber 1998. The appel | ant requested
grant of the patent on the basis of the main request or
first auxiliary request rejected by the Qpposition
Di vi si on.
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Wth a letter received on 7 April 2000 the appell ant
submtted a further revised claim1l according to a
second auxiliary request and as a third auxiliary
request requested grant of the patent on the basis of
t he docunents accepted by the Exam ning D vision.

Oral proceedings before the Board were held on 9 May
2000.

At the oral proceedings the appellant wthdrew his
previ ous main request and first and second auxiliary
requests and submtted a new claim1l form ng the basis,
together with the remai ning docunents as set out in the
conmuni cation of the Exam ning Division under

Rul e 51(4) EPC (clains 2 to 11, description and

drawi ngs), for his new sole request for grant of a

pat ent .

This claim 1l reads as foll ows:

"1. An underground piping arrangenent for conveying
fluid froman outlet port of a punp connected to an
underground storage tank (13) to an inlet port of a
fluid di spenser (35), conprising

(a) an inner fluid supply pipe (22) of flexible
mat eri al having inlet and outl et ends;

(b) an inlet coupling and a di spenser coupling for
rel easably connecting the inlet end of the inner
pipe (22) to said outlet port and the outlet end
of the inner pipe (22) to said inlet port
respectively, the inlet and di spenser couplings
bei ng accessi bl e from above ground for coupling
and rel ease, the access to the inlet coupling
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bei ng via an underground access chanmber (12) and
t he access to the dispenser coupling being at or
about grade level or via a dispenser containnent
pan (138);

an under ground outer pipe (19) of flexible
materi al which surrounds the inner pipe (22) to
define a contai nnent space (27) around the inner
pi pe (22) and has respective end connections
corresponding to the inlet and outlet ends of the
i nner pipe (22), the inlet end connection of the
outer pipe (19) being to said underground access
chanmber (12), or being to an outer piping adapter
of the inlet coupling, in the underground access
chanber (12), and the outlet end connection of the
outer pipe (19) being to a said dispenser

contai nment pan (138), or being to an outer piping
adapter of the dispenser coupling such that any

| eakage of fluid into said contai nment space (27)
bet ween the inner and outer pipes (22,19) is
retained within said contai nnent space (27) or is
|l ed thereby to a containment for such | eaked
fluid."

The appel |l ant argued that the subject-matter of the

claimwas fully derivable fromthe original disclosure.

Al t hough the claimwas broader in some respects than

the original claiml this was justified by the fact

that the original claimwas inconsistent with various

ones of the preferred enbodi ments descri bed.
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Reasons for the Decision
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The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

In conparison with the original claim1 the present

cl ai m has been broadened with regard to the nature of

t he connections of the inlet end and outlet end of the
outer pipe. The original claimrequired respective
connections to an outer piping adapter of the "punp
coupling” (as the "inlet coupling” of present claim1l
was ternmed there) and to an outer piping adapter of the
di spenser coupling. That requirenent was however
clearly inconsistent with what was described with
respect to for exanple the enbodi nent of Figures 4, 5
etc. where the connections are to an underground access
chanmber and a di spenser contai nment pan respectively.
These two alternative arrangenents are now specified
individually in the claim There can be no objection
under Article 123(2) EPC to an anendnent of this type
whi ch was in fact accepted by the Exam ning Division.

| ndeed, the only difference between present claim1l and
t hat proposed for grant by the Exami ning Division |ies
in the replacenent of the term "punp coupling" by
"inlet coupling" as nentioned above. In the opinion of
the appellant the term "punp coupling” could be
understood as suggesting a nore intimte and specific
rel ati onship between the coupling involved and the punp
itself than that which is disclosed in the preferred
enbodi nrents. The Board agrees. The term "inl et
coupling" does not suffer fromthis defect and
accurately reflects what the function of the coupling
is, nanely to transmt fluid conveyed by the punp into
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the inlet end of the inner pipe.

The only ot her substantive anmendnment made to present
claiml in conparison with the original claimlis in
the restriction to the piping arrangenent being
underground. This is fully supported by the original
description and has never been in contention.

Having regard to the above present claim1 neets the
requi rement of Article 123(2) EPC.

After full exam nation the Exam ning Division cane to
the conclusion that the subject-matter of claim1l
according to the then second auxiliary request of the
appel  ants was novel and involved an inventive step. As
menti oned above the only difference between that claim
and present claiml is one of term nology, nanely the
repl acenent of the term "punp coupling” by the term
"inlet coupling”. Since it is apparent that this change
is not such as could affect the evaluation of the
substantive nerits of the clainmed subject-matter the
Board sees no cause to revisit these issues.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant the patent on the basis of:

- claim1l1 presented at the oral proceedi ngs;

- claims 2 to 11, description and draw ngs as set
out by the first instance in its comunication
under Rule 51(4) EPC dated 4 Decenber 1997.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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