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Summary of Facts and Subm ssi ons
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Thi s appeal is against the decision of the opposition
division to reject the opposition because the ground
for opposition invoked under Article 100(a) EPC, |ack
of inventive step, did not prejudice the maintenance of
t he patent unanended.

Claim1l as granted reads as foll ows:

"A headset conpri sing:
at | east one earcup having a front and rear
cavity, each cavity having a respective
conpl i ance;
a baffle (11) separating the front and rear
cavities;
a driver (13) having a diaphragm (14) joined to a
voice coil normally residing in a gap nounted on
the baffle (11); and,
an active noi se reduction system

characterised in that:
the driver (13) is a high conpliance driver wwth a
conpliance (Cd) that is greater than the
conpliance (Cr) of the rear cavity."

The follow ng docunments were inter alia cited in the
deci si on:

Dl1: Details concerning the Hor/ Sprechgarnitur "HVE210"
of Co. Sennhei ser KG DE marketed in CGermany since
1987. The appel l ant (then opponent) had indi cated
in the opposition proceedings that he proposed to
prove the facts concerning marketing and techni cal
construction by wtnesses giving evidence at the
oral proceedi ngs before the opposition division.
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The patentee conceded these facts w thout asking
that they be proved by w tnesses.

D2: US-A-4 455 675

D3: GB-A-2 187 361

On 30 Cctober 1998 the appell ant | odged an appeal

agai nst the decision and paid the fee on the sane day.
On 3 February 1999 a statenment of grounds of appeal was
filed. A request for oral proceedings was also filed.

After a letter by the respondent, who also auxiliarily
requested oral proceedings, the Board sunmmoned the
parties to oral proceedings to be held on 22 March
2000.

Wth a letter before the oral proceedings, filed on

22 February 2000, the appellant filed a new docunent D5
(DE- A-38 43 292), which was said to correspond to

US- A-4 922 542 which latter had been nentioned in the
opposi tion proceedi ngs, but which however had been
publ i shed after the priority date of the present
invention. D5 was according to the appellant considered
to be very rel evant.

At the beginning of the oral proceedings the Board

del i berated on the rel evance of docunment D5 and arrived
at the result that this document was not sufficiently
rel evant and, therefore, should not be considered in

t he oral proceedings.

The appellant in the oral proceedings restricted its
argunentation to the teaching of docunent D1 and to the
interpretation of this docunment in the light of the
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common general know edge in the art. According to the
appellant it would have been obvious for a skilled man
to transformthe headset disclosed in Dl into a headset
havi ng an active noi se reduction systemand so arrive
at the present invention. The only feature of the
subject-matter of claim1 which D1 did not disclose was
the active noise reduction systemsince it disclosed a
headset of the passive type. It would, however, have
been self-evident for a skilled person to add an active
noi se suppressing systemto the passive headset, if the
noi se reduction of the prior art headset was not
effective. In particular, it was known that the | ow
frequency noi se, where passive noi se reduction neasures
were barely effective, could be effectively reduced by
an active system The appellant, noreover, pointed out
t hat conpliance was an intrinsic property of both the
driver and the rear cavity of the headset, and sone
rati o between their conpliances had inevitably to
exist. The ratio had no necessary link to the quality
of a headset with noise reduction. To get a good

gqual ity headset with active noi se reduction, the
skilled person woul d have started froma good quality
headset wi th passive noise reduction, such as that in
D1, and added active noise reduction to inprove the
signal /noise ratio at |ow frequencies. The appellant in
fact did exactly this, starting fromDl, to make an
active noise reduction headset, though this was not
publicly available until after the priority date. D1
had a nmuch hi gher conpliance driver and a higher ratio
bet ween the conpliance of the driver to conpliance of
the rear cavity than even the exanple in the patent.
Addi ng active noise reduction to D1 would inevitably

| ead the skilled person to sonmething within the patent
cl ai m whet her or not he was consci ously considering
conpliance values or ratios. The clai mcovered half the
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rati os that were possible. If the patentee in another
patent had clainmed all headsets with the conpliance of
the rear cavity greater than that of the driver he
woul d have covered all technical possibilities. The
fact that the respondent had di scovered a paraneter to
nmeasure was not an invention, and anounted to no
contribution to the art. It certainly did not entitle
himto a patent covering half the possibilities
including the inevitable |line of devel opnent of

exi sting passive noise reduction headsets into active
noi se reduction headsets. The marketing of active noise
reducti on headsets at the priority date had been

del ayed because the real nmjor problenms were in the
posi tioning of the sensing m crophone and the
production of a chip small and fast enough to be used
for noise reduction, which at the priority date was not
yet avail abl e.

The respondent argued that a person skilled in the art
m ght "probably have stunbl ed upon a solution" nerely
by experinenting with the device. However, the

appel  ant had not been able to provide evidence that a
skill ed person had ever considered the headset
disclosed in D1 to be relevant. Docunent D1 identified
a headset which was a non-active noi se suppression
headset. The appel |l ant had not proved that a skilled
person woul d have tried to transform a passive headset
into a headset with active noise reduction system The
pages D1(14) and D1(15) of docunent D1 were produced by
the appellant after the priority date. Although those
pages disclosed the ratio between the conpliances of
the driver and the rear cavity as clainmed by claiml,

t hey were produced after the priority date whi ch showed
that the argunentation of the appellant was totally
relying on an ex post factum anal ysis. The conpliance
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ratio given in the claimhad never been considered
before the priority date of the present patent.

Mor eover, al though the el ectronics necessary for an
active noi se suppressi on headset had been known, as had
been confirmed by the appellant, since the beginning of
the eighties; there were no hints, whatsoever, that a
non- active headset |ike the one of D1 could be used for
an active suppression. Since the invention resulted in
hi gher system efficiency, the electrical power to
generate sound pressure needed to cancel high |evels of
| ow frequency noi se was reduced.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed
and that the patent be naintained.

Reasons for the Deci sion

1

0928.D

The appeal is adm ssible.

The only issue to be dealt with in this case is the
assessnent of inventive step.

Docunent D1 is presented essentially not as a prior
publ i shed docunent (though parts of it may be prior
publ i shed) but as a description and technical report of
the characteristics of a passive noise attenuation
headset marketed by the appellant before the priority
date. That this headset was so marketed and had the
techni cal characteristics set out in D1 (including the
conpliances of the driver and rear cavity as there

cal cul ated) was sonething that the appellant had
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offered to prove by wi tnesses before the Opposition

Di vision. The respondent conceded the facts to be
proved without requiring witnesses to be heard. The
opposi tion division and both parties then proceeded on
the basis of this concession. This concession is not
sonet hing fromwhich the respondent can resile during
t he appeal proceedi ngs, on sonme argunent that the

w tnesses did not actually give evidence to prove the
facts concerned. If the respondent had doubts he shoul d
have required the witnesses to be heard before the
opposi tion division. On appeal the facts so conceded
nmust be taken as proved.

To the Board it appears, therefore, that docunent D1
(wth pages 14 and 15) shows that at the priority date
a headset existed that had all the features of claiml
with the exception of the feature that the headset
conpri sed an active noi se reduction system The Board
is of the opinion that this prior use represents the
closest prior art. Comparing this prior art with the
invention it appears that the objective problemto be
sol ved could be seen therein that,

t he characteristics of noise reduction of the prior art
headset should be inproved with respect to the | ower
frequenci es.

As was argued by the appellant, since cushion materials
of different kinds and air cavities can be used in
headsets for passively attenuating noi se conponents of
hi gh frequencies, but since noise within the | ow
frequency range cannot be effectively attenuated by
such neasures, it appears that it is self-evident, for
a skilled man to use an active noise reduction system
whi ch attenuates noi se spectral conponents of | ow
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frequencies (cf. D2 which discloses an active noise
reduction system and, therefore, in a straight-forward
way arrive at the invention according to claim1l of the
pat ent .

The Board is of the opinion that the driver in the

devi ce described in Dl nust be considered to be a high
conpliance driver in the sense of claiml. In the
patent clains no precise definition has been given for
such a driver. In respect of "high conpliance"” it is
stated in the patent that "high conpliance herein neans
the driver conpliance is greater than the rear cavity
conpliance"” (colum 2, lines 51, 52 in the patent
specification). Since the ratio between the conpliances
of the driver and the rear cavity in the headset of Dl
has been shown to be 114 it appears that the driver of
the device of D1 neets this requirenent nmentioned in
claim1.

The respondent argued that, if the skilled person
arrives at the invention in the above way he or she
could only do so by accident - w thout being aware of
the design of the clainmed invention, i.e. the clained
conpliance ratio. But this is irrelevant. Here the
principle that it is not legitimate to use hindsight
when adopting the probl enfsolution approach goes

agai nst the respondent. It is not legitimate to state
t he probl em as being what does the prior art tell the
skilled person to choose as regards the ratio of the
conpliances of driver to rear cavity for an active

noi se reduction headset. This is to put too nuch of the
solution clainmed into the fornulation of the problem
The appel l ant's approach on the other hand starts from
a convincing real life problem how to inprove passive
noi se reduction headsets already on the market. There
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is no evidence that active noise reduction headsets are
a quite different category from passive noise reduction
headsets. There is evidence that passive noise
reducti on headsets were already on the market. There is
al so evidence that active noise suppression systemis
efficient against |ow frequency noise. The first step
towards a solution to the problem of inproving the
passi ve noi se reduction headsets would, therefore, be
to add active noise reduction, and already this step

| eads to sonething falling within the patent.

The appel |l ant has put forward convinci ng argunents why
there was not already sonething on the market that
destroyed novelty, despite active noise reduction
princi pl es having been known for sone ten years, nanely
t he probl em of devel oping a suitable chip. This is not
a problemwhich the patent in suit does anything to

sol ve.

Thus it appears that the skilled person in this case
woul d arrive at the clainmed solution w thout having
consciously to consider the question of conpliance

rati os. The evi dence persuades the Board, however, that
the skilled man in reality would take into account the
conpliance of the driver as well as that of the rear
cavity, since this is necessary when designing a
headset. In D3, for exanple, an acoustic operating
circuit for an "earphone 10" is shown in Figure 2,
wherein the conpliance Cd of the driver unit as well as
the conpliance Cb of the rear cavity have been depicted
in the figure and the signification of these has been
di scussed in the description of D3. Thus in the prior
art it has been common practice to design a headset
properly by using the parameter "conpliance" for its
vibrating parts or air volunmes in its cavities in the
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necessary calculations. In fact, it appears that it is
normal |y necessary for a skilled man to be aware of
t hose paraneters in order to design a headset.

The Board thus takes the view of the appellant, that at
the tine of the priority date it would have been
obvious for the skilled person to take a traditional
passi ve headset, transformit into a headset having an
active noise reducing systemand arrive at sonething
within the claim

The respondent referred also in its argunentation to

t he description of the patent (cf. the paragraph
bridging colums 2 and 3), wherein it is stated that

hi gher driver conpliance results in higher system
efficiency. It is further stated in the same paragraph:
"This increase in efficiency reduces the electrical
power required to generate sound pressures needed to
cancel high |l evels of | ow frequency noise. This feature
is particularly advantageous in battery-powered active
noi se reduction headsets and hearing protectors.”
Apparently the respondent by quoting this passage
wanted to point out that the invention could only be
derived froma headset having an active noise
suppression system To the Board, however, it appears
that the nessage of this quotation does not contradict
t he proposal that the skilled man woul d use the device
of D1 as the starting point of the invention. Moreover,
the skilled person would arrive at the sane advant age
as proposed in the patent specification, since the
prior art device of Dl has a driver with high
conpl i ance.

The subject-matter of claiml of the present patent,
therefore, does not neet the requirenents of
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Or der

For these reasons it is decided that:
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1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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