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Summary of Facts and Submn ssions

The respondent is proprietor of European patent
No. O 193 155 (application No. 86 102 364.6).

1. By its fornmer decision posted on 20 Septenber 1993 the
opposition division rejected the oppositions filed by
opponents 01 and 02. The opposition division took the
view that the clained subject-matter was patentable
over inter alia the following prior art docunents.

- D1: Article "Die el ektrische Ausristung eines
Kal t wal zwer kes i n Norwegen" Brown Boveri
Mtteilungen 10/11, 1973; pp. 479-483;

- D3: Text of a lecture "G undl agen und Begriffe
der Umichtertechni k sowi e der all genei nen
Dr ehf el dmaschi ne” by H. Kl aut scheck
presented publicly on 15 February 1984 at
the Fort- und Weiterbildungszentrum of the
Techni sche Akadem e, Esslingen, pp. 1-5;

- D7: Brochure "ldeas for steel" Sienens
purportedly published in May 1982;

- D9: Book "Cold Rolling of Steel" by W Roberts,
Dekker Inc., New York and Basel, 1978,

pp. 41-43.

L1l The appellants | and Il (opponents 01 and 02) filed
appeal s agai nst this decision.

Duri ng appeal proceedi ngs appellant | cited inter alia
the foll ow ng additional docunent:

0978.D Y A
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- D12: Brochure - "ldeas for Steel, |deen und
| nnovati on fuhren zur marktbesti rmenden

Konzeption...", Sienens, allegedly published
in 1989.

Docunent D12 together with a drawi ng sheet nunbered (3)
E 53290- A- KBOO1lA and a declaration signed by a w tness,
M Jargen Sauerland, were relied upon as evidence of an
al l eged prior use referred to in this decision as the
"Wihan" tandem ml|.

Inits decision T 970/93 of 15 March 1996 the Board
3.2.1 cane to the conclusion that the "Whan" tandem
mll was a public prior use and that the subject-matter
of claim1l was not novel over this public prior use. In
view of the late subm ssion of the evidence relating to
this prior use, the Board ordered opponent 01 to

rei mburse the proprietor's costs incurred at the ora
proceedi ngs hel d before the Board. Having thus rejected
the proprietor's nmain request, the Board remtted the
case for further prosecution on the basis of pending
auxiliary requests.

By its interlocutory decision posted on 8 Cctober 1998
the opposition division maintained the patent in
anended formon the basis of the second auxiliary
request filed before it.

The opposition division held that:

- the anendnent in clains 1 and 2 "at | east 4" was
al | onabl e under Article 123(2) EPC, and

- the subject-matter of claim1 and that of
I ndependent claim2 were patentable over inter
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alia the "Wihan" prior use and the additionally
opposed docunent:

D15: Article "AC main drives for rolling mlls"
by G Hauser and H Wkush, Iron and Stee
Engi neer, Nov. 1984, pp. 27-33.

The appellants | and Il filed appeals against this
deci sion on 6 Novenber 1998 and 21 Novenber 1998
respectively and paid the appeal fee on the sane days.
The statenents of grounds of appeal were filed on

17 Decenber 1998 and 8 February 1999 respectively.

Oral proceedings before the Board were held on
19 February 2002.

Appel lants | and Il (opponents 01 and 02) requested
that the decision under appeal be set aside and that
t he European be revoked in its entirety.

Addi tionally appellant | requested that:

- t he appeal fee be reinbursed on the ground that
t he opposition division failed to consider prior
art Docunment D3 in its decision;

- the foll owi ng question be referred to the Enl arged
Board of Appeal

"Darf ein Zahl enwert, der eine Testbedi ngung oder
ei n Beispiel beschreibt und der ohne Hervorhebung
m t anderen ausdricklich als nicht erfinderisch
gekennzei chnet en Test bedi ngungen oder Bei spi el en
aufgezahlt ist, als erfindungswesentliches Merkm
i n ei nen unabhangi gen Anspruch auf genommen
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wer den?"

The respondent (patent proprietor) requested that the
appeal be dism ssed and the patent be nmintai ned
according to the interlocutory decision of the
opposition division. It further requested apportionnment
of costs incurred to it in respect of the ora
proceedi ngs before the opposition division.

Clains 1 and 2 read as foll ows:

"1. A continuous nulti-stand mlIl plant for producing
steel plates wherein the ratio of maxi mumrolling speed
to mnimumrolling speed is at |least 4.0 but not nore
than 10.0 at the continuous rated output of one or of a
plurality of electric notor(s) (11) for driving at

| east one of said rolling m|l stands, and havi ng neans
(13, 14) for controlling the speed of said notor(s)

(11) in accordance with said ratio, wherein said

el ectric notor(s) (11) are alternating-current

not or (s) .

2. A continuous nulti-stand m Il plant for producing
steel plates wherein a speed varying transm ssion is
provi ded between a rolling mll stand and its electric
drive notor so as to achieve a ratio of maxi mumrolling
speed to mnimumrolling speed of at |east 4.0 but not
nore than 10.0 at the continuous rated output of one or
a plurality of electric notor(s) for driving at | east
one of said rolling mll stands."

The argunents of the appellants can be summari sed as
fol | ows:

(1) The restriction of the originally clained range
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of 3 to 10 by increasing its lower Iimt to 4 is
not adm ssible under Article 123(2) EPC given
its lack of disclosure in the application as
originally filed. Contrary to the findings in

t he deci sion under appeal, the speed ratio 4.0
is not disclosed by the curve of Figure 3, since
the values 1 to 10 that is also 4.0 are nerely
intended to represent the scale on the abscissa.
Al t hough the speed ratio 4.0 is specifically
referred to in the test schedule on page 4

line 2 of the patent (original page 7, line 15),
that is clearly not related to operation under a
speed cone. According to the test schedul e
described in the paragraph bridging pages 3 and
4 of the European patent specification materials
shown in table | are rolled in a single
reversible stand m Il exhibiting speed ratios
from2.0 to 10. This single reversible stand
mll is not relevant to the present invention
which relates to a continuous nmulti-stand ml|
plant with speed cone characteristics. This
means that the value 4.0 on page 4, line 2 is
not part of the invention and thus cannot be
introduced into the clains 1 and 2 w thout
violating Article 123(2) EPC.

Furthernore, it is nowhere specified that the
speed ratio 4.0 has to be considered as a
preferred enbodinent as is the reference to the
speed ratio 5 on page 4, line 20. It foll ows
that the limtation of the clainmed range is
based on a arbitrary restriction, which
according to the well established case | aw of

t he Boards of Appeal is not allowable under
Article 123(2) EPC
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As stated in the introductory part of the

Eur opean patent there had been a problem or
difficulty in performng rolling and of
inefficient use of rolling mll power, since a
conventional rolling mlIl was designed for
rolling either thick or thin material.

The object of the present invention is to
provide a continuous nulti-stand m Il plant for
rolling steel plates of a wi de range of

di mensi ons (thicknesses) and qualities using the
whol e effective power of the rolling mll stands
(see page 2, lines 58 to 61).

In the prior art Docunent D7 there is also

di scl osed a continuous nulti-stand m || plant
for rolling thick and thin materials. Mreover
it is already known for exanple from Docunent D9
that the schedul e of reductions frompass to
pass nust be such as to allowthe mll stand
speeds to fall within the "speed cone". Any
skilled tandem m || operator, being aware of the
operational restrictions inposed by a given
speed cone, naturally seeks to reduce such
restrictions wherever feasible by extending the
speed cone.

In this respect Docunment D3 teaches the use of
vari abl e a-c drives having a specific range of
speed ratio of 1:10 whose regul ation costs are
said to be low. It is also expressis verbis
stated that this kind of a-c drives is able to
satisfy the high dynam c requirenents as main
drive for rolling trains ("hdchste dynam sche
Anf orderungen fir den Hauptantrieb von
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Wal zstraaen").

In view of this teaching the skilled person
consci ous of the desirability of w dening the
speed cone and thus of reducing the operational
restrictions inposed by it would be incited to
enpl oy a-c drives having a speed ratio of 1:10
for driving the stands of the nulti-stand ml|
pl ant according to D7 or of the "Whan" tandem
mll, since these drives would offer according
to the author of this article a very prom sing
i mpr ovenent.

Al so Docunent D15 provides a clear indication
that | arge adjustable speed a-c drives can be
used in mll drives to overcone "inherent
comut ati on probl ens” encountered with d-c
drives. Rolling mlIl main drive is nentioned as
typi cal application for such | arge adjustable
speed a-c drives.

Mor eover the "Whan" speed cone and the speed
cone of the European patent are essentially the
sanme, there being only a mnimal difference
between the lower limt 4.0 of the clained range
and the value 3.2 of the "Whan" tandemml|.
Since the effect achieved by the invention
shoul d al so be mnimal for this boundary val ue
(it should normally beconme nore marked as the
speed rati o approaches the preferred range from
5to 10) there is no difference in substance
bet ween the speed ratio 3.2 of the "Whan"
tandemm |l and the clained value 4.0. The

br oadeni ng of the speed cone of the "Whan"
tandemm Il from3.2 to 4.0 lies therefore
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within the normal design variations available to
the skilled person.

(v) In the proceedi ngs before the opposition
di vision the appellant | had submtted orally
and in witing that the subject-matter of
claim1 was not novel over Document D3. The fact
that the appeal ed decision failed to take into
account such facts, evidence and arguments in
support of lack of novelty, represented a
contravention of Rule 68(2) EPC and thus a
substantial procedural violation justifying the
rei nbursenent of the appeal fee.

The above subm ssions were contested in great detail by
the respondent. It particularly argued that the

wi deni ng of the speed cone in order to reduce the
required rated output ratio of the notor(s) was the
essence of the invention and that the available prior
art did not provide any suggestion in this request.

Having regard to its request for apportionnent of costs
incurred as a result of the oral proceedi ngs before the
opposition division it submtted that the appellants I
and Il had searched rel evant prior art docunents over
many years and continued to introduce new docunents and
evi dence into the proceedi ngs, w thout satisfying

expl anation as to why these docunents were cited so
late in the proceedings. It was only such late filing
of evidence which had rendered necessary the further
oral proceedi ngs before the opposition division.

Reasons for the Decision

0978.D
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The appeal s are adm ssi bl e.

Procedural matters

As to the request of appellant | for reinbursenent of
t he appeal fee:

Appel lant | correctly points out that the decision
under appeal conpletely ignores Docunent D3 as well as
the facts and argunents based on that docunent which
wer e brought forward in support of |ack of novelty.

It is established jurisprudence of the Boards of Appea
(see J 7/82, QJ EPO 1982, 391 and T 94/84, QJ EPO 1986,
337) that the right to be heard in accordance with
Article 113(1) EPC al so guarantees the right to have
the relevant grounds fully taken into account in the
witten decision, that is the ground(s) for opposition
as well as the facts, evidence (inter alia prior art
docunents) and argunents presented in support of these
grounds for opposition. A failure to do so was

consi dered as a substantial violation of the right to
be heard (Article 113(1) EPC).

However in the Board' s view the circunstances of the
present case are very particul ar, because the decision
under appeal thoroughly deals w th Docunment D15 which
i ke Docunent D3 relates to |large adjustable a-c drives
and to their possible application for rolling mlIl main
drives. This nmeans that the reasoning relied upon by
the opposition division in respect of Docunent D15
could in essence be applied to Docunent D3. Expressed
differently, Docunent D3 could not possibly be

consi dered to be nore rel evant than Docunment D15 which
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was cited by the appellants in support of |ack of
novel ty and of inventive step.

In any case the opposition should have stated in the
deci si on under appeal that in its view the rel evance of
Docunent D3 and that of Docunent D15 were in essence
the sane. In the Board's judgenent this om ssion on the
part of the opposition division does not anpbunt to a
substanti al procedural violation within the nmeaning of
Rul e 67 EPC and had no bearing on the outcone of the
deci si on.

The request for reinbursenent of the appeal fee is
therefore rejected.

As to the Respondent's request for apportionnent of
costs under Article 104 EPC

In the present case, neither a request was nmade before
t he opposition division for an apportionnent of the
costs incurred in connection with the oral proceedi ngs
hel d before this first instance, nor did the opposition
di vi sion consi der and deci de upon such matter in the
deci si on under appeal.

Article 21(1) EPC provides that a Board of Appeal can
only exam ne appeals from decisions of the first

i nstance departnents of the EPO This clearly neans, in
the circunstances of the present case, that the Board
cannot exam ne and deci de upon a request for
apportionnent of costs incurred as a result of oral
proceedi ngs before the opposition division, if that
request was presented for the first tinme before the
Board of Appeal and thus no decision has been taken on
this request by the first instance. Thus the Board is
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not conpetent to consider and deci de upon this request
(see also the decision J 12/85 "l nadm ssible
appeal / KUREHA", Q) EPO 1986, 155).

The request of the respondent for apportionnent of
costs nmust therefore be rejected.

As to the referral of the question cited under point
VI above to the Enlarged Board of Appea

Caiml as originally filed clains a range of speed
ratios from3 to 10 which is shown in Figure 3 as
filed. This Figure conprises a text where this range is
desi gnated as "Range defined by the invention". There
IS thus no doubt that the speed ratio 4.0 which is
included in this range is part of the invention
("Erfindungswesentliches Merkmal").

In contrast, the question which the appellant |
requested to be referred to the Enlarged Board of
Appeal pursuant to Article 112(1)(a) EPCis related to
the case where a particular value disclosed in an
exanple or a test is introduced into a claim although
thi s added val ue had not been originally disclosed as
part of the invention.

Since the situation on which the question is based,
I.e. the introduction of a value which is not
originally disclosed as part of the invention into an
I ndependent claim does not arise in the present case,
the request for referral of the above question to the
Enl arged Board of Appeal nust therefore also fail.

Article 123(2) EPC
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As has been already explained, claim1 as originally
filed specifies a speed ratio ranging from3 to 10. The
speed ratio 4.0 which falls within the clai ned range
figures not only on the abscissa of the curve shown in
Figure 3 but also as one of the values (2.0, 2.5, 3.0,
4.0, 5.0, 6.0, 7.0, 8.0 and 10.0) fromwhich the curve
has been plotted.

The speed ratio 4.0 is also specifically referred to in
the test schedul e described in the paragraph bridging,
pages 3 and 4 of the patent specification. The
appel l ants' subm ssion that this test does not rel ate
to the invention since it nerely concerns a single
reversi bl e stand having a speed-varying transm ssion in
which the materials are rolled respectively at the
rolling speed ratios of 2.0, 2.5, 3.0, 4.0, 5.0, 7.0,
8.0 and 10.0 and that the results achi eved by the use
of a single reversible stand which is not related to
operation under a speed cone are not transposable to
tandemrolling conditions, cannot be followed.

As pointed out by the respondent, economc

consi derations obviously preclude the possibility of
such experinents actually being carried out on a tandem
rolling mll including five stands. For this reason,
the patentee has sinulated the requisite tandem
operating conditions of a five stand rolling mll with
the aid of a single reversible stand. In this
experinment the materials were rolled at rolling speed
ratios ranging from2.0 to 10.0 through five passes.
Thi s experinental sinulation of the tandem operati ng
condi tions, which also inplies calculations, is
sufficiently described at the paragraph bridgi ng pages
3 and 4 of the patent specification.
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Therefore the restriction of the originally clained
range of speed ratios from3 to 10 by increasing its
lower imt to 4 is not arbitrary since it is based on
a nunerical value, which is explicitly disclosed by
Figure 3 as well as in the described experinental
sinmulation of the clainmed nulti-stand rolling mll. It
follows that this amendnment is adm ssible under Article
123(2) EPC.

Novel ty

The Board is satisfied that the subject-matter of
claiml1l and that of claim2 are novel over the opposed
prior art docunents.

Since this has not any |onger been di sputed during ora
proceedi ngs before the Board there is no need for
further detailed substantiation of this matter.

I nventive step

As stated in the introductory part of the patent
specification there had been a problemor difficulty in
performng rolling and of inefficient use of rolling
mll power with conventional rolling mlls which where
designed for rolling either thick material or thin
material (cf page 2, lines 40 to 43).

The problemto be solved by the present invention is to
provide a continuous nulti-stand m |l plant for rolling
steel plates having a w de range of di nensions
(thicknesses) and qualities by using the whole
effective power of the rolling mll stands (see page 2,
lines 58 to 61).
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This problemis solved either by the features stated in
claiml1l or by those stated in claim?2.

Both clainms require that the ratio of maximumrolling
speed to mnimumrolling speed at the continuous rated
output of the electric notor(s) be at least 4.0 but no
nore than 10.0 for at |east one of the rolling mll
stands. The technical effect associated with this
requirenent is that, as denonstrated by Figure 3, there
is a marked reduction in the rated output for drive
notors exhibiting speed ratios ranging from4 to 10
conpared with those in the speed ratio range between 2
and 4.

The cl ai ned teaching is based on the idea that by

wi deni ng the speed ratio at the continuous rated output
of at least one m |l stand drive and thus of the speed
cone of a continuous multi-stand rolling mll, such
multi-stand rolling mll can handle a w de range of

pl ate thicknesses with drive notors having a | ower
conti nuous rated output, so that the investnent price
can be | owered.

Prior to the clained invention it was known, for
exanple from D9, that the schedul e of reductions from
pass to pass be such as to allowthe m Il stand speeds
to fall within the "speed cone". However there is no
di scl osure or suggestion in that docunment and the other
opposed prior art, that the possibility of rolling
thick and thin material is affected by the restriction
of the speed cone and that the w dening of the speed
cone would bring about a twofold substantia

I mprovenent: on the one hand it provides high rolling
efficiency for materials of different thicknesses and
one the other hand it allows the power of the nulti-
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stand mll to be used nore efficiently by reducing the
conti nuous rated output of the notors required for
driving the multi-stand mill.

The "Wihan" prior use discloses only one distinct speed
ratio, i.e. "3.2", for d-c notors and suggests not hing
Wi th respect to the probl emunderlying the present

i nvention and nothing with respect to the clained

i ncrease of the speed ratio from4 to 10. It is noted
that the increase of the speed ratio from 3.2 as

di scl osed by the "Wihan" prior use to the clai ned | ower
limt 4.0 amobunts to 25% and thus cannot be consi dered
as a negligible increase of the speed ratio in a
continuous nmulti-stand rolling mill.

It has al so been submtted that D3, in disclosing a-c
vari abl e speed notors having | ow regul ati on costs and
whi ch operate over a speed range of at |east 1:10,
taken together with the general reference in the sane
docunent to their potential use for the main drive of
rolling mlls, provides all the information necessary
to arrive at the subject-matter of claim1l. However,
the reference is torolling mlls in general wthout
any specific indication of continuous multi-stand mlls
for rolling steel plate. Mdreover this citation nerely
provi des a general survey of the existing state of the
art concerning the use of variable speed a-c notors,
whi ch may have an extrenely wi de range of speed ratio
of 1:1000 (page 2) which is far fromthe range defined
inclainms 1 or 2, i.e. 4.0 to 10.

Thus this citati on does not disclose the essentia
features of the invention defined in claiml1 that is

(i) a continuous nulti-stand rolling mll for
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produci ng steel plates,

(ii) the specific range of speed ratio from4 to 10 of
an a-c notor at the continuous rated output and

(itii) the nmeans for controlling the speed of the notor
in accordance with the speed ratio.

Consequently, this general information concerning a-c
vari abl e speed notors for various industrial uses does
not give the skilled person any indication which could
lead to installing such a-c notor for driving a mll
stand of a nmulti-stand rolling mll wthin the clained
speed range from4 to 10 at the continuous rated
output, so as to inprove the rolling efficiency and to
reduce the continuous rated output of the notors
required for driving the multi-stand mill.

Docunent D15 specifically discloses a-c notors for a
reversing bloomng mll (page 27, abstract, page 30
right colum fifth paragraph). There is no disclosure
of a continuous nulti-stand m Il plant for producing
steel plates.

Furthernore the speed ratio of 600 to 6000 nentioned at
page 29, right colum indicates the avail abl e overal
desi gn range not the speed ratio at the conti nuous
rated output of a specific notor, since the description
states clearly: "Load commutated inverters are used for
hi gh- speed drive applications between approxi nmately
600- 6000 rpm "
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Docunment D7 which relates to a nulti-stand rolling mll
permtting thick and thin material to be rolled,
evi dences a range for the speed cone of |ess than 1:3.

Therefore the opposed prior art docunents as well as
the "Wihan" prior use do not give any indication that
thick and thin products may be rolled in a single
multi-stand rolling mll conprised of mlIl| stands

equi pped with drive notors having a | ower continuous
rated output and thus also effectively | ower investnent
and operation costs, by extending the speed cone
according to the present invention.

It has al so been submtted that any skilled person,
know ng the econom cal significance of the speed cone
woul d al ways strive to extend it up to the limts of
current technical possibilities. Such subm ssion is not
however supported by any substantive evi dence.
Furthernore, as rightly stated in the decision under
appeal, although it nmay be true in the context of the
present claim1l1l that the requisite a-c drive notors had
been only recently avail abl e (Docunent D15 was only
publ i shed in Novenber 1984) at the tine of the present

i nvention, the same argunent does not hold good for the
subject-matter of claim2, also suited to performthe

I nvention, since speed-varying transm ssion |leading to
the sane effects have been known in the relevant art
for a long tine.

Summari zing, in the Board's judgenent, the subject-
matter of claim 1l and that of independent claim?2 also
i nvol ve an inventive step (Article 56 EPC) so that the
patent is to be maintained on the basis of these main
cl ai ns.
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6. Dependent clains 3 and 4 concern particul ar enbodi nents
of the invention clained in claine 1 or 2 and are
| i kewi se al | owabl e.

The opposition grounds thus do no prejudice the
mai nt enance of the patent as anended.

O der

For these reasons it is decided that:

1. The appeal s are di sm ssed.

2. The request of appellant | for reinbursenent of the
appeal fee and the request of the respondent for
apportionnment of costs are rejected.

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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