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Summary of Facts and Subm ssi ons

2189.D

The Appel |l ant (Patentee) | odged an appeal against the
deci sion of the Qpposition Division revoking the

Eur opean patent No. O 583 426 with the application
No. 92 915 309. 6.

The opposition was based on the grounds of

Article 100(a) EPC that claim 11 | acks novelty and
i nventive step and on the ground |laid down in
Article 100(b) EPC

In the grounds of appeal the Appellant requested that
the patent be nmintained on the basis of clains 1 to 10
as granted (the claimset as granted contains el even

cl ai ns).

In a comruni cation the Board of Appeal inforned the
parties that the description had not been adapted to
the new cl aim set.

The Appel lant submitted an anended description to neet
this objection.

The Appellant requested in spirit that the decision
under appeal be set aside and that the patent be
mai ntained in the foll ow ng version:

Descri ption: pages 2 and 4 as filed with the letter
dated 25 March 1999;
page 3 and page 5 to page 14 line 22 of
EP-B-0 583 426;
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d ai ns: Nos. 1 to 10 as granted.

Furthernore, he requested that, if the Respondent
indicated in witing by no later than 26 Novenber 1998
that he woul d not be opposing the appeal, the appea
woul d be treated by rectification of the decision by
the Qpposition Division and rei nbursenent of the appea

f ee.

The Respondent (Qpponent), by letter of 2 March 1999,
nmerely stated that he has no objection to clains 1 to
10 of the patent being reinstated.

Reasons for the Deci sion

1
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The appeal is adm ssible.

Amendnent s

It is evident that deletion of independent claim1l as
granted, which does not contain any reference to a
preceding claim and the correspondi ng adaptation of
the description are conformto Article 123(2) and (3)
EPC.

Suf ficiency of the Patent

The Board sees no reason to call in question the

concl usion of the Qpposition D vision that the ground
of opposition laid down in Article 100(b) EPC does not
prejudi ce the mai ntenance of the patent. Since none of
the parties presented argunents relating to this ground
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of opposition, it is unnecessary to give details for
this opinion of the Board.

Novelty and Inventive Step

The grounds of opposition of Article 100(a) EPC were
limted to only a part of the patent, nanely to the
subj ect-matter of independent claim1l. Caim11l does
not contain a reference back to another claim
Therefore, the exam nation of the case with respect to
sai d grounds of opposition is limted to said subject-
matter. Neither the Opposition Division nor the Board
of Appeal has the obligation or power to exam ne and
deci de on the mai ntenance of the other subject-matters
of the patent, nanely the subject-matters of clains 1
to 10 (see decisions G 0009/91 and G 0010/91). Since

t he Appell ant does not nmintain independent claim 11,
the Board is not obliged or enpowered to exam ne
novelty and inventive step of the patent in its present
form

Rectification and Rei mbursenent of the Appeal Fee

The condition inposed by the Appellant for the
correspondi ng request (see section Ill. |ast paragraph)
is not fulfilled, since the letter of the Respondent
was filed after the date set by the Appellant.

Moreover, rectification of a decision and consequenti al
rei mbursal of the appeal fee is only possible in ex
parte proceedi ngs where the appellant is not opposed by
anot her party to the proceedi ngs, see Article 109(1)
EPC.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Qoposition Division with
the order to maintain the patent in the follow ng
ver si on:

Descri ption: pages 2 and 4 as filed with the letter
dated 25 March 1999;
page 3 and page 5 to page 14 |ine 22 of
EP-B-0 583 426;

d ai ns: Nos. 1 to 10 as granted.

3. The request for reinbursenent of the appeal fee is
rej ect ed.

The Regi strar: The Chai r man:

M Beer E. Turrini
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