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Summary of Facts and Submn ssions
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Eur opean patent application No. 90 203 367.9 filed on
17 Decenber 1990 with claim 1l of the follow ng wording:

"A rotating hook for a sewing nmachi ne having a

repl aceabl e raceway nenber (15) with a front end (11c)
thereof in the rotating direction (A) of the rotating
hook body (1) is nmade of a material of high hardness.”

and published under No 0O 491 088 was anended on
28 February 1994 with the follow ng claim 1:

"A rotating hook assenbly (10) for a sew ng machi ne,

said assenbly (10) including a rotating hook body (11)

to be rotated about an axis of rotation (A), said

rotati ng hook body (11) including a cylindrical wal

coaxial with said axis, said wall having forned therein

a cut-out opening (1la) and a hook point (16) at said

opening and facing in said direction (A characterized

i n that

- said opening (11a) is at least partially defined
by a planar surface (11b) of said rotating hook
body (11)

- a hook point nenber (15) is provided, having a
pl anar surface (17a) and an end defining said hook
poi nt (16) and being fornmed of a material of high
har dness

- sai d hook point nenber (15) being detachably
nmounted on said rotating hook body (11) with said
pl anar surfaces (11b, 17a) in mating abutnment and
with said hook point (16) defining end facing in
said direction (A and extending axially beyond
(h1l) a free axial end of said rotating hook body
(11); and
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- sai d hook point nmenmber (15) having longitudinally
extendi ng outer (17c) and inner edges (17b) that
project radially outwardly and inwardly,
respectively, of outer and inner surfaces of said
cylindrical wall of said rotating hook body (11),
said outer and inner edges (17c, 17b) being
curved. "

The application was refused by the Exam ning Division
by deci sion dated 23 October 1997. The Exam ni ng

Di vi sion consi dered the anended application to contain
subj ect-matter which extended beyond the content of the
application as filed, and accordingly did not conply
with Article 123(2) EPC

On 22 Decenber 1997 the Appellant (Applicant) | odged an
appeal against this decision paying the appeal fee on
the sane date.

The statenment of grounds of appeal was filed on
30 January 1998 together with new clains 1 to 15 and an
anended specification, pages 1 to 14.

In a communi cati on pursuant to Article 12 of the Rules
of Procedure of the Boards of Appeal the Board - on a
prelimnary basis - expressed doubts as to whether a
nunber of features of the anended clains could be
derived fromthe originally filed docunents.

Oral proceedings were held on 30 January 2001.

The Appel | ant requested that

t he deci si on under appeal be set aside and that a
patent be granted on the basis of clains 1 to 15 as
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rejected in exam nation proceedings and as filed on
30 January 1998;

by way of auxiliary request on the basis of clains 1 to
4 as filed on 22 Decenber 2000;

by way of further auxiliary request on the basis of
clainms 1 to 4 as filed in oral proceedings.

Rei nbur senent of the appeal fee was al so requested.

Claim1 of the first auxiliary request reads as
fol | ows:

"A rotating hook assenbly (25) for a sew ng machi ne,
said assenbly (25) including a rotating hook body (27)
to be rotated about an axis of rotation (A), said
rotati ng hook body (27) including a cylindrical wal
coaxial with said axis, said wall having forned therein
a cut-out opening and a hook point at said opening and
facing in said direction (A), said cut-out opening
presenting at |east partially a nounting surface on

whi ch a hook point nmenber (28) fornmed of a material of
hi gh hardness is detachably nmounted in mating abutnent,
characterized in that

sai d hook point nenber (28) is plate-shaped and
substantially U fornmed, the nounting surface (27a)
bei ng pl anar and extending in an inclined outward
direction froma base (27b) of said rotating hook body
(27) to a free axial end thereof, said planar surface
(27a) entirely defining said cut-out opening."

Claim1 of the second auxiliary request is identica
with that of the first auxiliary request, the word
"roughly" being inserted in the first line of the
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characterising portion before the term"pl ate-shaped”.

In support of its requests the Appellant essentially
relied upon the foll owi ng subm ssi ons:

The anendnents to the application conplied with

Article 123(2) EPC and the respective case |aw of the
Boards of Appeal as set out in decision G 1/93 of the
Enl arged Board of Appeal. A skilled person in the field
of sewi ng nmachi nes woul d understand the features
objected to as immedi ately evident when considering the
drawi ngs of the originally filed application. Draw ngs
were the international |anguage of technicians and in
this respect the feature according to which the "pl anar
surfaces (are) in mating abutnent” were unanbi guously
shown in Figure 5 and so were the further anendnents
derivable fromthe other drawings. In any case these
amendnments were al so acceptable in application of

Rul e 88 EPC since it was obvious that wong terns had
been used for designating certain parts of the hook
assenbl y.

Since a European Patent was published with the nane of
the professional representative on its front page the
representative should be allowed to "brush up" a poorly
worded translation in order to bring the | anguage of
the specification up to the standard of average
Continental English with a view to avoiding the

I npression of having a poor conmand of the official

| anguage of the patent.

Rei nbursenent of the appeal fee was justified because
the Exam ning D vision had refused to give an opinion
on the technical nerits of the invention although the
exam nation fee had been paid. Instead of carrying out
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a conpl ete substantive exam nation it rejected the
application for formal reasons.

Reasons for the Deci sion

1

2.2

0480.D

The appeal is adm ssible.

Mai n request

Pursuant to Article 83 EPC in conbination with

Article 78(1)d) EPC features can be disclosed by a
drawi ng alone. In this case, however, the structure and
the functions of the features should be disclosed
clearly and unanbi guously and be derivable fromthe
drawi ngs by the skilled person, and not be at odds with
the other parts of the disclosure (conpare decisions

T 169/83, Q) 1985, 193; T 523/88 and T 818/93, not
publ i shed) .

The Appel l ant stressed that although not literally
mentioned in the application as filed the feature
according to which the hook point nenber (15) (was)
det achably nounted on the rotating hook body (11) with
pl anar surfaces (11lb, 17a) in mating abutnent was
clearly inplied by Figure 5.

The Board agrees that Figure 5 i ndeed shows a straight
line indicating an abutnent of two surfaces 11lb and
17a. However, this figure concerns a cross-sectiona
view and therefore no concl usions can be drawn as to

t he extension of these surfaces in the direction
perpendi cular to the plane of the drawing. In this
respect, attention is drawn to Figures 2 and 3 in which
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the raceway nenber 15 is drawn with curved | atera
l'i nes.

The Appel |l ant argued that the curved |lines shown in
Figures 2 and 3 resulted fromthe perspective view of
the graph representing a section of an inclined plane
with the side wall of a hollow cylindrical body which
inreality could have a straight form A skilled person
who woul d have to produce such a raceway nenber self-
evidently woul d sel ect plane surfaces because

manuf acturing of plane faces of hard material was

easi er than of curved surfaces. Consequently the
skill ed person would conclude that these surfaces were
pl ane.

The Board cannot follow this Iine of argunent because
it relies on an interpretation of what a skilled person
woul d have done under particular circunstances i.e.
dependi ng on the machi ne tools avail able for

manuf acturing the hook assenbly. In fact Figures 2 and
3 could very well disclose curved surfaces 11b and 17a,
and therefore in any case pl ane-shaped surfaces are not
clearly and unanbi guously derivable fromthe draw ngs
al one.

Since the subject-matter of claim 1l extends beyond the
content of the application as filed at | east as regards
the feature describing surfaces 11b and 17a as pl ane
surfaces this claimis not acceptable.

Auxi liary requests
The Appellant's representative submtted that the

anended cl ai mwas based on the subject-matter of the
originally filed clains 6 and 7. He admtted that a
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roughly pl at e-shaped nenber without a gib claw, as now
clainmed in claiml1 of the auxiliary request, was not

di scl osed in the application as filed, but that it was
evident to the skilled person that the claw was not
essential and anyhow the feature concerning the claw
was the subject of the dependent claim 3.

The Board notes that each of the enbodi nents of the

i nvention concerning a plate-shaped or roughly pl ate-
shaped and/ or substantially U-fornmed hook point nenber
described in the originally filed docunents (see

page 3, |ast paragraph, page 4, |ast paragraph, page 5,
3rd paragraph to page 6, 3rd paragraph, page 12, first
full paragraph to page 13, 1st paragraph, clains 6, 7
and 8) includes not only a hook point facing in
direction A but also a |loop retainer clawon its
opposi te side.

The argunent that the "claw' was included in the
enbodi nent of dependent claim 3 cannot be accepted
because the subject-nmatter of each independent claim
has to be exam ned in respect of Article 123(2) EPC

Consequently a rotating hook assenbly according to each
claim1 of the auxiliary requests w thout such claw was
not disclosed in the application docunents as fil ed.
The subject-matter of claim1l of the first and second
auxiliary requests therefore extends beyond the content
of the application as filed.

Therefore the auxiliary requests are al so not all owable
under Article 123(2) EPC

Request for reinbursenment of Appeal fee
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The Appel |l ant sees a procedural violation in that the
Exam ning Division did not carry out a substantive

exam nation of the application although the exam nation
fee had been paid.

According to Rule 67 EPC a condition to be fulfilled
bef ore consi dering rei nbursenent of the appeal fee is
that the appeal is deened to be allowable. Since in the
present case the appeal is dismssed the appeal fee
cannot be rei nbursed.

In any case, in the Board's opinion no procedura

viol ation can be derived fromthe fact that the

Exam nation Division stopped exam nation after their
conclusion that the clained subject-matter did not neet
the requirements of Article 123(2) EPCi.e. the
Appl i cant cannot demand exam nation of subject-matter

t hat does not belong to the patent application.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Patin P. Alting van CGeusau

0480.D



