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Summary of Facts and Subm ssi ons

1272.D

This appeal is against the interlocutory decision of

t he Opposition Division concerning nmaintenance in
anmended form of European patent 0 439 148 relating to a
heat - sensitive recording materi al .

In a notice of opposition, based on |ack of inventive
step, the follow ng docunents were, inter alia, cited:

(1) EP-A-0 306 916;

(2) EP-A-0 245 836;

(3) "Chem stry of Functional Dyes", vol. XV, 1989,
412-415.

The Opposition Division found that the subject-matter
of the clains according to the respondent's (patent
proprietor's) then pending second auxiliary request was

bot h novel and inventi ve.

The appel | ant (opponent) | odged an appeal against the
Qpposition Division' s decision.

Under cover of the letter of 2 January 2003, the
respondent filed new sets of clains as a main request
and as an auxiliary request, and also a test report.
Mai n request

Set of clains for the Contracting States DE and GB

Caim1l reads as foll ows:
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"1l. A heat-sensitive recording material conprising (a)
a base sheet and (b) a heat-sensitive recording |ayer
formed on the base sheet and conprising a colorless or
pal e-col ored basic dye, a color devel oping materi al

whi ch devel ops a color on contact with the dye, and a
heat-fusible material, the recording material being
characterized in that the basic dye conprises 3-di(n-
but yl ) am no- 6- net hyl - 7- phenyl am nof | uoran, and that the
heat -fusi bl e material consists of di(p-nethyl benzyl)
oxal ate and at | east one nenber selected fromthe group
consi sting of 1, 2-bis(phenoxy)ethane, 1,2-Dbis(3-

nmet hyl phenoxy) et hane, 1-(4-nmet hoxyphenoxy) - 2-(2-

met hyl phenoxy) et hane, stearic acid am de and net hyl ol

st earam de wherein di (p-nethyl benzyl) oxal ate accounts
for 25 to 95% by weight of the total anount of the heat
fusible material, provided that the col or devel oping
materi al conprises neither 4-hydroxy-4'-n-

pr opoxydi phenyl sul f one, nor (4-hydroxyphenylthio)acetic
acid 2-(4-hydroxyphenylthio)ethylester."”

The dependent clainms 2 to 8 are directed to particular
enbodi nents of claim1l. Caim2 relates to the anount
of the oxalate, claim3 to the anount of the heat-
fusible material and claim6 to the col our devel opi ng
material. Clains 4 and 5 relate to the basic dye,
clainms 7 and 8 to a binder.

Set of clains for the Contracting State FR

Claim1l differs fromclaim1l of the main request for
the Contracting States DE and (B in that the passage
"provided that the col or devel oping nmaterial conprises
nei t her 4-hydroxy-4'-n-propoxydi phenyl sul fone, nor

(4- hydr oxyphenyl t hi o) acetic acid

2- (4- hydr oxyphenyl t hi o) et hyl ester” was repl aced by
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"provided that the col or devel oping material does not
conpri se 4-hydroxy-4'-n-propoxydi phenyl sul fone. "

The dependent clainms 2 to 8 have the same wordi ng as
those for the Contracting States DE and GB.

Auxi | iary request

Set of clains for the Contracting States DE and GB

Claiml differs fromclaim1 of the main request in
that "at | east one nenber" was replaced by "one
menber " .

The sane applies for claiml for the Contracting State
FR. The dependent clainms of both sets of clainms (2 to 8
each) have the sanme wording as in the nmain request

The goal of the test report was to show the effect due
to met hyl ol st earam de.

The appel |l ant argued that the clains |acked clarity
because of terns like "heat-fusible material” and that
the melting point of the heat fusible material was

m ssi ng.

The appel lant al so submitted that the adm ssibility of
t he requests under Article 123(2) EPC will have to be
di scussed in view of decision T 323/97.

As to inventive step, the appellant submtted that the
cl ai med subj ect-matter was obvi ous over the conbined

t eachi ngs of docunents (1) and (3) and that,
furthernore, beneficial adhesion properties were not
credi bl e over the whole range of claiml.
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\Y/ The respondent argued in essence that there was no | ack
of clarity as to "heat fusible material s".

Further, the use of a heat-fusible material consisting
of di (p-nethyl benzyl) oxal ate (DpMBo) in conbination
with one of the three ethane derivatives or the two
am de conponents as defined in claim1 was not obvious.

VI, Oral proceedings took place on 5 February 2003.

The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 0 439 148
be revoked.

It wwthdrew its request for reinbursenent of the appeal
fee for procedural violation.

The respondent requested that the patent be maintained
on the basis of clains 1 to 8 for the Contracting
States of DE and GB and clainms 1 to 8 for the
Contracting State of FR (main request), or
alternatively on the basis of the auxiliary request,
both requests submtted under cover of the letter dated
2 January 2003.

VIIl. At the end of the oral proceedings the Chairnman
announced t he deci sion of the Board.

Reasons for the Decision

Mai n request

1. Set of clains for the Contracting State FR

1272.D Y A
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Article 84 EPC

The appel | ant objected that nethyl ol stearam de has a
melting point of about 107 to 110°C, and thus does not
nmeet the requirenents of the heat-fusible materi al
having a nelting point of about 80 to about 105°C
(patent as granted, claim2 or page 4, lines 9 and 10).
The melting range would be an essential feature to be

i ncorporated into claiml.

The Board does not agree. In claim1l five different
heat-fusible materials are enunerated at | east one of
whi ch was to be used together with DpMBo. Under cover
of its letter of 2 January 2003 the respondent had
proved, anong others, that also the use of nethyl ol
stearic acid am de together with DpMBo sol ved the
techni cal problemof the patent in suit. There was no
need to incorporate the nmelting range into claiml
because all the five conpounds have a known and a
characterising nelting point.

Since the heat-fusible materials are nenti oned verbati m
inclaiml, the wording of claim1 | eaves no doubt as
to clarity.

The Board concludes that claim1 conplies with the
requirenments of Article 84 EPC. In respect of the
dependent clains 2 to 8 no objections were rai sed, and
the Board is satisfied that the dependent clains neet
the requirenents of Article 84 EPC.

Article 123 EPC

Wth respect to Article 123(2) EPC, the appellant cited
the follow ng passage of claim1l "the heat fusible
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mat eri al consists of di(p-nethyl benzyl) oxal ate and at
| east one nmenber selected fromthe group consisting of
1, 2- bi s(phenoxy) et hane, 1, 2-bi s(3-net hyl -
phenoxy) et hane, 1-(4-nethoxyphenoxy)-2-(2-

met hyl phenoxy) et hane, stearic acid am de and net hyl ol
st earam de wherein di (p-nethyl benzyl) oxal ate accounts
for 25 to 95% by weight of the total anount of the heat
fusible material provided that the col our devel oping
materi al does not conprise 4-hydroxy-4'-n-

pr opoxydi phenyl sul f one" .

(1) The appel | ant objected that because of the
anmendnent of claiml1 as granted the above
menti oned passage conprises now a conbi nation
whi ch as such was not disclosed in the
application as originally filed (Article 123(2)
EPC) .

The Board does not agree. Claim1l as originally
filed conprised (a) a basic dye conprising 3-

di (n- butyl)am no-6-net hyl - 7- phenyl am no- f | uor an,
(b) a colour devel oping material and (c) a heat-
fusible material. In claim1l of the main request
the basic dye (a) and the col our devel opi ng
material (b) were nentioned in the general form
as originally disclosed. As to the heat fusible
material, the relevant passage of the
description read: "...there is no restriction on
the total amount of the heat-fusible material
conpri sing di (p-nethyl benzyl) oxalate...in

conbi nation with anot her heat fusible
material..." (application as originally fil ed,
page 4, lines 13 to 16; patent in suit, page 4,
lines 1 and 2) and "Various conventionally used
subst ances are usable as heat-fusible materials
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having a nelting point of about 80 to 105 °C ...
Exanpl es of such heat fusible materials are
stearic acid am de, nethylol stearam de, 1, 2-

bi s( phenoxy) et hane, 1, 2-bi s(4-

nmet hyl phenoxy) et hane, 1, 2-bi s( 3-

nmet hyl phenoxy) et hane, 1-(4-nmethoxyphenoxy)-2-(2-
nmet hyl phenoxy) et hane, 1, 4-di met hoxynapht hal ene,
1, 4- di et hoxynapht al ene, di benzyl terephthal ate,
1- hydr oxy- 2- naphtoi ¢ acid phenyl ester, dibenzyl
oxal ate, 2-hydroxy-4-benzyl oxybenzophenenone, p-
benzyl - hydr oxy- 2- naphtoi ¢ aci d phenyl ester,

di benzyl oxal ate, 2-hydroxy-4-

benzyl oxybenzophenone, p-benzyl - bi phenyl "
(application as originally filed, page 5,

lines 3 and 4 in conbination with lines 7 to 11
patent in suit, page 4, lines 9 to 15).
Therefore, conpositions in which DpMBo was
conbined with one (or nore) of the five other
heat fusi ble conmpounds require only a sel ection
fromone list, i.e. that of these five conpounds
sel ected fromthe above quoted enuneration of
fusible materials. Thus by the anendnent there
was no creation of new information and, in
particular, not a new conbi nation not originally
di scl osed. Consequently, the conbi nation
objected to finds its basis in the cited
passages. As far as the above nentioned
amendnment is concerned, the Board finds that
claim 1l does not violate Article 123(2) EPC.

The appel | ant objected that the expression "at
| east one" neans "one or nore" whereas the

passage "di (p-nethyl benzyl) oxalate ...in

conmbi nation with another heat-fusible material”

(patent in suit, page 4, lines 1 and 2) neans
.
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"di (p-net hyl benzyl) oxalate with only one ot her
heat-fusible material". Therefore there would be
a contradiction between "at |east one" and

"anot her", which would anmount to an objetion
under Article 123(2)EPC.

The Board does not agree. The critical passage
of claiml as originally filed and as granted
read: "...the heat-fusible material conprises

di (p-net hyl benzyl ) oxalate”. In other words, the
heat-fusi ble material does not only consist of
DpMBo; other heat-fusible materials are not

excl uded. The nunmber of heat-fusible materials
is not limted to one but it nay be constituted
of several ones.

Therefore, the Board finds that claim1l neets
the requirements of Article 123(2) EPC.

Furthernore, claim 1l contains a disclainmer which
was already present in claiml as granted and,
thus, did not result froman anendnment of the
|atter. The appellant referring to decision

T 323/ 97 submtted that claim1l was not

al | owabl e since the disclainer was an anmendnment
for which there was no support in the
application as originally filed. Therefore, so

t he appell ant argued, claim 1 does not neet the
requirenents of Article 123(2) EPC.

In support of the adm ssibility of its request
t he appell ant contended that the Board has to
check whet her the anended patent neets the
requirenents of the EPC (Article 102 in
conbination with Rule 66(1) EPC).
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The Enl arged Board of Appeal has stated that it
is not in conformty with the purpose of the
appeal procedure "to consider grounds of

opposi tion on which the decision of the
Qpposition Division has not been based" and has
ruled that in appeal procedure a Board of Appeal
may not consider a fresh ground for opposition
but only the grounds of opposition on which the
opposi ti on was based, unless the patentee agrees
that a fresh ground for opposition may be

consi dered. Nevertheless, in case of anmendnents
of the clains (or other parts of the patent) in
t he course of opposition or appeal proceedi ngs
such anmendnents are to be examned as to their
conpliance with the requirenents of the EPC,
e.g. wth the provision of Article 123(2) EPC
(G 9/91, QJ EPO 1993, 408; points 18 and 19 of

t he Reasons for the Decision).

As al ready indicated, the disclainer objected to
did not result froman anmendnent of the claimin
t he course of the opposition or appeal
proceedi ngs and during the oral proceedings
before the Board, the respondent did not agree
to deal with the disclainmer under Article 123(2)
EPC. So, the Board had no power to consider this
fresh ground for opposition, obviously not
raised as a result of a factual change in the
present case but in view of a possible change of
case law after the cited decision T 323/97

The Board is also satisfied that the subject-
matter of claiml neets the requirenents of
Article 123(3) EPC
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| nventive step

The problemto be solved according to the patent in
suit was to obtain a heat-sensitive recording materi al
of high sensitivity (measured in ternms of optica
density) which can be stored even in a high tenperature
environment with no reduction in the whiteness of
background white area (unrecorded area) on the
recording material and wi thout adhesion of residual
substances to the thermal head (page 3, lines 35 to
37) .

Heat - sensitive recording |layers conprising (a) a dye
such as 3-di (n-butyl)am no-6-nethyl -7-anilinofluoran
(b) a col our devel oping agent and (c) a heat fusible
mat eri al conprising di benzyl oxalate in anmounts of 30
wt % or 33 wt % were di scl osed by docunent (1) (see eg
Exanples 2 and 4) which citation the Board takes as the
starting point for evaluating inventive step, as al so
did the Opposition Division and the appellant. The
probl em as defined in docunent (1) was to inprove heat -
responsibility (sensitivity) and imge storability and
to prevent deterioration in the white area and in the
coloured area (page 3, lines 8, 11 and 12).

Wth respect to residual substances on the therma
head, docunent (1) taught that the anobunt of the heat-
fusible material deposited would increase when the
anounts of col our devel opi ng agent and of the dibenzyl
oxal ate were superior to 600% by wei ght, based on the
wei ght of the dye precursor (page 5, lines 35 to 40).

According to the patent in suit DpMBo obtained only a
B-rating for residual substances adhering to the
thermal head (see table 1, page 9) i.e. a small anpunt
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of residual substances adhered to the head.

In view of these results the probl emunderlying the
patent in suit in the light of docunent (1) nay be
redefined as an inprovenent of the conposition for a
heat -sensitive recording material with a viewto
reduci ng residual substances adhering to the therm
head.

Exanples 2 and 3 of the patent in suit as well as the
experinments submtted with the letters of 4 August 1999
and 2 January 2003 show that the above nentioned
probl em was credi bly solved. Al these experinments got
an A-rating in the residue test, i.e. substantially no
resi dual substance adhered to the thermal head.

The i nmprovenent of the composition consisted in adding
one of the second heat fusible materials to DpMBo.

The question which renmains to be decided is whether the
solution to the above nentioned technical problem
i nvol ves an inventive step or not.

According to one exanple of document (1) the heat
responsibility was inproved when the heat sensitive
recording material conprised stearic acid am de or
nmet hyl ol stearam de in addition to di benzyl oxal ate
(formula (11)) (page 5, lines 41 to 43).

According to the Figures 1 and 2 of docunent (3) a good
dynam c i mage density was obtained with DpMBo (second
best candi date of four sensitizers, dibenzyl oxal ate
bei ng the best sensitizer) and the static imge density
was i nproved by using DpMBo (second worst candi date of
four sensitizers) instead of dibenzyl oxal ate (worst
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sensitizer).

The appel |l ant concluded therefromthat the skilled
person woul d have replaced di benzyl oxal ate in docunent
(1) by DpMBo of docunent (3) and thus would have
arrived at the heat-sensitive recording materi al
according to claim1l of the patent in suit. Therefore,
the subject-matter of claiml, so the appellant argued,
was obvi ous.

The Board does not agree. In docunent (3) the effect of
one heat-fusi bl e conmpound only, and not of several
conpounds, was neasured. There was no suggestion in
docunent (3) about possible beneficial interaction of
DpMBo with another heat fusible material with a view to
reduci ng the anount of residual substances adhering to
t he thermal head.

The probl em of residual substances adhering to the

t hermal head was not addressed in docunment (3). The
beneficial use of at |east one of the conponents

sel ected from 1, 2- bi s(phenoxy) et hane, 1, 2-bi s(3-nethyl -
phenoxy) - et hane, 1-(4-nmethoxyphenoxy)-2-(2-

met hyl phenoxy) et hane, stearic acid am de and net hyl ol
stearam de together with DpMBo was made known by the
patent in suit. According to docunent (1), a decrease
in the deposit of thermally fusible matter was reached
by using between 5 and 600% by wei ght of dibenzyl

oxal ate (based on the wei ght of the dye
precursor)(page 5, lines 38 to 40). There was no hint
that DpMBo qualifying in static imge density as second
wor st candi date of four sensitizers (docunent (3),
Figure 2) would be an appropriate conpound when the

obj ective was the reduction of residues on the thernma
head. There was no other pointer to any possible
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i nprovenent in residual substance adhesion to the

t hermal head. Therefore, the appellant's approach is an
i nadm ssi bl e ex post facto anal ysis which draws on the
knowl edge of the patent in suit.

Therefore, the conposition of DpMBo with at | east one
of the heat-fusible materials as defined in the heat-
sensitive recording material according to claim1 of
the patent in suit was not obvious.

For all these reasons, the subject-matter of claim1l

i nvol ves an inventive step. Consequently, the subject-
matter of claiml neets the requirenments of Article 56
EPC.

The depending clains derive their patentability from
claim 1.

Set of clains for the Contracting State of DE and CB

Claim1 of the set of clains for the Contracting States
DE and GB differs essentially fromclaim1 for the
Contracting State FR in that the proviso contains
additionally: "nor (4-hydroxyphenylthioacetic acid

2- (4- hydr oxyphenyl -t hi o) et hyl ester™.

The depending clains 2 to 8 are identical to those of
the set of clains for the Contracting State of FR

The reasoning with respect to novelty and inventive
step is nutatis nutandis the sanme as set out in
points 1.3.1to 1.3.7.

The main request being allowable there is no need to
deal with the auxiliary request.
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formwth
claims 1 to 8 for the Contracting States of DE and GB
and of clains 1 to 8 for the Contracting State of FR
according to the main request submtted under cover of
the letter dated 2 January 2003 and a description to be
adapt ed thereto.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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