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Summary of Facts and Subm ssi ons

2611.D

The appeal is fromthe decision of the Exam ning
Di vision dated 26 May 1998 refusing European patent
application No. 94 303 548.5 for lack of novelty.

Prior to issuing said decision the Exam ning Division
had, in a first conmunication, raised a novelty and

i nventive step objection. In a second conmuni cati on,
additionally to restating a novelty and inventive step
obj ection, the anendnents made by the Appellant were
objected to under Article 123(2) and 84 EPC. In
response the Appellant again filed anmended cl ai ns.
Shoul d rejection of the application on any ground be
envi saged the Appellant reserved its right to ora

pr oceedi ngs.

In a third comruni cation the Exam ning D vision pointed
out that the last filed anendnents introduced new
subject-matter within the neaning of Article 123(2)

EPC. The further discussion of novelty and inventive
step was said to be deferred until the Article 123(2)
EPC obj ecti on had been overcone. It was further pointed
out that the wording used by the Appellant that it
reserved its right to oral proceedi ngs was not usually
interpreted as a request for oral proceedings.

In response the Appellant again filed anended cl ai ns,
expressed its opinion that the objection under
Article 123(2) had now been renoved and that the
exam nation of novelty and inventive step of the

clai med invention could now be perforned.
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As the next step the Exam ning Division issued the
deci si on under appeal to refuse the application. The
clainms on file were said not to infringe Article 123(2)
EPC, but were found not to relate to novel subject-
matter.

On 24 July 1998 the Appell ant | odged an appeal agai nst
t hi s deci si on.

The Appel lant submitted that the Exam ning D vision was
wong in refusing the application wthout giving the
Appel | ant the opportunity of arguing its case at ora
proceedi ngs. Moreover, in its |last comuni cation before
the application was refused, the Exam ning D vision had
poi nted out that discussion of novelty and inventive
step was deferred until the objections under

Article 123(2) EPC raised in said conmunication had
been overcone. Thus the Appellant coul d have expected a
tel ephone call or a further comuni cation before a
decision to refuse the application on the ground of

| ack of novelty or inventive step was taken. In all of
the responses filed by the Appellant to the

conmuni cations fromthe Exam ning Division the
Appel I ant had nade bona fide attenpts to deal with the
objections raised. As an auxiliary request, if on re-
consi deration of the history of prosecution of this
application in the light of the current clains the
Board woul d cone to the conclusion that the Exam ni ng
Division was correct in its refusal of the application,
an amended set of clains was fil ed.

The Board issued a comruni cation informng the
Appel I ant of its provisional opinion concerning the
procedural issues raised and asked the Appellant to
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clarify its requests in this respect.

In reply the Appellant requested that the case be
remtted to the Exam ning Division and that the appea
fee be reinbursed.

Reasons for the Deci sion

2611.D

The deci si on under appeal has to be set aside. By
refusing the application for |ack of novelty w thout
previously giving the Appellant a further opportunity
to comment on this issue, with respect to the clains
filed in response to the Exam ning Division's |ast
comruni cation, the Exam ning D vision violated the
Appel lant's right to be heard within the neani ng of
Article 113(1) EPC, because in said |last communication
the Exam ning Division had expressly infornmed the
Appel | ant that discussion on novelty and inventive step
was deferred until the Article 123(2) objection had
been overcone. The Appellant therefore was entitled to
assunme that it would still be given an opportunity to
coment on these issues, should the Exam ning D vision
regard the objections under Article 123(2) EPC as
havi ng been renoved, but still regard the anended
clainms as not being novel and/or inventive. It could
not anticipate i medi ate refusal on the ground of |ack
of novelty or inventive step of the application on the
basis of the set of clains filed after the Exam ning
Di vision's |ast comuni cati on.

In the Board's judgenent, Article 113(1) EPC is
i ntended to ensure that before a decision refusing an
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application for non-conpliance with a requirenent of
the EPC is issued, the applicant has been clearly
informed by the EPO so that he knows in advance of the
deci sion both that the application may be refused as
wel |l as the essential |egal and factual reasons on

whi ch such decision is based, (see also T 951/92 (QJ
EPO 1996, 53, point 3(v)). Thus, the applicant's right
to be heard is not only violated if the reasons on

whi ch refusal is based have not previously been
communi cated to the applicant as to their substance but
also if, in the circunstances of the case under

consi deration, the applicant could not be aware that a
deci si on based on such grounds was to be expected at
all at the point in tinme when the decision was taken.
Such is the case here. The refusal of the application
for lack of novelty by the Exam ning Division's

deci sion dated 26 May 1998 cane as a surprise to the
Appel | ant, because of the Exam ning Division's
announcenent in its |last communication that discussion
of novelty and inventive step was deferred.

It is therefore irrelevant in the present case whet her
or not the grounds for |ack of novelty given in the
deci si on under appeal are as to their substance the
sanme as the ones already raised in the previous

comruni cations against the clains then on file. It is
al so irrelevant whether or not the Appellant' s

addi tional conplaint that the Exam ning D vision should
have appoi nted oral proceedi ngs before taking a
decision is correct.

It follows fromthe above that not only nust the appea
be allowed but that it is also equitable to reinburse
the appeal fee by reason of a substantial procedura
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viol ati on having occurred within the neaning of Rule 67
EPC

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

3. Rei nbursenent of the appeal fee is ordered.
The Regi strar: The Chai r man:
S. Hue R Spangenber g
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