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Summary of Facts and Subm ssi ons
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The appeal lies fromthe decision of the exam ning

di vision issued on 11 May 1998 whereby the European

pat ent application No. 92 202 037.5 (published as

EP- A1-0 516 245), a divisional application of the

Eur opean patent application No. 87 311 435.9 (published
as EP-A1-0 265 293), was refused pursuant to

Article 97(1) EPC. Basis of the rejection were clains 1
to 13 filed on 16 October 1995.

Caim1l read as foll ows:

"A nethod for determ ning the nucl eotide base sequence
of a DNA nol ecul e, conprising the steps of:

provi ding said DNA nol ecul e anneal ed with a primner
nol ecul e able to hybridize to said DNA nol ecul e,

i ncubating separate portions of said anneal ed m xture
in at |least four vessels, each vessel containing a
processi ve DNA pol ynerase having a processivity of |ess
t han 500 bases, except reverse transcriptase, four

di fferent deoxynucl eotide triphosphates and a chain
term nating agent which chain term nating agent

term nates DNA synthesis at a different specific

nucl eoti de base in each of said vessels, wherein the
DNA pol ynmerase has | ess than 500 units of exonucl ease
activity per ng of DNA pol ynerase, the concentration of
al | four deoxynucl eoside triphosphates at the start of
said incubation is sufficient to allow DNA synthesis to
continue until term nated by incorporation of the chain
term nating agent, and
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separating the DNA products of said incubating reaction
according to their size, whereby at |east a part of the
nucl eoti de base sequence of said DNA nol ecul e can be
determ ned. "

The exam ning division found that, contrary to the
requi renents of Article 76(1) EPC, the clainmed subject-
matt er extended beyond that of the parent application
as filed because claim1l nowreferred to the feature "a
processivity of |ess than 500 bases”, while the
application as filed referred to a processivity of at

| east 500 bases.

In their statenment of grounds of appeal, the appellants
essentially submtted that there was no [imtation in
the description of the parent application to a
processi ve pol ynerase that renai ned bound for at | east
500 bases. In this respect, they referred in particul ar
to page 3, lines 20 to 33 and to the passage bridging
pages 7 and 8. They requested oral proceedings in the
event that the board was not persuaded by their
argunents.

On 24 July 2000, the board summoned the appellants to
oral proceedi ngs and i ssued a comruni cation pursuant to
Article 11(2) of the Rules of Procedure with the

provi sional view of the board on the matter.

On 20 Cctober 2000, the appellants infornmed the board
that they would not attend the oral proceedings.

Oral proceedi ngs took place on 23 Cct ober 2000, no one
bei ng present on behalf of the appellants.

The appell ants requested in witing that the decision
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under appeal be set aside and that the matter be
remtted for further prosecution on the basis of the
clainms on file.

Reasons for the Deci sion

Article 76(1) EPC
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The parent application as filed, although referring to
different prior art polynerases in the passage bridging
pages 7 and 8 relied upon by the appellants, is

unanbi guous in stating in the same passage (cf page 8,
lines 4 to 7) that the pol ynerases "such as those of
the present invention, will remain bound for at | east
500 bases and preferably at |east 1,000 bases under

sui tabl e environnental conditions"” (enphasis added).
Only when referring to a pulse step for the purpose of

| abelling the prinmer, the parent application as filed
refers to the use of conditions in which the pol ynerase
does not exhibit its processivity (cf page 3, lines 26
to 29; cf also page 40, lines 27 to 32). The passage of
t he description on page 41, lines 11 to 22 refers to a
chase step carried out under specific conditions such
that "DNA synthesis is termnated after an average of
50- 600 bases".

Not hing in the parent application as filed supports a
sequenci ng nmethod according to claim1 in which "a
processi ve DNA pol ynerase having a processivity of |ess
t hat 500 bases"” is used. This "cut-point" has been
arbitrarily created in the present divisional
application as it cannot be derived directly and

unanbi guously from and is not consistent with, the
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di sclosure in the parent application. Thus, in the
board's judgenment, the application was correctly
rejected under Article 76(1) EPC by the exam ni ng
di vi si on.

For these reasons it is decided that:

The appeal is dism ssed.

The Registrar: The Chai r person:

U. Bul t mann U. Ki nkel dey
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