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Summary of Facts and Subm ssi ons

Thi s appeal is against the decision of the Exam ning
Division to refuse European patent application
No. 92 305 851.5.

1. The Exam ning Division argued that the subject-matter
of claiml filed on 22 August 1996 was not new havi ng
regard to the docunent

D4: EP- A-0444918.
L1, Claim1l read as follows (omtting the reference signs):

A video coder for conpressing the data anmount of input
vi deo data and encoding said input video data, the

vi deo coder conpri sing:

encoder neans for encoding said input video data in
accordance with a coding paraneter to provide first
coded vi deo dat a;

control neans for varying in response to said first
coded video data said coding paranmeter which is
necessary for the processing by said encoder neans to
forma varied coding paraneter; and

menory neans for storing said varied coding paraneter
characterised by:

means for storing said input video data; and
characterised in that said encoder means encodes again
at least a portion of said input video data stored in
said neans for storing and identical to that encoded to
produce said first coded video data in accordance with
said varied coding paraneter to provide second coded
vi deo dat a.
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The patentee appeal ed agai nst this decision. On

14 August 1998, together with the grounds of appeal, a
set of clains 1 to 9 relating to an auxiliary request
were filed.

Claim 1 according to this request contai ned
additionally the feature that the coding paraneter

i ncludes frame structure information which specifies
one of an intraframe coding systemand a predictive
coding systemfor every frane of said input video data.

The appel |l ant has argued that the invention is a coder
for conpressing video data whereas in D4 only inmage
data, such as a colour still picture, are processed.
The part of D4 relied on by the Examning Division did
not suggest that noving pictures could be processed in
t he descri bed way.

The appel | ant requests that the decision under appeal
be set aside and that a patent be granted on the basis
of the clainms filed on 22 August 1996 (main request) or
on the basis of the clains filed on 14 August 1998
(auxiliary request). Unless at |east the auxiliary
request is allowed or remtted for further prosecution,
oral proceedi ngs are request ed.

Reasons for the Decision

2260.D

Claim1l of the main request corresponds to the main

cl aim consi dered by the Exam ning Division. As set out
inthis claim the invention is a video coder for
conpressing and encodi ng video data. This is done in
accordance with a "codi ng paranmeter”. Depending on the
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result of a first coding step, the value of the coding
paranmeter may be varied and the coding perforned a
second tinme on the same input data. In this way the
final result can be optim sed.

The prior art

The Examning Division referred only to the docunent
D4, and in particular to the introductory description
of the prior art at that tine.

Novel ty

As acknow edged by the appellant, D4 is prior art
according to Article 54(3) EPC. This neans that the
docunent cannot be considered in deciding whether the

i nvention involves an inventive step (Article 56 EPC,
second sentence). Thus the present decision will deal only
with the issue of novelty.

The Exam ning Division held that all the features of
claiml1 are known fromD4. This is denied by the
appel l ant, who has argued that the passage in D4 relied on
by the Exam ning Division (colum 1, lines 13 to 41) does
not concern "video data ie noving pictures”.

The Board, however, takes the view that the term "vi deo"
does not necessarily inply "nmoving pictures” but can al so
be used in particular for still pictures. The word in
itself only inplies visual information, often as opposed
to audi o i nformation.

Furthernore, even if the word "video" in claim1l of the
present application were taken to nean "noving pictures”,
it is doubtful whether this feature would serve to define
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the matter for which protection is sought, which is an
apparatus. As also the Exam ning Division observed,
claiml1 fails to define any particul ar features which
l[imt the video coder to noving pictures and therefore the
cl ai med apparatus is only suitable for processing data
representing noving pictures. The nere information content
of a signal cannot normally Iimt an apparatus to which
the signal is applied.

For the reasons given the Board is not able to accept the
argunent ati on of the appellant. Thus, the invention is
regarded as not new and the mai n request nust be rejected.

The auxiliary request

Claim1 of the auxiliary request corresponds to claim3 of
the set of clains considered by the Exam ning Division. A
novel ty objection based on D4 has not been rai sed agai nst
this claimand the Board sees no reason to do so either.
It is therefore decided that the invention as defined by
claim1l of the auxiliary request is new with respect to

t he docunent D4.

The application is not yet ready for grant, in particular
because the description has not been adapted to the clains
of the auxiliary request and contains no acknow edgenent
of D4. The case is therefore remtted to the first

i nstance for further prosecution.

Since the appellant's auxiliary request is not refused
there is no need to hold oral proceedings before the
Boar d.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The main request is refused.
3. The case is remtted to the first instance for further

prosecution on the basis of the auxiliary request.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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