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Summary of Facts and Subm ssi ons

2046.D

This is an appeal by the proprietor of European Patent
No. 0 478 352 against the decision of the Opposition
Division to revoke the patent.

The respondent had opposed the patent on the ground
that the invention was not new or did not involve an
inventive step having regard to the docunents

D1: | BM Techni cal Disclosure Bulletin, Vol. 33, No. 2,
p. 225, and

D2: JP-A-62 97463 (translation and English abstract).

The patent proprietor (appellant) had argued that the
opposition was not sufficiently reasoned and therefore
i nadm ssi ble. Furthernore, the cited docunents did not
di scl ose the invention or render it obvious.

The Opposition Division held that the opposition was
adm ssi ble and that the subject-matter of claim1 as
anmended according to the main request ("Annex 1" to the
deci sion) and according to the first to third auxiliary
requests (Annexes 2 to 4) was not inventive over Dl or
over a conbination of DL and D2.

Claim1 of the main request ("Annex 1") read as follows
(omtting the reference signs):

A nmethod for operating an el ectronic reprographic
system conprising the steps of:

- scanning a set of original docunents which are to be
treated within a single print job,

- electronically storing the scanned i mage data of the
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job in a nenory in the formof an inmage file, said
image file conprising i mages of the scanned docunents,
- converting the inmages to el ectronic pages for
printing,

- nonitoring the systemfor interruption in scanning
prior to conpletion of scanning of the job, wherein

- the images of the successfully scanned docunents of
the job are retained in operator-accessible nmenory upon
detection of the scanning interruption, to enable
access to the stored i mages when scanning of the set
has been interrupted prior to conpletion of the job,
and

- displaying a last imge stored in nenory when an
interruption in scanning is detected.

| ndependent claim 7 was directed to a corresponding
"apparatus for operating an el ectronic reprographic
systeni.

\Y/ The patent proprietor |odged an appeal against this
deci sion. He requested nmai ntenance of the patent based
on the main request or on the first auxiliary request
consi dered by the Qpposition D vision.

VII. In a comuni cation pursuant to Article 11(2) of the
Rul es of Procedure of the Boards of Appeal, the
Rapporteur expressed the prelimnary opinion that D2
seened to be closer to the invention than D1.

VIII. On 29 May 2000 the appellant filed clains 1 and 7 of a
new second auxiliary request.

I X. Oral proceedings before the Board were held on 27 June

2000. During the proceedings the appellant re-instated
the last two auxiliary requests considered by the

2046.D Y A
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Qpposition Division (corresponding to "Annex 3" and
"Annex 4" respectively of the decision under appeal).
These requests are here referred to as the third and
fourth auxiliary requests.

The appel |l ant nai ntai ned that the opposition was

i nadm ssi bl e and argued that neither D2 nor D1 rendered
the invention obvious. Specifically it was argued that
as D2 did not relate to reprography, the skilled person
concerned with a problemin the field of reprography
woul d not consider it at all. Even if the skilled
person shoul d consider D2, the description given in D2
was not adequate for a skilled person to understand how
t he devi ce descri bed worked, and so he would disregard
D2 also for this reason

The respondent deni ed that the opposition was

i nadm ssi ble and argued that the main clains of all of
the appellant's requests were unacceptable for |ack of
an inventive step.

The appel | ant requested that the decision under appeal
be set aside and that the opposition be rejected as

i nadm ssi ble or that the patent be maintained on the
basi s of:

- as main request or first auxiliary request with
claims 1 and 7 of Annex 1 or 2 respectively of the
deci si on under appeal and clains 2 to 6 as granted, or
- second auxiliary request with clains 1 and 7 filed
29 May 2000 and clainms 2 to 6 as granted, or

- third and fourth auxiliary requests with claim1 of
Annex 3 or 4 respectively of the decision under appeal
and clains 2 to 6 as granted.

The respondent requested that the appeal be dism ssed.
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Reasons for the Decision

1

1.2

Adm ssibility of the opposition

The appellant is of the opinion that the notice of
opposition did not conply with Rule 55(c) EPC since it
did not explain in detail why the invention would be
obvious in view of D1 and D2. This woul d have been
necessary in particul ar because of the general
obscurity of D2.

The Opposition Division held that the opposition was
adm ssible, and the Board agrees. It is true that the
notice of opposition is unusually short - about one
page - and that each of the cited docunents is dealt
with in a fewlines only. However, Dl is just one page
long and D2 five pages |ong. Both docunents are clearly
relevant and it is indicated in the grounds of
opposition what feature in the prior art docunents is
identified wwth the key feature of the invention. Under
t hese circunstances there is no doubt about the

opposi tion bei ng adm ssi bl e.

The appellant's main request

2.

2046.D

The i nventi on

The invention according to claiml1 is a nethod for
operating an el ectronic reprographic system During
scanning of a set of original docunents which are to be
treated as a single print job, it can happen that a
fault occurs, leading to an interruption of the
scanning. It may then be difficult or inpossible for
the operator to find out how many docunments have been
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successfully scanned. The problemto be solved can thus
be stated as being to facilitate the operator's task
after an interruption of scanning. It should be noted
that this problemhas no particular relation to the
fact that the scanning is part of a nethod of operating
an el ectroni c reprographic system

According to claiml1, this problemis solved by

di spl aying the | ast image which has been scanned and
stored in nmenory when an interruption is detected. The
scanni ng can then be resuned fromthat point. Again the
solution has no particular relation to the fact that
the scanning is part of a nethod of operating an

el ectroni c reprographic system

The prior art

D2 di scl oses a scanner for converting imges of
docunents to binary data which are conpressed and
stored in nenory. Typically a nunber of docunents are
processed in one go. If there is an interruption the
operator can press a button to display the | ast inage
whi ch was forwarded to nmenory. The express aimis to
avoi d overlaps or omssions in the stored data. It is
not stated in D2 what further use is to be nmade of the
scanned i mages.

The appellant has criticized D2 as having a description
so i nadequate that the skilled person would not know
what to do. This criticismis not justified. The
concept that if there is an interruption the operator
shoul d be provided with a button he can press to

di splay the | ast image which was forwarded to nenory,
so that he knows where to restart the scan is clearly
di scl osed, and putting this concept into practice is
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clearly within the know edge of the skilled person. At
wor st on reading D2 the skilled person m ght have
doubts as to whether he had exactly reproduced the
enbodi nent that the authors of D2 were describing, but
he woul d have no doubts that he could provide a
functional equivalent.

D1 di scl oses a nmethod for recovery of a print
transaction. In case of a failure the data to be
printed and transaction processing information stored
in RAM are displayed. By conparing the print-out with
t he di spl ayed data an operator can determ ne from what
point the printing should be resuned.

Novel ty over docunments cited by respondent

D2 describes only a scanning process and therefore does
not relate to a reprographic system at |least as this
expression is used in the patent in suit, nanely for a
systemincluding a scanner and printer. A nunber of
"not ebook tickets" (understood as "forns", the word
used in the corresponding English abstract) are scanned
consecutively and can thus be regarded as a scan "job",
but not necessarily as a "print job", as clained.
Scanned data are stored in nenory ("higher ranking
menory"). Since printing is not nmentioned, there is no
menti on of any conversion to el ectronic pages for
printing. The systemis nonitored for interruption in
scanni ng by neans of a nenory 11, a section of which is
capable of storing the |atest scanned image in turn
(taken to nean data corresponding to one forn. The
menory 11 does not sinultaneously retain all of the
successfully scanned i mages, though these are retained
in the higher ranking nenory. What is displayed (on
pressing a "final image display button”) is the |ast
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image in nenory 11.

The features printed in bold above represent
di fferences between the subject-matter of claim1 and
D2. Therefore the invention is new over D2.

Dl is concerned with a recovery process where printing
is interrupted, but is not concerned with how the print
data i s obtai ned, whether possibly by scanning or

ot herwi se. Thus the features in the claimrelating to
scanni ng make it new over DL.

| nventive step

As acknow edged in the introduction to the patent in
suit (colum 1, lines 13 to 19) reprographic systens
treati ng docunents on a "job" basis were known at the
priority date of the patent in suit. These systens work
in the way that a series of docunents are scanned,
stored, read out and printed. Once a docunent is
scanned, it can be printed in any nunber of tines or
processed in any nunber of ways, e.g. words deleted or
added. Thus the scanned document nust be retained in a
menory accessible to the operator.

G ven the problemof facilitating the operator's task
after a scanning fault has occurred in such a
reprographic system the skilled person would naturally
consi der existing docunents concerned with restorative
action after a scanning fault, and so consider D2. That
D2 does not nention printing is irrelevant: the probl em
to be solved is not concerned with the printing stage
but with the scanning of docunents stage. \Wen
considering inventive step, as opposed to novelty, it
is perfectly legitimate to consider docunents relating
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only to the area in which the problem occurs, here
scanning, even if the docunents are not explicitly
concerned with the whol e process clained, here
reprography including printing.

D2 will imrediately suggest to the skilled person, the
solution of providing a nenory for each successive | ast
i mge scanned by the scanner, and the provision of a
button the operator can press to display the |ast inage
whi ch was forwarded to that nenory, so that he knows
where to restart the scan.

I n accordance with the suggestion of D2 al ready scanned
docunents will be retained in nmenory upon detection of
scanning interruption. This nmenory will in accordance
wi th the acknow edged prior art be operator-accessible.
Claim1 does not exclude the use of an internediate
storage nenory as in D2 for the |last scanned i nmage, but
in any case the exact way in which the feature is

provi ded seens only a choi ce between routine variations
i nvol ving no inventive skill.

By reference to D2 the skilled person will in an
obvious way arrive at a solution as clainmed in claim 1.

The appel |l ant has furthernore pointed at a nunber of
obscurities in D2 which are allegedly so serious that
t he docunent should be entirely disregarded.

The Board, however, takes the view that any information
which is clearly expressed in D2 has been nade

avai lable to the public even if other passages would
per haps have to be negl ected because of obscurity. In
particular, there can be no doubt about D2 proposing to
display "the |last inmage" even if - as the appellant has
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argued - there may be doubts about what "the | ast

i mage" exactly nmeans: it could be either the |ast
correct image or the inmage being scanned when the error
occurred. However, the operator would know what i nmage

i s displayed and act accordingly. The aimof finding
the point of interruption would be attained in either
case. The exact choice of inage to be displayed is
therefore arbitrary and not indicative of an inventive
st ep.

It follows that the appellant's nmain request nust be
ref used.

The appellant's first auxiliary request

2046.D

According to claim1l of the first auxiliary request the
nmet hod additionally conprises the steps of "sending the
converted images to a printer section for printing" and
"purging the sent imges fromnmenory to nake room for
new i mage data".

These features can only be treated as already known in
t he acknow edged prior art. Sending the converted
images to a printing section for printing nust
inevitably occur if printing is to take place. As every
menory for scanned images will finally be filled, a
purgi ng step of inmages already sent for printing wll

i nevitably be necessary at sone stage if the apparatus
is to remain useful. The addition of these features to
the claimdoes not alter the problemto be sol ved. Wen
nodi fying the prior art by reference to D2 to solve the
probl em these features of the prior art will be

retai ned. Therefore for the reasons already stated in
connection with the main request claim1l of the first
auxiliary request nust al so be considered as obvi ous.
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The appellant's second auxiliary request

Apart froma nunber of pure reformulations claim1 of
this request adds the feature of "selecting an i mage
stored last in said operator-accessible nmenory". This
feature is believed to be present in D2 since the
operator selects - by pressing a button - the inage

| ast scanned and stored. Thus this claimis obvious for
the sane reasons as given for claim1l of the main
request .

The request is thus not allowabl e.

The appellant's third auxiliary request

10.

2046.D

According to this request, the inmage data are stored
"together with scanner state information”, which
informati on may be used "for systemrecovery". In D2

t he storage of the |last scanned image in nmenory 11,
together with the storage of all the scanned inmages in
hi gher nenory appears already to neet the requirenent
for storage of scanner state information which may be
used for systemrecovery, if the termscanner state
information is given a broad interpretation.
Accordingly on the sanme argunents as for claim1l of the
mai n request, claiml1l of the third auxiliary request
too i s obvious.

However even if the term "scanner state information”
were given sone nore limted neaning, the know edge
that the skilled person can be presunmed to have about
recovery operations in conbination with the argunents
al ready set out above in relation to claim1l of the
mai n request | eads to the sanme concl usi on of

obvi ousness. As pointed out in the decision under
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appeal by the Opposition Division, Dl discloses
"transaction processing information" stored i n RAM
together with the data to be printed. The printer can
access this information. Al though D1 concerns a printer
wi t hout a scanner the Board finds that the idea of
storing state information, which allows a device to
continue to operate in the same manner after an
interruption has occurred, is recognizably of a general
character. The skilled person would thus apply it also
to each recovery process for a nmulti-stage process, and
thus also to recovery in relation to the scanning stage
in a reprographic process involving both a scanning and
a printing stage as now cl ai ned.

The request is thus not allowabl e.

The appellant's fourth auxiliary request

11.

12.

2046.D

Claim 1 according to the fourth auxiliary request adds
to the third auxiliary request the feature of
"requesting the user to state whether a cancel or save-
recovery operation should be carried out”.

It woul d obviously be highly inconvenient if a user
were conpelled each tinme to have the save-recovery
operation of the scanner carried out, even though he
preferred to start again. The option given the user by
the feature added in claim1l of the fourth auxiliary
request over the claim1l of the third auxiliary
request, thus nerely seens the normal, nost user-
friendly way of inplenenting the recovery feature
already required by claim1 of the third auxiliary
request. This inplenmentation is obvious. Thus for the
reasons stated in relation to the third auxiliary
request, claiml of the fourth auxiliary request is
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al so obvi ous.

The |l ast request is thus not allowable either.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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