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Summary of Facts and Subm ssi ons

3092.D

The appeal is fromthe decision of the Qpposition

Di vision to revoke European patent No. 0 530 358, which
was granted in response to European patent application
No. 92 909 214.6, which was based on the internationa
appl i cation PCT/US92/ 02215, published under nunber

WD 92/ 16462.

The deci si on under appeal was based on four sets of
amended cl ains according to a main request and
auxiliary requests 1 to 3, filed on 25 June 1998 duri ng
oral proceedings. The main request was refused on the
ground that the subject matter of claim 1l thereof was
insufficiently disclosed (Article 100(b) EPC). The

i nsufficiency objection related to insufficiencies in

t he cal ci um phosphate inhibition test as defined in
claiml1l then on file, concerning a nethod of inhibiting
the precipitation in an agueous system of cal ci um
carbonate or cal cium phosphate conprising the treatnent
of the aqueous systemw th a specific polyaspartic
acid. The first auxiliary request was refused on the
ground that claim1l thereof was extended beyond the
protection conferred (Article 123(3)EPC). Auxiliary
requests 2 and 3 were refused on the ground that
claim1l thereof was anended in such a way that it
cont ai ned subj ect-matter which extended beyond the
content of the application as filed

(Article 123(2) EPC).

Wth the statenment of grounds of appeal, the appell ant
submtted two sets of anended clains 1 to 5 as main and
auxiliary request. Later in the proceedings the first
clains of these sets were again anended.
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Caim1 of the main request dated 8 January 1999 reads
as follows:

"A pol yaspartic acid conposition having a wei ght

aver age nol ecul ar weight (Mvy) within the range of 1,000

to 5,000 as determ ned by gel perneation chromatography

usi ng polyacrylic acid standards of Mwv 2000 and 4500

and having 65 to 80% a&-formand 20 to 35% &-form

obt ai nabl e by

(a) heating powdered L-aspartic acid to at |east 188°C
(370°F) to initiate a condensation reaction, then

(b) raising the reaction tenperature to at |east 216°C
(420°F),

(c) maintaining the tenperature at at |east 216°C
(420°F) until at |east 80% conversion to
pol ysucci ni m de has occurred, and

(d) hydrolyzing the polysuccinimde with a base until
the pH has been raised to 9.5 and a clear solution
has been forned."

The respondent did not raise any objections to the
anended clains filed at the appeal stage. Wth the

| etter dated 27 April 1999 the respondent w thdrew the
opposi tion.

The appel | ant (patentee) requested that the decision
under appeal be set aside and that the patent be

mai ntai ned in anended formon the basis of the clains
according to the main request or auxiliary request
dated 8 January 1999, filed with the letter of the sane
dat e.
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Reasons for the Deci sion

1

2.1

2.2
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The appeal is adm ssible.

Mai n request

Amendnents (Article 123 EPQ)

Clains 1 to 5 are based on clains 6 to 10 as granted
with the anendnents in clains 1 and 4 that in step (d)
the polysuccinimde is hydrolysed with a base until the
pH has been raised to 9.5 and a clear solution has been
formed, and the anendnent in claim11 that the nol ecul ar
wei ght is determ ned by gel perneation chronatography
usi ng pol yacrylic acid standards of Mwv 2000 and

Mv 4500. The anmendnent in step (d) is based on page 3,
lines 55 to 56 of the patent in suit and has been

di scl osed on page 5, lines 24 to 26 of the original PCT
application. The anmendnent concerni ng the nol ecul ar

wei ght neasurenent is based on page 5, lines 47 to 51
of the patent in suit and has been disclosed in the
original PCT application page 10, lines 1 to 11. The
amendnents limt the scope of the correspondi ng cl ai ns
as granted. The amendnents are therefore in agreenent
with the requirenents of Article 123 EPC

Sufficiency of disclosure (Article 83 EPQC

The insufficiency objection in the contested decision
related to a test used to define a polyaspartic acid
suitable as a precipitation inhibitor. In the present
clainms the polyaspartic acid is defined in agreenent
with claim6 as granted, independent from such a test.
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The insufficiency objection therefore does not apply to
the present clains. The Board has no doubt that the
conposi tions now cl ai red can be obtained by a person
skilled in the art so that the requirenents of

Article 83 EPC are fulfilled.

Novel ty

Present clains 1 to 5 are based on clains 6 to 10 as
granted. Since novelty of clains 6 to 10 as granted has
never been at issue in the opposition proceedings, the
Board has no power to exam ne the novelty of present
claime 1 to 5; cf G 10/91

I nventive step

The issue of inventive step of the subject matter of
present clains 1 to 5 has never been treated neither in
t he deci sion under appeal nor in a previous

comruni cati on of the Qpposition Division. According to
the mnutes this issue was al so not discussed during
oral proceedings before the Qpposition Division. Under
t hese circunstances the Board does not consider it
appropriate to decide this issue at this stage of the
procedure and uses its power under Article 111(1)EPC to
remt the case to the OQpposition Dvision for further
prosecuti on.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Qoposition Division for
further prosecution.

The Regi strar: The Chai r man:

S. Hue R Spangenberg
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