BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMI'S OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen

DECI SI ON
of 22 March 2001

Case Nunber: T 0951/98 - 3.2.1
Application Nunber: 93104678. 3
Publ i cati on Nunber: 0562519

| PC: B60J 7/ 057

Language of the proceedings: EN

Title of invention:
Operating device for a sunroof

Pat ent ee:
ZANI S. R L.

Opponent :
FARMONT Produktion GrH & Co. KG

VWESTMONT Techni k GrbH & Co. KG

Headwor d:

Rel evant | egal provi sions:
EPC Art. 84, 123(2), 123(3)

Keywor d:

Deci sions cited:
T 0260/ 85

Cat chword

EPA Form 3030 10.93



9

Européaisches European
Patentamt Patent Office
Beschwerdekammern Boards of Appeal

Office européen
des brevets

Chambres de recours

Case Nunber:

Appel | ant :

(Proprietor of the patent)

Repr esent ati ve:

Respondent

(Opponent 01)

Represent ati ve:

Respondent

(Opponent 02)

Repr esent ati ve:

Deci si on under

Conposi tion of

Chai r man:
Menber s:

F.
M
p

T 0951/98 -

3.2.1

DECI SI1 ON

of the Technical Board of Appeal 3.2.1

appeal :

t he Board:

Gunbel
Ceyte
Mihl ens

of 22 March 2001

ZANI S.R L
via G Mneli, 10
| - 25066 Lunmezzane (Brescia) (1M

Lusuardi, Werther G ovanni, Dr.
Dr. Lusuardi AG

Kreuzblhl strasse 8

CH 8008 zirich (CH

FARMONT Produktion GrbH & Co. KG
Bl onber ger Wg 6a
D- 13437 Berlin (DE)

Met man, Karel Johannes

De Wries & Metman

Overschi estraat 184

NL- 1062 XK Amsterdam  (NL)

WESTMONT Techni k GrbH & Co. KG
WIllstatterstrasse 6
D- 40549 Dissel dorf (DE)

Schumacher, Horst, Dr. Dipl.-Phys.
Koni g- Pal gen- Schumacher - Kl ui n

Pat ent anwdl t e

Fruhli ngstrasse 43A

D- 45133 Essen (DE)

Deci sion of the Opposition Division of the
Eur opean Patent O fice posted 30 July 1998
revoki ng European patent No. 0 562 519 pursuant
to Article 102(1) EPC.



- 1- T 0951/ 98

Summary of Facts and Submn ssions

0545.D

The appellant is the proprietor of European patent
No. 0 562 519 (application No. 93 104 678.3).

The patent was opposed by the respondents | and |
(opponents 01 and 02) on the grounds of added subject-
matter under Article 100(c) EPC and insufficiency of
di scl osure under Article 100(b) EPC

By its decision posted on 30 July 1998 the Qpposition
Di vi sion revoked the European patent arguing that the
generalization of the term"toothed circular segnents
(14) engaged with racks" in claiml1 as originally filed
to "rotating drawi ng neans" or "draw ng nmeans" did not
nmeet the requirenent of Article 123(2) EPC.

An appeal against this decision was filed on

19 Septenber 1998. The appeal fee was paid on the sane
day and the statenent of grounds of appeal was filed on
12 Novenber 1998.

In response to two communi cations by the Board the
appel | ant (patentee) now requests that the decision
under appeal be set aside and the patent be naintained
as granted with the follow ng anendnents in claim1:

- at lines 48, 49, colum 4, amend "and wth
rotating drawi ng neans (27)" to read "and with
rotati ng neans (14) engaged with racks (27)";

- at lines 4 to 6, colum 5, anmend "at one end, with
nmeans engaging with said drawi ng neans” to read
"at one end, with said rotating neans (14) engaged
with said racks (27)".
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The respondents requested that the appeal be di sm ssed.

I n support thereof they nade essentially the foll ow ng
submi ssi ons:

(i) Contrary to the appellant's contention, there is
no basis in the application as originally filed
for the replacenent of the term"toothed circular
segnents (14) engaged with racks” in claim1l as
originally filed by "rotating neans (14) engaged
Wi th racks (27)".

The nere fact that as a result of the engagenent
of the racks with the toothed circular segnents,
the latter are said to "rotate" is not a
sufficient basis for the proposed anendnent. A
skill ed person would not derive fromthe origina
di scl osure that sonething different than toothed
circular segnents could have been neant. It
follows that such anmendnent contravenes

Article 123(2) EPC

(ii) Furthernore, according to e.g. "The New
I nternational Webster's Dictionary of the English
Language" 1995 Edition a "rack™ is a "bar or rai
With teeth which gear into those of a cogwheel or
wor ni'.

The proposed wording "rotating nmeans" is inproper
to define the toothed circular segnent which
meshes into the rack and therefore also | acks
clarity (Article 84).

By letter of 11 August 2000, the respondent | wthdrew
its request for oral proceedi ngs. Respondent Il did not
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answer to the Board's first conmunication requesting
clarification whether it still maintains its subsidiary
request for oral proceedings and did not take any part
in further discussion of the case. The Board
understands this as neaning that it is no | onger
interested in oral proceedings.

Reasons for the Deci sion

1

0545.D

The appeal is adm ssible.

It is solely concerned with the issue of added subject-
matter under Article 123(2) and 100(c) EPC which was
the sole ground for the revocation of the patent.

Consequently, the sole question at stake in the present
appeal is whether the generalization of the term
"toothed circul ar segnents (14) engaged with racks
(27)" inclaim1 as originally filed to "rotating nmeans
(14) engaged with racks (27)" is allowabl e under
Article 123(2) EPC

Generally speaking, it is necessary for the purpose of
ascertai ning whet her a generalization of a specific
feature nmay or not violate Article 123(2) EPC to
determ ne whether there is a basis in the application
as originally filed for such generalization:

The description and the drawings as originally filed
clearly disclose a toothed rack (27) and a toothed
circular segnent (14) adapted to gear in neshing
engagenent with said toothed rack, for rotating the
| ever (13) formed integral with the toothed circular
segnent (see in particular Figures 1 and 3).



0545.D

- 4 - T 0951/ 98

It is expressis verbis stated that "during pulling of
the trucks the toothed segnents (14) rotate on the rack
(27), the levers (13) rise" (page 7, lines 1 to 3 of
the application as filed). There is thus no doubt that
the function of the toothed segnent (14) is "to rotate”
the lever (13) in order to raise or lower it. Hence
there is a clear basis in the application as originally
filed for "rotating neans (14)" whose function is to
rotate the clainmed | ever (13).

It is also observed that rack and pinion nmechani sns

i ntended for transform ng a sliding novenent of the
rack into a rotation of the pinion or gear-wheel are
well known to the skilled person in the field of
nmechani cs and thus are common general know edge. As a
consequence, the skilled person would i medi ately
understand that a rotating nmeans which co-operates with
a rack is necessarily a toothed rotating neans whose
teeth or simlar nenbers are adapted to gear in neshing
engagenent with the toothed rack. He would al so
understand that for fulfilling this function it is not
essential that this rotating neans is strictly circular
and that it is a segnent (as opposed to a full circle).

According to the case | aw of the boards of appeal, it
is not permssible to delete from an i ndependent claim
a feature which is in the application as originally
filed disclosed as being an essential feature of the

i nvention (see T 260/85 QJ EPO 89, 105). However, in
the case to be decided, the feature "toothed circul ar
segnents (14) engaged with racks (27)" is not

conpl etely del eted but replaced by the nore genera
wor di ng, "rotating neans (14) engaged with racks (27)"
whi ch is adequately supported by the patent application
as originally filed, as outlined above.
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For the above reasons the Board concl udes that the
above anendnent neets the requirenent of Article 123(2)
EPC

Since, the terns "rotating drawi ng neans (27)" and
"means engaged with drawi ng neans (27)" in granted
claiml are replaced in present claiml1l by the nore
restrictive wording "rotating neans (14) engaged wth
racks (27)", the requirenent of Article 123(3) EPCis
al so conplied wth.

Finally, the term"rotating neans” is appropriate for
defining the neans for rotating the lever (13) which
according to claim1l is provided, at one end, on said
rotati ng neans. Thus contrary to the respondents'
subm ssions this wording conplies with the clarity
requi renent of Article 84 EPC.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as granted but subject to
the amendnents in claim1l according to the appellant's
request (see point |V above).

The Regi strar: The Chai r man:

S. Fabi ani F. Gunbel
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