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Summary of Facts and Subm ssi ons

1155.D

This appeal lies fromthe decision of the Exam ning
Di vi sion refusing the European divisional patent
application No. 94 117 530.9, published under
nunber 0 647 643, and relating to bis(3,4-dialkyl-
benzyl i dene) sorbitol acetals and conpositions
containing the sane.

The deci sion was based on Clains 1 to 13 submtted on
29 April 1998, Cains 1 and 2 reading as foll ows:

"1. Bis(3,4-dialkyl benzylidene)sorbitol acetals of the
f or mul a:

in which R and R, are each nethyl or together forma
carbocyclic ring containing up to 5 carbon atons

(7 carbon atons including the two carbon atons on the
phenyl rings)."

"2. The bis(3,4-dial kyl benzylidene)sorbitol acetals of
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Caim1l wherein R, and R, are each nethyl."

The Exam ning Division held, that the subject-matter of
these Cains 1 and 2 | acked novelty in view of docunent

(B) JP-B-61-5497.

The Appel |l ant defended in his statenent of grounds of
appeal that the subject-matter of said set of clains
was novel. Moreover, by a letter submtted on 8 March
1999, as well as three experinental reports attached to
this letter, he also argued that the subject-matter of
t he present clains involved an inventive step.

Observations under Article 115 EPC were filed on

13 Cctober 1998 and on 23 March 1999 on behal f of New
Japan Chem cal Co., Ltd. According to these
observations, the clained subject-matter |acked novelty
in view of said docunent (B), because the product of
the preparation exanple having a nelting point of 247°C
corresponded to the conpound 3, 4- DVMDBS of the patent
application in suit. This novelty objection was
supported by a test-report submtted on 15 May 1996 in
case nunber T 54/98 concerning the parent patent
application for the claimed subject-matter, nanely the
experinmental report made by the Osaka Minici pa
Techni cal Research Institute, i.e. the so-called OMIRI -
report.

The Board comruni cated to the Appellant by tel ephone on
26 March 1999, that it had cone to the provisiona

concl usion that the subject-matter of the present
clainms was novel, and that it contenplated remtting
the case to the first instance for further prosecution.
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By a letter filed on 29 March 1999, the Appel |l ant
submtted in reply that he hoped that the exam nation
on inventive step could be done by the Board. In this
context, he submtted essentially that the Applicant
was very interested in an early final decision in view
of w despread commercial activities of unauthorised
third parties.

Oral proceedi ngs before the Board were held on 30 March
1999.

During these oral proceedings the Appell ant requested
finally that the decision under appeal be set aside and
that the application be remtted to the EPO s conpet ent
Exam ning Division on the basis of the clains submtted
on 29 April 1998.

At the conclusion of the oral proceedings the Board's
deci si on was pronounced.

Reasons for the Deci sion

1

1155.D

The appeal is adm ssible.

The substantive issue to be dealt with is whether the
subject-matter of Clains 1 and 2 is novel in view of
docunent (B).

In this context, the Exam ning Division concluded in

vi ew of docunment (B) that the group of conpounds as
clained in the patent application in suit, in which R
and R, of the general fornula together forma carboxylic
ring, were novel. Since the Board sees no reason to
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disagree with this point of view, the only question to
be answered i s whet her docunent (B) takes away the
novel ty of the compound 1, 3: 2, 4-bis-0 (3, 4-dinet hyl -
benzyl i dene)sorbitol (3,4-DVDBS) as clained in Cains 1
and 2.

Docunent (B) discloses a group of conmpounds of the
formul a

wherein Ris an al kyl group having 1 to 3 carbon atons
and n is an integer of 2 to 3 (see page 3, line 21 to
page 4, line 2), which conpounds are suitable as

nucl eati ng agents in a crystalline polypropyl ene or
propyl ene copol yner.

In this context, it further discloses:
(1) that the kind, nunber and positions of the al kyl

groups in the general fornmula are not limted
(see page 4, lines 3, 4, 6 and 7),
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(i) t hat exanpl es of conpounds falling under the
scope of the general fornula are 2,4-, 2,5-,
3,4- or 3,5-disubstituted conpounds, 2,4, 5-,
2,4,6- or 3,4,5-trisubstituted conpounds, etc.
(see page 4, lines 4 to 6), and

(iii) that the compounds of the fornula include the
so-call ed asymmetri c conpounds (see page 4,
lines 8 and 9).

Sai d docunent (B) also discloses a preparation exanple

(see page 6, lines 8 to 22), reading as follows:

"A 3-liter four-necked flask equi pped with a
condenser having a decanter, a thernoneter, a gas inlet
and a stirrer was charged with 91 g of powdery
sorbitol, 5 g of water, 67 g of dinethyl benzal dehyde,
750 m of cycl ohexane, 30 M of DMF and 2 g of
concentrated sulfuric acid, followed by replacenent of
the air in the systemwth nitrogen. The stirring of
the m xture was commenced, and the m xture was heat ed
and mai ntained at 70 to 80°C as a whole, and the
condensation water distilled was renoved fromthe
reacti on system The reaction was conducted for
5 hours, and the resulting reaction m xture was
neutralised, washed with water and dried, giving a
product .

The obtai ned product (yield 80% was a 1.3, 2.4-
bi s(di net hyl benzyl i dene) sorbitol powder having a
purity of 95% Melting point = 247°C'

as well as and an exanpl e show ng nucl eating properties
(see page 6, line 23 to page 8), which concerns
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experinments using conpounds of the general fornula of
the symmetric type having as substituents: dinethyl,
trimethyl, diethyl and diisopropyl (see page 6, |ine 23
to page 7, last but one line, and in particular Table 1
on page 8).

The Exam ning Division held that the conpound 3, 4- DVDBS
| acked novelty in view of docunent (B) by arguing
essential ly:

(1) t hat according to the decision T 124/87
(QJ EPO 1989, 491), in exam ning novelty,
docunent (B) had to be considered as a whol e,

(i) that according to the preparation exanple
di net hyl benzal dehyde was used as a starting
conmpound, and that a skilled person in view of
the explicit disclosure of the 3,4-positions in
t he description would have reproduced this
exanpl e usi ng 3, 4-di net hyl benzal dehyde as the
starting conpound, inevitably arriving at the
3,4-DVDBS as clained in the patent application
in suit, and

(iii) that this point of viewwas in line with the
decision T 12/81 (QJ EPO 1982, 296).

In this context, the Board firstly notes that according
to the established case | aw of the Boards of Appea
regardi ng the exam nation of novelty, the teaching of a
cited docunent is indeed not confined to the detailed
information given in the exanples, but enbraces the

di scl osure of that docunent as a whol e. However, in
deci ding what can be directly and unanbi guously derived
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froma docunent, its different passages can only be
conbined if the skilled reader would see a good reason
for conbining them (see e.g. T 666/89, QJ EPO 1993,

495, and T 565/90, dated 15.09.92, not published in the
Ql) .

Furthernore, the Board notes that, according to said
case law, the novelty of an individual chem ca
compound falling under the scope of a general fornula
can only be denied if there is an unanbi guous pointer
to its individual configuration in the formof a
technical teaching (see e.g. T 12/81, nentioned above;
and T 7/86, OQJ EPO 1988, 381).

In the present case, the preparation exanple in
docunent (B) unanbiguously relates to the preparation
of a single conpound, nanely a 1.3, 2.4-bis(dinethyl-
benzyl i dene)sorbitol of the so-called symetric type
having a purity of 95% and a nelting point of 247°C,
i.e. a product which is unspecified with respect to the
posi tions of the methyl groups, using dinethyl-

benzal dehyde as one of the starting conpounds, i.e. a
starting conpound which is again not specified
regardi ng the positions of the nethyl groups (see
page 6, lines 12, and 20 to 22).

Furthernore, the passage of the description indicating
the 3,4-positions of the substituents, actually states
that: "Exanples of conpounds are 2,4-, 2,5-, 3,4- or

3, 5-di substituted conpounds, 2,4,5-, 2,4,6- or 3,4,5-
trisubstituted conpounds, etc." (see page 4, lines 4 to
6) .
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Thus, having regard to these rel evant disclosures, in
the Board's judgnent, it cannot be appropriate to
conbi ne the preparation exanple with the passage of the
description in question for identifying the starting
conmpound of the preparation exanple, because the
skill ed reader of docunent (B) would not see any reason
to select for this purpose the particular 3,4-positions
fromthe generic disclosure indicating at |east four
possi bl e positions in the formof an unlimted |ist,
nanely the 2,4-, 2,5-, 3,4- or 3,5-positions, while
suggesting that these four positions would be equally
sui t abl e.

However, even if the skilled person in readi ng docunent
(B) woul d have derived fromthe preparati on exanple and
the passage of the description in question that the
product of the preparation exanple could have the

net hyl groups at the 2,4-, 2,5-, 3,4- or 3,5-positions,
this conbi ned teaching would not provide himw th an
unanbi guous pointer to the individual configuration of
the starting conpound of the preparation exanple upon
whi ch the novelty of an individual product, |et al one

t he compound 3, 4- DNMDBS of the patent application in
suit, could be denied.

Furthernore, it is the Board's position that the
situation of present case is totally different from
that of the decision T 12/81, since according to this
deci sion a cl ai med conmpound | acks novelty, if it proved
to be the inevitable result of a process indicating the
starting conmpound and the process, whereas in the
present case - as follows fromthe considerations

above - the structure of the starting conpound of the
preparati on exanpl e could not be derived from docunent
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(B).

Thus, having regard to the above considerations, the
Board finds that the Exam ning Division's argunentation
as indicated under point 5 above concluding | ack of
novelty of the conpound 3, 4- DMDBS, conbi ning the
teachi ng of the preparation exanple with the
specifically nentioned 3, 4-positions, cannot be
accepted, and is clearly based on an unal | owabl e ex

post facto analysis of the content of docunent (B)

The Exami ning D vision also argued with respect to
docunent (B):

(1) that it followed fromthe exanples of this
docunent that the symetric conpounds are the
preferred ones,

(1) that by defining the substituent R as a
C- G, al kyl group (see page 4, line 1) the nethyl
substituted derivatives were explicitly
di scl osed, and

(iii) that 3,4-disubstituted derivatives were also
explicitly disclosed,

and that, therefore, the skilled person would concl ude
that the conpound 3, 4- DMDBS was known fromthis
docunent .

However, as indicated above (point 5.1, second

par agr aph), the novelty of an individual chemn ca
conpound cannot be denied if there is no unanbi guous
pointer to its individual configuration in the form of
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a technical teaching. Furthernore, the Board notes in
this context, that according to the established case

| aw of the Boards of Appeal entities of two lists

Wi thin the sanme docunent may not be conbined to derive
an individualised chem cal conpound (see e.g. the
decisions T 12/81 and T 7/86 nenti oned above).

In the present case, the general fornula in docunent
(B) (see point 4 above) conprises at |east three

variable entities, nanely:

- the definition of R as an al kyl group having 1 to
3 carbon atons,

- the definition of n as 2 or 3, and

- the positions of Rin the respective benzene rings
including positions |eading to so-called
asymmetri c conpounds.

Therefore, the reasoning of the Exam ning Division
denyi ng the novelty of the conpound 3, 4- DMDBS, as

I ndi cat ed under point 6 above, actually conprises at

| east a twofold selection fromtwo vari abl es, nanely
firstly the selection of nmethyl fromthe definition of
R as an al kyl group having 1 to 3 carbon atons, and
secondly the selection of the 3,4-positions fromthe
possi bl e positions on both benzene rings of the
substituents defined by R, and is therefore clearly in
contradiction to the established case | aw of the Boards
of Appeal on what is perm ssible when assessing

novel ty.

Furt hernore, according to the observations put forward
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by a third party under Article 115 EPC, the clai ned
subject-matter |acked al so novelty in view of the fact
that the product of the preparation exanple of docunent
(B) obtained in a yield of 80% and having a nelting
poi nt of 247°C woul d correspond to the conmpound 3, 4-
DVDBS of the patent application in suit.

In this context, the Board firstly notes that according
to the practice of the EPO a docunent takes away the
novelty of any clained subject-matter, if this is not
only unanbi guously, but also directly derivable from
that docunent, i.e. not nerely discernable with the aid
of or inthe light of the clainmed invention (see e.qg.

T 56/87, QJ EPO 1990, 88, and T 511/92, dated 27 My
1993, point 2.2).

In the present case, as follows fromthe above

consi derations, the skilled reader of docunent (B)

wi shing to identify the product of the preparation
exanpl e, would not see any reason to select the 3, 4-
positions fromthe generic disclosure of the possible
positions of the al kyl substituents. Thus, when trying
to identify the product of the preparation exanple
maki ng use of its nelting point of 247°C, it would be
necessary for the skilled person to envi sage
reproduci ng the preparation, each tinme starting from
one of the six theoretically possible dinethyl-

benzal dehydes. In these circunstances, the Board
concl udes that the clained conpound 3, 4-DVDBS is
clearly not directly derivable fromthe preparation

exanpl e.

Furthernore, the Board does not deny that in certain
circunstances it could be perm ssible to make precise



- 12 - T 0941/ 98

an otherwi se insufficient definition of a chem ca
conpound by additional product paraneters such as
melting point, NVR-data, or even product-by-process
features. However, when using a nelting point as such a
paraneter, it is of course well known to the skilled
person that its neasured value will depend on the
purity of the conpound. Therefore, in such a case, it
is at | east necessary that either the conpound is pure,
or the preparation of the inpure conpound is described
in a reproduci ble way so that the product for each
measur enent contains the sane inpurities in the sane
anmount s.

7.4 Thus, in the present case, wherein the product of the
preparati on exanple has a purity of 95% (see page 6,
line 21), an unanbi guous identification of the product
by way of its nelting point could only be achieved if
the preparation exanple woul d be exactly reproduci bl e.

7.5 However, the skilled person reading the preparation
exanpl e woul d have i medi ately understood that this
requi renent has not been net, since the unspecifically
descri bed working up of the reaction m xture conprising
a neutral sisation step, washing with water, and dryi ng
(see page 6, lines 17 to 19) opens the possibility of
using the nost different working up conditions, and
that this could be expected to have an inportant
i nfl uence on the yield and on the product
characteristics, such as the nature and anounts of
i mpurities, and consequently on the nelting point of
the isolated inpure product.

Mor eover, the Board notes that according to the so-
call ed OMIRI -report the preparation exanple was six

1155.D N
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ti mes reproduced by reacting each tinme one of the
theoretically possible dinethyl benzal dehydes and using
a particular neutralisation step which could not be
derived from docunent (B) (see under 2.1.2). However,
al t hough the yields of the respective products were
estimated and sunmarised in Table 2, no neasuring of
the nelting point of any reaction product was nmade, so
that the Board can only conclude that the nelting point
ranges of the respective products were not useful for
the identification of the product of the preparation
exanpl e.

Thus, in these circunstances, the Board concl udes that
it is not possible to reproduce the preparation exanple
of docunment (B) in such a way that an unanbi guous
identification of the product of the preparation
exanpl e on the basis of the indicated yield and nelting
poi nt coul d be achi eved.

According to the OMIRI -report, the nelting points
actual ly neasured (see Table 3) related to products
obt ai ned by the preparation of the respective pure
conpounds according to the nethod as descri bed under
point 2.1.3, and by adding unspecified inpurities to
obtain each tine a purity grade of 95% as indicated
under point 2.2 of said report. This preparation nethod
differed fromthat of the one described under point
2.1.2 of the report and also did not correspond to the
met hod of the preparation exanple of docunent (B)
These actually neasured nelting points are therefore
not obtained from products resulting froma true
reproduction of the preparation exanple, and thus not
conparable with the nelting point of 247°C nentioned

t herein.
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Therefore, the novelty objections submtted by the
third party under Article 115 EPC cannot be accepted by
the Board as havi ng been proved, since the conmpound
3,4-DVDBS as clained in the present patent application
is neither directly nor unanbi guously derivable from
sai d exanpl e.

In view of the above considerations, the Board has cone
to the conclusion that the subject-matter of the
present clains, including the conpound 3,4-DMDBS, is
novel .

According to the decision of the Exam ning D vision the
present clains were only objected to regarding the
novelty of the conmpound 3, 4- DMDBS. However, in the
Board's judgnent, this does not nean that the Exam ning
Di vi si on exam ned the formal and substantive
allowability of the present clains fully. Therefore,
and having regard to the fact that the function of the
Boards of Appeal is prinmarily to give a judicial
deci si on upon the correctness of the earlier decision
taken by the first instance, the Board nakes use of its
conpet ence under Article 111(1) EPC and renmits the case
to the first instance for further prosecution.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

E. Gborgmai er A. Nuss
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