BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS
I nternal distribution code:
(A) [ ] Publication in QJ
(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen
(D) [ 1 No distribution
DECI SI ON

of 17 January 2002
Case Nunber: T 0939/98 - 3.3.3
Appl i cation Nunber: 95910871. 3
Publ i cati on Nunber: 0742800
| PC. CO8F 265/ 02
Language of the proceedi ngs: EN

Title of invention:

Two- phase aci di ¢ aqueous conpositions for diffusion transfer

products

Pat ent ee:
POLARO D CORPORATI ON

Opponent :

Headwor d:

Rel evant | egal provisions:
EPC Art. 84

Keywor d:

"Clarity (yes)"

Deci si ons cited:
T 0860/93, T 0860/ 95

Cat chword

EPA Form 3030 10.93



9

Europdisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0939/98 -

3.3.3

DECI SI1 ON

of the Techni cal Board of Appeal 3.3.3

Appel | ant :

Represent ati ve:

Deci si on under appeal

Conposition of the Board:

Chai r man: R Young
Member s: W Si eber
J. De Preter

of 17 January 2002

POLARO D CORPORATI ON

549 Technol ogy Square

Canbri dge

Massachusetts 02139- 3589 (US)

Rei tzner, Bruno, Dr.
Spl anemann Rei t zner
Bar onet zky West endorp
Pat ent anwél t e

Runf or dst rasse 7

D- 80469 Minchen (DE)

Deci si on of the Examining Division of the
European Patent O fice posted 29 May 1998

ref usi ng European patent application

No. 95 910 871.3 pursuant to Article 97(1) EPC



- 1- T 0939/ 98

Summary of Facts and Submn ssions
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Eur opean patent application No. 95 910 871.3, based on
I nternational application PCT/US95/00852, filed on

20 January 1995, claimng a US priority of 31 January
1994 (08/189105) and published under nunber

WD 95/ 20610, was refused by a decision of the Exam ning
Di vision issued on 29 May 1998. The deci sion was based
on a set of 14 clainms, Caim1l of which was filed wth
letter of 20 February 1998 (received 21 February 1998)
and read as follows:

"1l. A two-phase acidi c aqueous conposition conprising
a conti nuous aqueous phase and a di sconti nuous hi gh-
acid particle phase;

t he agueous phase conprising a water sol uble
pol ynmer having recurring units of at |east an organic
acid nononer, the aqueous phase organi c acid nononer
having at | east one ethylenically unsaturated
car bon-carbon bond, the aqueous phase organic acid
nononer being capable of pronoting the solubility of
t he aqueous phase polyner in water, the aqueous phase
organi c acid nononmer units being in a concentration
effecting solubility of the aqueous phase polyner in
wat er ;

the high-acid particle phase conprising a water
i nsol ubl e polyner having recurring units of at |east an
organi ¢ acid nononer and an organi c ester nononer, the
organi ¢ acid nononer having at | east one ethylenically
unsat ur ated carbon-carbon bond and bei ng capabl e of
formng salts with alkali netals or with organic bases,
the particle phase organi c ester nononer having at
| east one ethylenically unsaturated carbon-carbon bond
and capable of pronoting the insolubility of the
particle phase, the particle phase organic acid nononer
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units and the particle phase organic ester nononer
units being in aratio effecting insolubility of the
particle phase polyner in the aqueous phase; and

the particle phase organic acid nononmer capabl e of
interacting with the aqueous phase polynmer at an
i nterface between the particle phase and the aqueous
phase such that the particle phase polyner is brought
into intinmate association with the continuous aqueous
phase, whereby the particle phase is stably dispersed
I n the agueous phase."

The remaining Clains 2 to 14 are not of inportance for
this decision and consequently they will not be
considered in further detail.

According to the decision, the application did not neet

the requirements of Article 84 EPC (clarity) in

relation to the following terns in Caiml:

(1) "water soluble" polyner

(2) "capable of pronmoting the solubility of the
aqueous phase pol yner"

(3) "water insoluble" polyner

(4) "capable of pronoting the insolubility of the
particle phase"

(5) "intimate associ ation”

(6) "stably dispersed".

Specifically, the ternms (1), (3), (5) and (6) |acked a
definition. Furthernore, it was not clear what was
meant by (2) and (4), since the relevant polyner was in
ei ther case al ready sol uble or insoluble.

On 3 August 1998, a Notice of Appeal against the above
decision was filed by the Appellant (Applicant) wth
si mul t aneous paynent of the prescribed fee.
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In the Statenent of G ounds of Appeal, filed on

12 August 1998, the Appellant argued in essence as

foll ows:

(i)

(i)

(iii)

(iv)

The deci si on under appeal nerely stated that
Caim1l was unclear w thout giving any
consideration to the know edge of the average
skilled person in the art. In particular, wth
regard to the terns "water sol uble" and "water

i nsol ubl e" a skilled person woul d know,
especially after having read the description,

what was neant by these ternms. Reference was nade
to T 860/93 (QJ EPO 1995, 047).

As to the terns "capable of pronoting the
solubility of the aqueous phase polynmer" and
"capabl e of pronoting the insolubility of the
particle phase", these reflected the criteria for
achieving the desired solubility or insolubility
of the polynmers of the two-phase conposition:
appropriate selection of the nononmers and

i ncorporation of those nononers into the polyners
at appropriate concentration.

The terns "intimte association” and "stably

di spersed” should be construed as clarification
of the recited interaction at an interface

bet ween the particle phase and t he aqueous phase.

The reasons given in the decision were at |east

i nconpl ete because the argunents presented in
response to the first communi cation of the
Exam ni ng Division had not been fully considered.
This alone justified the rectification of the
deci sion and the refund of the appeal fee.
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The Appellant's requests were:

- to set aside the decision under appeal and to
refer the case back to the Exam ning Division

- to refund the appeal fee.

Reasons for the Deci sion

1

0150.D

The appeal is adm ssible.

Anmendnent s

Claim1l differs fromCdaim1l as originally filed by the

i ntroduction of the word "units" imediately after the

references to

(1) "the aqueous acid phase organic acid nononer" at
line 8 of the claim

(ii) "the particle phase organic acid nononer" at
line 16 of the claim and

(i) "the particle phase organic ester nononer" at
line 17 of the claim

These amendnents are all owabl e, and i ndeed desirabl e,
in view of the references to "units" in the
correspondi ng antecedent definitions in the claim
Hence Claim1l neets the requirenents of Article 123(2)
EPC.

Clarity (Article 84 EPQC

The present appeal is limted to the issue of the
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clarity requirenents of Article 84 EPC.

"wat er sol ubl e"

The term "water soluble"” (1) is arelative term
indicating nerely the possession of a relative quality
W t hout quantifying said quality. The deci si on under
appeal calls for a nunerical range further to define
the relative term However, if a nunerical range were
provi ded, the result would no | onger be a relative
term In this connection, the contrast between such
terms is enphasised in T 860/93, QJ EPO 1995, 047,
which is highly relevant in this case since it
specifically addresses the clarity of the term"water
sol ubl e". According to this decision (Reasons,

point 4.5), the use of a relative termmy be accepted
where the skilled person is able to understand the
nmeaning of this termin a given context (see also

T 860/95 of 27 COctober 1999, Reasons point 4; not
published in the Q) EPO . Yet the only reason given in
t he deci sion under appeal for objecting to the term
"wat er soluble" was that it was not defined in terns of
the m ni mrum anount of the said water sol uble pol yner
that could be dissolved in water at a particul ar
tenperature and pressure (Reasons for the decision
point 1.2).

The argunent of the Appellant (then the Applicant) that
the term"water soluble"” is sufficiently clear to a
skilled person working in the field of photographic

di ffusion transfer products is irrelevant, because
Caimlis not limted to such a context, but extends
to two-phase systens in general, ie a two-phase
conposition conprising a continuous aqueous phase and a
di sconti nuous particle phase.
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Neverthel ess, also in the nuch broader context, in
whi ch the clai ned subject-matter is to be understood,
it is self-evident to which part of such a two-phase
system the water sol ubl e conponent bel ongs.

Consequently, and in spite of the irrelevance of the
Applicant's argunent regarding the field of
application, the general principles |laid down in the
case lawreferred to (section 3.1, above) still apply.

Thus, the demand, in the decision under appeal, for a
further definition goes wi thout justification beyond
what has been held in the relevant case |law to be
necessary, and the Board cannot support the finding of
t he deci si on under appeal in the above respect.

"wat er insol ubl e"

Anal ogous consi derations apply to the converse term
"water insoluble"” (2). Cearly if there is no need to
further define the term"water soluble” in the context
of a two phase system it follows that there can
equal |y be no need to define the term"water

i nsol ubl e".

"inti mte association"” and "stably dispersed”

The consi derations of point 3.1 above apply also to the
relative ternms (5) and (6). These terns are to be
understood as a clarification of the recited

i nteraction between the particle phase and the aqueous
phase. Explanation of these terns can be found in the
description at page 10, line 17 to page 11, line 3 from
which a skilled person can understand that the term
"inti mte association"” suggests that the interaction
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i nvol ves attractive rather than repul sive forces, and
the term "stably di spersed" suggests that these forces
are not fleeting.

In the reply of 20 February 1998, the Appellant (then
the Applicant) stated that "The degree of "intinate
associ ation" and "stable dispersion" will depend, for
exanpl e, on the size of the polyner particles. Again,
this and |like factors can be easily determ ned and
optim zed by a person skilled in the art. A dispersion
is "stable" if no phase separation occurs during norm
processing tines. Since a person skilled in the art has
sonme freedomregarding the time within which the

di spersion is to be processed, it should be
under st andabl e that a precise definition would not be
justified.”

This statenent, in the Board's view, reflects only
comon general know edge and cannot therefore justify a
further definition of the ternms (5) and (6) as set out
in the decision under appeal (Reasons for the deci sion,
points 5.2 and 6.2). Consequently, the Board cannot
support the finding of the decision under appeal that
these terns are anbi guous w thout further definition.

"capabl e of pronoting the solubility/insolubility of a
pol ynmer"

As regards the terns "capable of pronoting the
solubility of the aqueous phase polyner" (2) and
"capabl e of pronoting the insolubility of the particle
phase" (4), these terns nust not be construed in

i sol ation but have to be interpreted in the context of
G aim1.
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Claim1l states that the water sol uble polynmer has
recurring units of at |east an organic acid nononer,
and the water insoluble polyner has recurring units of
at | east an organic acid nononer and an organi c ester
nmononer. Thus, it is clear to a skilled person that the
acid and ester groups are introduced into the pol yner
by pol ynerizing the nononers containing the respective
functional groups.

Caiml further states "the aqueous phase organic acid
nmononer (enphasi s added) bei ng capable of pronoting the
solubility of the aqueous phase polyner in water". It
is common general know edge that a water sol uble

pol ynmer nust contain sufficient hydrophilic groups, in
the present case acid groups, in order to ensure water
solubility of the polymer. The degree of solubility is
dependent on the nunber, position and frequency of

t hese noieties.

Li kewi se, Claim1l states that "the organic ester
nmononer (enphasis added) is "capable of pronoting the
insolubility of the particle phase". It is clear from
the i mmrediately follow ng concentration-rel ated
recitation (acid nononer/ester nononer ratio) in
Claim1l or fromthe description, eg page 11, 3'd

par agraph, that the insolubility of the particle phase
polymer is pronoted by increasing the nunber of ester
nmononer units in the polyner.

Thus, the solubility/insolubility pronotion
capabilities cited in Caim1l relate to the selection
criteria of the nononmers which will influence the
solubility and insolubility, respectively, of the
resul ting polyner.
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The argunent in the decision under appeal, that the
solubility of an already sol uble polyner or the
insolubility of an already insoluble polynmer could not
be pronoted is irrelevant, since it is the effect of

t he nononers which is being referred to, and not of the
ready-f or ned pol yner.

Since no other reason was given in the decision under
appeal as to why the above terns should be regarded as
uncl ear, and since, furthernore, the associated terns
"wat er sol ubl e" and "water insoluble" have thensel ves
been found clear (sections 3.1 and 3.2 above), the
Board is unable to support the findings in the decision
under appeal in relation to the above-nentioned terns
(2) and (4).

Summ ng up, the Board is satisfied that the terns
objected to in Caiml neet the clarity requirenents of
Article 84 EPC

It follows fromthe above that the appeal nust be

all oned. Since, however, it is evident fromthe

communi cation of the Exam ning D vision dated

3 Decenber 1997, ie the last conmuni cation issued prior
to the decision to refuse the application, that the

I ssues of novelty, inventive step and ot her aspects of
the application, in particular Articles 82, 83 and
123(2) EPC, have not been considered (paragraphs 3.1 to
3.3), the Board has decided to nake use of its powers
under Article 111(1) EPC to refer the case back to the
Exam ni ng Division for further prosecution.

Rei mbur senent of appeal fees

According to Rule 67 EPC the rei nbursenent of appea
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fees shall be ordered "...where the Board of Appea
deens an appeal to be allowable, if such rei nbursenent
IS equitable by reason of a substantial procedura
violation". The fact that the decision under appea
dealt only rather briefly with the rel evant argunents
presented in response to the comunication of the
Exam ning Division may indicate a failure to appreciate
the technical significance of some of these argunents,
but cannot be regarded as an indication that the
argunents were not considered at all. On the contrary,
t he deci sion under appeal refers repeatedly inits
reasoning to the rel evant response of 20 February 1998
and covers the main aspects of its argunents. Hence,
the Board is unable to discern a substantial procedura
violation. Thus, the request for reinbursenent of the
appeal fees cannot be net.

For these reasons it is decided that:

0150.D
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1. The deci si on under appeal is set aside.
2. The case is remtted to the first instance for further
prosecution, on the basis of the foll ow ng set of
cl ai ns:
Caiml
as received on 21 February 1998 with letter of
20 February 1998,
Clains 2 to 14
as received on 10 June 1996 with letter of 5 June 1996.
3. The request for reinbursenent of the appeal fee is
ref used.
The Regi strar: The Chai r man:
E. Gorgnmaier R Young
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