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Summary of Facts and Subm ssi ons

3054.D

Eur opean Patent No. 0 494 941, granted on application
No. 90 915 220.9, was revoked by the Opposition

Di vi sion by deci sion announced on 18 June 1998 and
posted on 17 July 1998. It based the revocation on the
finding that the patent according to the main and first
auxi liary request did not disclose the invention in a
manner sufficiently clear and conplete for it to be
carried out by the skilled person (Article 83 EPC) and
was not clear. Further the subject-matter of claim1l as
amended according to the first auxiliary request
cont ai ned added subject-matter (Article 123(2) EPC) and
t he subject-matter of claim1 according to the main and
the second auxiliary request did not fulfil the

requi rement of novelty (Article 54 EPC) in view of
docunent s:

D1: EP-A-0 274 752 and

D2: EP-A-0 217 032.

O the other docunents filed in the opposition
proceedings the following are relevant for the present
deci si on:

D3: EP-A-0 119 827

D4: EP-B-0 112 655

D8: EP-A-0 219 969.

In the notice of opposition the Respondent (Opponent)

had further relied upon an alleged prior use of LUVS VG
Super Baby Pants in 1986-1987 in the United States,
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subsequent |y supported by two affidavits of Ms Margaret
H. Hasse dated 13 June 1997 and 13 May 1998, and a
sanpl e thereof, with pack code 0477 DC-B relating to
the 47th production day in 1987.

On 12 Septenber 1998 the Appell ant (Patentee)

simul taneously filed an appeal and paid the appeal fee.
Together with the statenment of grounds of appeal the
Appel lant filed new requests by facsinm | e dated

26 Novenber 1998.

In an annex to the sunmons to oral proceedi ngs pursuant
to Article 11(2) of the Rules of Procedure of the
Boards of Appeal the Board expressed the opinion that

t he patent appeared to fulfil the requirenents as to
sufficiency of disclosure. However, the subject-matter
of claiml1l of the main and the second auxiliary request
filed with the appeal was considered to | ack novelty
over D1. The other three of the four auxiliary requests
filed with the appeal appeared not to fulfil the

requi renments of Article 123(2) and (3) EPC.

In response to the Board' s comuni cati on the Appel | ant
filed on 23 Oct ober 2000 anended clains according to a
main and two auxiliary requests. In the auxiliary
requests the principal amendnent consisted in the

i ncorporation of the feature that the elastic band

consi sted of one or nore separate bands of elastic foam
mat eri al having open or closed cells, as clained in
dependent granted claim8. The Respondent did not
coment on these requests.

Oral proceedings were held on 21 Novenber 2000 in the
absence of the Respondent (Rule 71(2) EPC) who had
notified the Board with fax of 30 March 2000 that it
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did not intend to attend the oral proceedi ngs and that
the request for oral proceedi ngs was w t hdrawn.

The Appel |l ant requested setting aside the decision of
t he Qpposition Division and nmai ntenance of the patent
in anended formon the basis of the set of clains 1 to
16 filed during the oral proceedings.

The request of the Respondent was the dism ssal of the
appeal and revocation of the patent.

The wording of the independent clains 1, 3 and 8
according to the request of the Appellant is as
fol | ows:

"1l. A nethod of securing an elastic band (13) between
two material layers (14) which at |east partially
consist of neltable material, wherein perforations in
the formof holes and/or slots are forned in the

el astic band (13); in that the band is placed between
the two material |ayers; the material |ayers opposite
said perforations are nmutually bonded by nelt fusion

t hrough said perforations so that the elastic band is
hel d nechanically between the material |ayers; the
perforations are formed in the elastic band in the sane
operation as the material |ayers are fused together;
and the elastic band (13) is placed between the two
material layers (14) while in a stretched state,
characterised in that

the elastic band consists of one or nore separate bands
of elastic foam material having open or closed cells.”

"3. An elastic band (13) secured between two materi al
| ayers (14) for use in articles which are intended for
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one-tinme use only, such as disposable diapers, sanitary
napki ns, surgical dressings, protective clothing or the
i ke, wherein the material |ayers (14) at | east
partially consist of neltable material, wherein the
elastic band (13) is secured in a stretched state
between the two material |ayers (14) and presents
perforations in the formof holes and/or slots through
which the material |ayers |ocated on both sides of the
band (13) are nutually joined together by nelt fusion
in a punctiformand/ or |inear bonding pattern so that
the elastic band is held nmechanically between the

mat eri al |ayers, characterised in that

the elastic band consists of one or nore separate bands
of elastic foam material having open or closed cells.™

"8. A diaper conprising a |iquid-perneable casing
layer (1), which is intended to face the wearer in use,
a liquid-inperneable casing layer (2), which is
intended to lie renote fromthe wearer in use, and an
absorbent pad (3) l|ocated between said two | ayers (1,
2), and which diaper has a front part (4) which is
intended to be | ocated forwardly on the wearer in use,
a rear part (5) which is intended to be |ocated
rearwardly on the wearer in use and a crotch part (6)
which is |ocated between the front part (4) and the
rear part (5) and which is intended to be placed
between the thighs of the wearer in use, so that the

di aper, when worn, enbraces the | ower abdomen of the
wearer in a trouser |ike fashion and therewith presents
a waist line (7, 8) around the waist of the wearer and
a leg line around each of the user's thighs, the diaper
further including at |east one elastic band (13) which
is secured in a stretched state between two materi al

| ayers (14) and which presents perforations in the form
of holes and/or slots (15), wherein the material |ayers
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(14) | ocated on opposite sides of the band are at |east
partially conprised of a neltable material and are

nmut ual Iy bonded by nelt fusion in a punctiform and/ or

| i near bonding pattern through said holes and/or slots
(15), so that the elastic band (13) is held
mechani cal |y between the material |layers (14); and the
elastic band (13) is affixed along the whole of at

| east one of the diaper lines or at |east along a part
of at least one of the diaper lines and at |east one of
the material layers (14) is joined to one of the casing
| ayers in at | east one of the diaper line parts,
characterised in that

the elastic band consists of one or nore separate bands
of elastic foam material having open or closed cells.”

In support of its request the Appellant argued that the
patent (see colum 9, line 36 to colum 10, line 37)

di scl osed the clained nmethod sufficiently clear to be
carried out by the skilled person, the nethod being
described in the patent as perfornmed by nelt fusing
material |ayers of non-woven fabric casing conprising
heat - bonded pol ypropyl ene fibers through perforations
si mul t aneously made by ultrasound in an elastic band of
pol yur et hane foam based on pol yester enclosed in a
stretched state between the material |ayers. The
skilled person could easily find out with what anount
of power the fusing of these material |ayers should
take place so that the elastic band was held
nmechanically, i.e. by physical forces as opposed to
chem cal forces, between these layers. In its viewthe
patent (see mainly colum 3, lines 19 to 42)

unanbi guously di sclosed the el astic band as not
participating in the nelt fusion of the materi al

| ayers. This could be achieved by the skilled person
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wi t hout inventive skills or undue experinentation, by
an appropriate choice of materials for the elastic band
and the material |ayers.

As regards clarity: the wording used in the clainms "so
that the elastic band is held nmechanically between the
material |ayers” quite clearly excluded the

participation of the elastic band in the nelt fusion of
t hese | ayers, as was al so evident fromthe description.

As regards novelty, the distinguishing feature of the

i ndependent clains 1, 3 and 8 was at |east the elastic
band consi sting of one or nore separate bands of

el astic foam material having open or closed cells. This
feature nmade the subject-matter of the nethod claim
novel over Dl or D2, in which the elastic band was a
non- adhesi ve elastonmeric film(Dl), an elastomeric film
(D2) or a non-woven web of elastoneric fibers (D2). In
respect of D3 the distinguishing feature of these
clainms at |east consisted in the perforations in the

el astic band, through which the material |ayers were
melt fused together.

In respect of the alleged prior use: this did not
di scl ose the elastic band as an elastic foam materi al,
but as an elastic film

The Respondent argued in his witten response to the
appeal that in the patent there was no sufficiently
clear disclosure for the skilled person on how to

achi eve the bonding of the material |ayers through the
perforations and at the same tinme assuring that the

el astic band did not participate in the bond.

Regarding the clainms of the present request it did not
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argue, not being present in the oral proceedings in
which they were fil ed.

Reasons for the Decision

1. The appeal is adm ssible
2. Amendnents (Article 123(2) EPC)
2.1 The amendnents of independent claim1l consist of:

- the inclusion of the subject-matter of clains 2
and 8 as granted, which were clains 3 and 9 as
originally filed,

- t he specification of the heat bonding of the
material |ayers as being nelt fusion,

- the inclusion of the feature that the elastic band
is held nmechanically between the material |ayers,

both | atter features having been disclosed in
conmbination in originally filed claim12.

These anmendnents find a basis in the application as
originally filed as indicated above; they further limt
the subject-matter of this claim

2.2 The amendnents in renunbered i ndependent claim 3
consist of the inclusion of the features of claim8 as
granted, which was claim9 as originally filed, and of
the feature that the elastic band is secured in a
stretched state between the two material |ayers, which
finds its basis in claim12 as originally filed.

3054.D Y A
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The anmendnments in renunbered i ndependent claim8
consi st of the inclusion of the features of claim8 as
granted, which was claim9 as originally filed.

The added features find a basis in the application as
originally filed as indicated above; they further limt
the subject-matter of these clains.

The anmended clains 1, 3 and 8 therefore conply with the
requirenents of Article 123(2) and (3) EPC.

Clarity and support in the description (Article 84 EPC)

The Opposition Division argued in its decision revoking
the patent that the feature added to claim1l, of the

el astic band being held nmechanically between the
material |ayers, had the result that the claimdid not
fulfil the requirenments of Article 84 EPC as it was a
very broad and inpreci se expression. In the decision
the Opposition Division further referred to claim1l as
havi ng an uncl ear scope in this respect.

According to Article 84 EPC the clains shall define the
matter for which protection is sought. They shall be

cl ear and conci se and be supported by the description.
Fromthe wording of Article 84 EPC it is evident that

t he broadness of a claimis not as such objectionable
under the Conventi on.

The functional feature "so that the elastic band is
hel d nechanically between the material |ayers" is as
such not uncl ear, nor does it render the subject-matter
of the independent clains 1 and 3 uncl ear, because when
an entity is described as "held between two | ayers" for
the skilled person this nmeans that physical forces are
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exerted between the |ayers and that entity.

Where such forces are exerted between two entities this
can be by neans of a positive fit, a non-positive fit
and a material connection. Exanples of such a fit are a
hexagonal bolt and a socket wench; the disks in a
coupling; a welded, glued or brazed connecti on,
respectively.

By the qualification "held nmechanically between two

| ayers" a chem cal connection using an additional
material, e.g. by glue or by brazing, is excluded. This
is also apparent fromthe description of the patent in
suit, where the bonding of the material |layers to the
el astic band by nelt fusing the material layers is
given as the alternative the patent presents to the
known fastening of the elastic band to an article by

gl ue.

In connection with the further reference in clains 1
and 3 to the nelt fusion of the material |ayers taking
pl ace through the perforations it is further clear to
the skilled person that a non-positive fit is also not
envi saged, |leaving the positive fit of the nelt fused
material |ayers in the perforations of the elastic band
and the material connection between the material |ayers
and the el astic band.

The first fit inplies that the elastic band does not
participate in the melt fusion of the material |ayers,
t he second connection necessarily includes the materi al
of the elastic band in the bond between the materi al

| ayers. However, neither of these excludes the other.

The Board assunes that the Qpposition D vision by
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objecting to the "broadness” of the claimintended to
object to the claimas not being supported by the
descri ption.

In the passages of the description of the patent in
suit referring to the nethod of securing the elastic
band between the two material |ayers the kind of
connection between the material |ayers and the elastic
band is |left open. There is nention of the elastic band
being secured to the material |ayers or bonded to the

| ayers (colum 3, line 40, colum 4, line 54, colum 5,
line 4, colum 6, line 33 of the patent as granted), of
the el astic band as secured between the material |ayers
or held between the layers (colum 3, lines 20 and 26,
colum 8, lines 4 and 57) and of the elastic band being
secured within or bonded within the casing (colum 9,
line 37, colum 10, |ine 8).

In colum 3, lines 24 to 27 it is mentioned that no
glue is used to fasten the elastication to the materi al
| ayers. Colum 3, lines 14 to 16 describes the heat
fusion bonds of the material |ayers being through the
perforations. This nmeans that al so according to the
description a non-positive fit and a chem cal
connection between the material |ayers and the elastic
band are not envi saged.

Therefore, also according to the description both a
positive fit and a material connection are possible,
but neither of themis implicitly or explicitly

di sclosed in the description as being the only way of
connecting the elastic band and the material |ayers

t oget her.

The present wording of clains 1 and 3, allow ng both
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above nentioned ways of connection to the sanme extent,
therefore corresponds to the description of the patent
in suit and therefore there is no |lack of support for
the subject-matter of the amended cl ai ns.

Sufficiency of disclosure (Article 83 EPQC)

The Opposition Division had held in its decision that
the patent did not disclose the invention sufficiently
clear and conplete for it to be carried out by the
skill ed person because it did not describe how the nelt
fusion of the material |ayers through the holes created
in the elastic band was effected which results in the
el astic band being held nmechanically between the
material layers. It considered the latter feature as
not excluding the elastic band participating in the
melt fusion of the material |ayers, at |least at the
edges of the fused material.

Wth the amendnent of the independent clains 1, 3 and 8
the invention is now further specified in that it

i nvol ves the use of an elastic band consisting of one
or nore separate bands of elastic foam material having
open or closed cells, and that the band is pl aced
between the material layers while in a stretched state
(claim1l) or is secured between the material layers in
such a state (clains 3 and 8).

For performng this nmethod of securing the elastic band
between two material layers (claim1l) and for the
production of the elastic band secured between the
material layers (claim3) or of the diaper with such an
el astic band secured between two material |ayers
affixed to it (claim8) the patent contains (see

colum 5, line 42 to colum 8, line 29 and colum 9,
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l[ine 36 to colum 10, line 37) the information that the
bondi ng can be perfornmed by ultrasound, on a bondi ng
roller, using non-woven fabric material |ayers

conpri sing heat-bonded pol ypropyl ene fibers, and using
an elastic band of pol yurethane foam based on pol yester
sol d under the designation 2 130 170 by CIRRUS A/ S,
Denmar k. The el astic band should be maintained in a
stretched state up to 70% before it is bonded within
the heat-neltable material |ayers.

Under these circunstances the skilled person needs to
try out different power settings for the ultrasonic
horn to achieve a perforation of the elastic

pol yur et hane foam band and at the sanme tinme a nelt
fusion of the material |ayers through these
perforations.

However, this kind of routine experimentation is not
beyond what can normally be expected of a person
skilled in the art. Because of the fact that the

el astic band is an open or closed celled pol yurethane
material, the perforation will occur easily, the
ultrasonic energy only having to nmelt down or degrade a
fewcell walls to achieve a perforation. The latter is
furthernore assisted by the stretching of the elastic
band during nelt fusion, which creates a tension in the
cell walls.

The patent therefore discloses the invention in a
manner sufficiently clear and conplete for it to be
carried out by the skilled person. The requirenents of
Article 83 EPC are therefore fulfilled.

The position taken by the Appellant in the opposition
as well as the appeal proceedings was that the patent
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descri bed the nmethod for connecting the material |ayers
and the elastic band as only involving the materi al
layers in the nelt fusion and not the elastic band, in
a manner sufficiently clear and conplete for it to be
carried out by the skilled person. It based this
primarily on the definition "held nmechanically between
the material layers" in the description, which inits
opi nion could only nean that only the material |ayers
wer e bonded together by nelt fusion and that the

el astic band did not participate in this bond. It
referred in particular to colum 3, lines 19 to 42 and
those parts of the patent in suit which referred to the
band bei ng "secured" or "bonded" between the materi al

| ayers (see point 3.4.1 above).

The Board agrees in this respect with the Qpposition
Division in that it is not directly and unamnbi guously
derivable fromthe patent that the nmelt fused bonds
between the material |ayers, through the perforations
in the elastic band, are only between the materi al

| ayers and do not involve the elastic band.

As al ready explained in point 3.4.1 above, the
description nor the clainms contain an explicit or
inmplicit disclosure of such an exclusive feature.

Whet her the connection involves the elastic band or not
is left open.

The Appellant, in his letter of 15 Cctober 1997
submtted in the opposition proceedi ngs, contended that
the perforation would propagate away fromthe nelt
fused bond of the material |ayers, because of the

el astic band being held in a stretched state during

ul trasoni ¢ bondi ng. However, the Board fails to see how
this information would be directly derivable fromthe
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only available information in the patent on the

material chosen for the elastic band (pol yurethane foam
No. 2 130 170 of CIRRUS A/S) or fromthe fact that the
el astic band is stretched up to 70%

The sane applies to the Appellant's argunent that the
skilled person had a choice of material for the
material |ayers and the elastic band, which could be
such that the elastic band did not fuse with the
material |ayers or wthdrew when heat was applied. The
patent only nentions the pol yurethane foam nenti oned
above for the elastic band and a non-woven fabric
conpri si ng heat - bonded pol ypropyl ene fibers for the
material |ayers. There is no nention at all of which
functional requirements should be fulfilled by the

el astic band or the material |ayers.

For the invention to actually have been directed at
such an explicit exclusion of the elastic band in the
melt fusion of the material |ayers nore information
suggesting this, further explanation of this phenonenon
or discussion of the functional requirenents for the
materi al s used shoul d have been present in the patent.
Mor eover, none of the clains has ever been directed to
this feature.

The reference in the description, colum 3, lines 29 to
32, to the limted novenent possible between the

el astic band and the material |ayers surrounding said
band does not directly and unanbi guously lead to the
conclusion that the elastic band does not participate
in the nelt fusion of the material layers. In point 2.3
of his grounds of appeal the Appellant argues that even
relative rotation would be possible at the |ocation of
t he bonds.
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Firstly, relative rotation of the elastic band appears
to be inpossible in view of the close proximty of the
ot her perforations and nelt fusions of the material

| ayers, which do not allow for such rotation. The
mention of limted relative novenent being possible is
further qualified in the description of the patent in
that the material |ayers can pleat or fold

i ndependently from each other when the el astic band

rel axes, i.e. not in the formthat the elastic band can
nove | ongitudinally between the material |ayers. The
|atter would require the perforations to be | arger than
the colums of nelt fused material going through them
Such pleating or folding is however possible,
irrespective of whether the elastic band is involved in
the melt fusion or not.

Therefore the patent does not unanbi guously disclose a
nmet hod of securing an el astic band between two materi al
| ayers (claim 1), the elastic band secured between two
material |ayers (claim3), nor a diaper with an el astic
band secured between two material |ayers (claim8),
wherein the el astic band presents perforations and only
the material |ayers opposite said perforations are

nmut ual |y bonded by nelt fusion through the
perforations.

However, as al ready expl ained above this exclusion is
not a feature of the invention as clained in

i ndependent clains or as described in the patent.
Therefore the concl usion reached above does not affect
t he assessnent nmade in point 4.4.

Novelty in view of the patent docunents (Article 54
EPC)
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The cl osest prior art for the discussion of novelty is
considered to be D1, which discloses an elastic band
secured between two material |ayers, having
perforations in the elastic band through which the
material |ayers are nelt fused together so that the

el astic band is held nechanically between the materi al
| ayers, the nmethod of producing such an elastic band
and a diaper fitted with such an el astic band.

The subject-matter of clainms 1, 3 and 8 distinguishes
itself fromDl in that the elastic band consists of one
or nore separate bands of elastic foam material having
open or closed cells.

The elastic band disclosed in D1 is not an elastic foam
mat eri al, but a non-adhesive elastoneric film a

m croporous elastic filmor a neltblown elastic web
(see colum 14, lines 4 to 11).

In respect of the other docunents brought forward for
attacking novelty, D2, D3 and D4, the foll ow ng
appl i es:

D2 concerns an elastic band consisting of an elastic
filmor a non-fibrous elastic web (see colum 6,
lines 23 to 26), which is not an elastic foammaterial .

D3 and D4 both concern an el astic band secured between
two material layers. For the material of the elastic
band these docunents refer specifically (see page 14,
lines 19 to 24 of D3 or colum 9, lines 21 and 22 of
D4) to US-A-3 912 565 and US-A-3 819 401).

It is consistent practice in the case | aw of the Boards
of Appeal (see e.g. T 153/85, (QJ 1988, 1, point 4.2 of
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t he reasons) that where there is a specific reference
in one prior docunent to a second prior docunent, when
determ ning what the first docunment discloses to the
skill ed person, the presence of such a specific
reference may necessitate part or all of the disclosure
of the second docunent to be considered part of the

di scl osure of the first document ("incorporation by
reference").

In the present case the Board considers the reference
for the material of the elastic band to the two above
menti oned US-patents sufficiently specific in respect
of the material used for the elastic band.

According to US-A-3 912 565 (see Exanple 11) the

el astic band consists of an elastic heat-shrinkable

pol yur et hane foam according to US-A-3 819 401 (see
colum 5, line 66 to colum 6, line 5) the elastic band
consists of an elastic heat-shrinkable vinyl chloride
pol ymer material having a foamed or cellular structure.

The difference between the subject-matter of clains 1,
3 and 8 and the disclosures D3 or D4 is then at | east
the fact that no perforations are forned in the elastic
band t hrough which the material |ayers are nelt fused
together. According to D3 and D4 the material |ayers
are nelt fused onto the elastic band in a punctiform or
| i near bonding pattern, w thout form ng perforations.

In the opposition proceedings (by letter of 18 My
1998) the Respondent brought forward docunment D8, in
respect of the use of elastic foammaterial for the
el asti c band.

Consi dering that this docunment only discloses the
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fixing by glueing or thernowel ding of an el astic band
consisting of foam material between the support sheet 1
and the top sheet 3, the Board finds that it does not

di scl ose the feature of the support sheet and the top
sheet as having been nutually bonded by nelt fusion

t hrough perforations in the elastic band.

The ot her patent docunents available in the file
neither disclose all features of the clains 1, 3 and 8.

The deci si on under appeal has only gone into the
guestion of novelty of the subject-matter of claiml in
respect of the documents D1 and D2. In a prelimnary
conmuni cation to the parties of 15 April 1997, however
it has al so discussed the other patent docunents
available in the file. The Board therefore has deened
it expedient to at | east decide on the question of
novelty of the subject-matter of claiml in respect of
t he patent docunents available in the file, by virtue
of Article 111(1) EPC, second sentence.

The subject-matter of clains 1, 3 and 8 therefore is
novel over the prior art available in the file in the
form of patent docunents.

The subject-matter of the dependent clainms 2, 4 to 7, 9
to 16 being for preferred enbodi nents of the subject-
matter of independent clainms 1, 3 and 8 respectively,
these also fulfil the requirenment of novelty in respect
of the avail abl e patent docunents.

Novelty in respect of the alleged prior use (Article 54
EPC) and inventive step (Article 56 EPC)

The Board considers that it would be inappropriate to
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deal itself with the alleged prior use of a LUVS VG
Super Baby Pants in respect of novelty of the subject-
matter of claim1l, as in the decision under appeal no
reasons are included concerning this prior use, nor has
the Opposition Division expressed in its conmunications
to the parties its opinion on the substantive nerits of
it.

In this respect the Board wi shes to remark that the
Respondent, with its letter of 17 June 1997, submtted
to the EPO only one sanple of the LUVS VG Super Baby
Pants, the subject of the alleged prior use. This was
then forwarded by the EPO to the Appellant, w thout the
Qpposition Division requiring the necessary further
sanple for the file, in anal ogous application of

Rul e 59 EPC.

In the decision under appeal also the question of

i nventive step has not been addressed by the Opposition
Division and the clains have been further amended in
the oral proceedi ngs before the Board.

Therefore the Board decides to make use of its powers
pursuant to Article 111(1) EPC, second sentence, to
remt the case to the Qpposition Division for further
prosecuti on.

For these reasons it is decided that:

1

2.
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The deci sion under appeal is set aside.

The case is remtted to the Cpposition Division for
further prosecution.
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