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Summary of Facts and Submn ssions

2944.D

The nention of the grant of European patent

No. O 528 248 in respect of European patent application
No. 92113220.5 filed on 3 August 1992 was published on
23 Cctober 1996.

Notice of opposition was filed against the patent as a
whol e by the respondent (opponent) under Article 100(a)
EPC on the grounds that the subject-matter of the
clainms | acked novelty and inventive step, and under
Article 100(b) EPC on the grounds that the patent did
not disclose the invention in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art.

By deci sion posted on 8 July 1998 the Qpposition

Di vi sion revoked the patent. The Qpposition D vision
hel d that, although the invention was sufficiently
di scl osed, the subject-matter of claim1 | acked an
inventive step in the light of the prior art as

di scl osed i n docunent

D2: US-A-4 551 142.

In addition to D2, the follow ng docunent also played a
role in the opposition proceedi ngs:

D1: EP-A-0 278 601.

The appel |l ant (patentee) | odged an appeal, received at
the EPO on 11 Septenber 1998, against this decision and
pai d the appeal fee sinultaneously. The statenent
setting out the grounds of appeal was received at the
EPO on 18 Novenber 1998.
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V. In an annex to the summons for oral proceedi ngs
pursuant to Article 11(2) Rules of Procedure of the
Boards of Appeal the Board expressed its prelimnary
opi nion that sufficiency of disclosure (Article 83 EPC
was not at stake, and that a nunber of the objections
of the Respondent related to lack of clarity
(Article 84 EPC), which was not a ground for opposition
under Article 100 EPC. However, novelty and inventive
step needed further discussion.

VI . Oral proceedings before the Board took place on
19 COctober 2001.

As previously announced by letter dated 14 Septenber
2001 the respondent did not attend the ora

proceedi ngs. The proceedi ngs conti nued wi thout him
(Rule 71(2) EPC). During the witten proceedings the
respondent requested that the appeal be di sm ssed.

The appel |l ant requested that the decision under appea
be set aside and that the patent be maintained in

anended formon the basis of the follow ng docunents:

d ai ns: 1 to 23, as filed during the ora

pr oceedi ngs;
Descri ption: pages 2 and 7 to 9 as granted;
pages 3 to 6 as filed during the ora
pr oceedi ngs;
Dr awi ngs: Figures 1 to 12 as granted.
VI, | ndependent clainms 1 and 15 according to the

appel l ant's request read as foll ows:

2944. D Y A
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"1. A wet-formed conposite (10), said conposite
conprising cellulosic fibers (12) and absor bent
material (14) said wet-formed conposite being
obt ai nabl e from a conbi nati on of absorbent materi al
(14) and a slurry conprising said cellulosic fibers
(12) dispersed in a dispersion nediumin which said
absorbent material is swellable, characterized in that:
sai d absorbent material is conbined with said slurry

I medi ately prior to formation of said wet-forned
conposite such that said absorbent material absorbs

|l ess than 5 tinmes its weight until the point of drying,
t he absorbent material being substantially contained
within the wet-fornmed conposite because the wet-forned
conposite of cellulosic fibers exhibits a relatively
hi gh degree of interfiber hydrogen bondi ng such that
the cellulosic fibers are substantially bonded to one
anot her, but is substantially free of bonding to said
cellulosic fibers because the absorbent material has a
hi gh gel strength.”

"15. A nmethod for the manufacture of a wet-forned
conposite, said nethod conprising the follow ng steps:
formng a slurry of cellulosic fibers and a di spersion
medi um from which slurry a wet-fornmed conposite can be
made; conbi ning an absorbent material, swellable in
said dispersion nedium wth said slurry of cellulosic
fibers immediately prior to formng a wet-forned
conposite; formng a wet-formed conposite containing a
conbi nation of cellulosic fiber and absorbent material;
and drying said wet-forned conposite, so that the
absorbent nmaterial absorbs less than 5 tines its wei ght
bef ore the point of drying, wherein the absorbent

mat eri al being substantially contained within the

wet - formed conposite because the wet-formed conposite
of cellulosic fibers exhibits a relatively high degree
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of interfiber hydrogen bondi ng such that the cellul osic
fibers are substantially bonded to one another, but is
substantially free of bonding to said cellulosic fibers
because the absorbent material has a high ge

strength.”

In support of its requests the appellant relied
essentially on the follow ng subm ssions:

Caiml had to be construed as a claimto a product as
such, which was obtainable by the nethod as referred to
in claiml only and not by any other nethods. By
performng this nethod, the person skilled in the art
woul d arrive directly at the clained product and
therefore the invention was sufficiently disclosed.

Starting fromthe closest prior art D2, which disclosed
an absorbent material nade by formng a slurry of

water, cellulosic fibers and hydrocoll oidal material,
the object underlying the patent in suit consisted in
the provision of an inproved absorbent conposite and a
met hod for its manufacture.

The clai nmed invention achieved a nore substantia
contai nment of the absorbent material even at
relatively high concentrations of the absorbent
material relative to the concentration of fibers,
because the fibers were pre-m xed in a dispersion
mediumto forma slurry and the absorbent nmaterial was
then conbined with the slurry imedi ately prior to
formation of the conposite. "Imediately prior" was
defined as the tinme in which the absorbent materi al
absorbed less than 5 tines its weight until the point
of drying.
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D2 did not disclose a conbination of the absorbent
material with the slurry immediately prior to formation
of the wet-forned conposite, but only to conbi ne water,
fi bers and absorbent nmaterial together at the sane tine
to forma slurry.

Furthernore, the clains defined that the absorbent
material was substantially contained within the fibers
in the absence of bondi ng between the absorbent
particles and the fibers. This feature, which provided
an i nproved contai nnent of absorbent nmaterial in a
conposite structure, could only be achieved if an
absorbent material having high gel strength was used,
and if the absorbent material was allowed to absorb
only a limted quantity of dispersion nediumduring the
wet - form ng process because of the limted period of
contact with the dispersion nmedium Therefore, the
subject-matter of the independent clains was not
obvious in view of the cited prior art.

I X. The respondent's argunents in respect of the clains
filed by the Appellant with the grounds of appea
(whi ch, however, were anended in the oral proceedings)
can be sunmari zed as foll ows.

Caiml was to be construed as covering a conposite per
se, i.e. one which could be obtained by the nethod
inmplied in claim1 but which could alternatively be
obt ai ned by any other nmethod whi ch produced the sane
conposite. Since part of what was clained in claim1l
was the obtaining of conposites by nethods ot her than
the net hod which was specifically disclosed, and no
such ot her nethods were disclosed, the patent did not
enabl e the skilled person to performthe invention over
t he whol e range cl ained and thus, as explained in

2944. D Y A
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T 409/91 (QJ 1994, 653), it did not satisfy the

requi renents of Article 83 EPC. Moreover, the

di scl osure of the patent gave no cl ear description as
to how the person skilled in the art was to recognize
whet her a given conposite fell within the scope of
claim1l and, accordingly, was insufficient in this
respect also. Furthernore, the patent failed to

di scl ose what was neant by the definition "inmedi ately
prior", and therefore the person skilled in the art was
|l eft without any clear teaching as to the range of
times which could be allowed to el apse between

conbi ning the slurry and the absorbent material and
form ng the conposite, and for this reason also the
patent contravened Article 83 EPC

The requirenments of Article 84 EPC were al so not net,
because the term"inmedi atel y" was uncl ear.
Accordingly, the definition "imrediately prior" could
not be relied on for distinguishing the invention over
the prior art.

The subject-matter of claim1l | acked novelty. |ndeed,

t he passage of D2 describing that it mght be
convenient to prem x any of the ingredients, nanely
fibers, water and absorbent, "in any other conbi nation
prior to forming the final slurry", was equivalent to a
recitation of only three possibilities, one of these
being to prem x the fibers and water. In any case, the
menti oned passage at | east gave the skilled person the
i dea of nodifying the process illustrated in D2 by pre-
m xing two of the three ingredients. Therefore the
subject-matter of claim1 at |east |acked an inventive
step. Furthernore, it was already known from docunent
D1 to use short contact tines between the absorbent
material and the water. The feature that the absorbent
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materi al absorbed | ess than about 5 tinmes its weight in
the dispersion nediumprior to the formation of the
conposite firstly did not necessarily inply a very
short contact tinme with the dispersion nedium as it

m ght take a long tine to absorb that quantity of

wat er, and, secondly, was al so known from D1.

Reasons for the Deci sion

1

2944.D

The appeal is adm ssible.

Amendnents (Article 123 EPC)

| ndependent claim1 includes all the features of
original clains 1, 10, 14, 16, 21, 26 and i ndependent
claim15 all the features of original clains 19, 21,
22, 26 and 10.

These i ndependent clains further define that the wet-
formed conposite of cellulosic fibers exhibits a

rel atively high degree of interfiber hydrogen bondi ng
such that the cellulosic fibers are substantially
bonded to one another. This feature is found expressis
verbis in the original disclosure (see page 14,

lines 25 to 28, of the originally filed patent
appl i cation).

The additional feature of the independent clains 1 and
15 that the absorbent material has a high gel strength
is based on the original disclosure which refers to the
absorbent material having a "relatively high ge
strength" (page 14, line 21 of the originally filed

pat ent application), and specifies the use of a high
gel strength absorbent material, nanmely | M 5000P
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avai |l abl e from Hoechst-Cel anese, in all the exanples
gi ven therein.

Therefore, the independent clainms 1 and 15 do not
contai n subject-matter which extends beyond the content
of the application as filed.

Dependent clains 2 to 14 and 16 to 23 are based upon
original clainms 2 to 9, 12, 13, 15, 17, 18, 20, 23, 24,
27 to 31.

The description of the patent in suit was adapted to be
consistent with the clains as anended.

Since the independent clains 1 and 15 define further
limting features with respect to granted clains 1 and
19, the anendnents do not result in an extension of the
protection conferred.

It follows that none of the anmendnents give rise to
obj ections under Article 123(2) and (3) EPC

Sufficiency of disclosure (Article 83 EPC)

The Board has already treated this questioninits
annex to the summons to oral proceedings. The
Respondent has not supplied further argunents
concerning this point.

The Board considers that the patent sufficiently

di scl oses the invention for it to be carried out by a

skill ed person. The description provides four exanples
of making the product of claiml1l and of perform ng the
process of claim15. Furthernore, the period in which

t he absorbent material is in contact wth the
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di spersion nediumis now sufficiently specific. It is
the tinme between conbining the absorbent material wth
the slurry and the start of drying the conposite, in
whi ch the high gel strength absorbent material absorbs
|l ess than 5 tines its weight and at the sane tine is
substantially free of bonding to the cellulosic fibers
in the final wet-fornmed conposite.

Deci sion T 409/91 (supra), cited by respondent, deals
with the requirenent of Article 83 EPC that an
application as filed nust contain sufficient
information to allow a person skilled in the art, using
hi s general know edge, to carry out the invention

wi thin the whole area that is clained.

However, in the present case there is no evidence that
sonme of the enbodinments that fall within the clainmed
area cannot be carried out. Mreover, the description
of the patent in suit provides four exanples of making
the product of claim11 and of perform ng the process of
claim 15, thereby specifically disclosing different
enbodi nents within the clainmed area. Consequently, the
Board cones to the conclusion that the patent contains
sufficient information to allow a person skilled in the
art, using his general know edge, to carry out the

I nvention as clai ned.

Clarity and support in the description (Article 84 EPC)

The respondent questioned clarity of the clains
essentially on the basis of the presence of the
expression "conbining i mediately prior to formation "
in the independent clains. However, as expl ai ned above
(point 3.1 of this decision), the nmeaning of this

expression i s now cl ear.
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Wth the anendnents clains 1 and 15 are now
sufficiently supported by the description in that the
fibers containing the absorbent material by interfiber
hydr ogen bonding are now limted to cellulosic fibers,
in that the absorbent material is a high gel strength
material and it absorbs less than 5 tinmes its weight in
t he di spersion nedi um between conbining it with the
slurry and the point of drying of the conposite.

State of the art - Novelty (Article 54 EPC)

Docunent D1 di scloses a wet-forned conposite, said
conposite conprising cellulosic fibers and absorbent
material (see page 2, lines 45 to 52). D1 specifically
teaches to mx the fibers with the absorbent materi al
(wat er absorbent polynmer) which is in a swelled state
(page 3, lines 45 to 47), and ains at obtaining a
sufficient bonding between the fibers and the absorbent
material (page 4, lines 33 to 35). Therefore, this
docunent does not disclose the feature of claim1 that
the absorbent material is substantially free of bondi ng
to the cellulosic fibers.

According to the process disclosed in D1, the absorbent
materi al has been in contact with the dispersion nedi um
to bring it into a swelled state before being m xed
with water, fibers and inorganic material or is added
together with the fibers to a slurry conprising water
and inorganic material (see page 3, lines 45 to 58).
Thus D1 al ready does not disclose formng a slurry of

fi bers and di spersion nedium and only subsequentl|y
conmbi ni ng an absorbent material with said slurry as
claimed in claim15. It further provides no indication
of the anount of dispersion nedi um absorbed by the
absorbent material as clainmed, resulting in the feature
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that this material is substantially free of bonding to
the cellulosic fibers as clained in claim1.

Docunent D2 di scloses a wet-forned conposite, said
conposite conprising cellulosic fibers and absor bent
material, said wet-fornmed conposite being obtainable
froma conbi nati on of absorbent material and a slurry
conprising said cellulosic fibers dispersed in a

di spersion nmedi umin which said absorbent material is
swel | abl e, see colum 3, lines 46 to 48.

As a direct result of the wet-form ng process and of
the use of cellulosic fibers, the known wet-forned
conposite exhibits a relatively high degree of

i nterfiber hydrogen bondi ng such that the cellulosic
fibers are substantially bonded to one another. D2
further discloses (colum 4, lines 47 to 55) cross-

| i nked polynmers suitable for use in the conposite
according to the patent in suit (cf. the |ast paragraph
on page 3 of the patent in suit), and therefore, it

al so di scl oses the use of an absorbent material having
a high gel strength.

D2 di scl oses that the absorbent materials used are
capabl e of absorbing water in an anount which is at

| east ten tines their weight (colum 3, lines 62 to
67), but is silent about the quantity of dispersion
medi um absor bed by the absorbent material until the
poi nt of drying during the wet-form ng process. As
explained in the patent in suit (page 6, lines 3 to 12)
the quantity of dispersion nedium absorbed, i.e. the
degree of swelling of the high gel strength absorbent
mat eri al, determ nes whet her bondi ng between the
absorbent material and the fibers occurs or not. D2
fails to disclose that the absorbent material absorbs a
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limted quantity of dispersion nmedium nanely |ess than
5 tinmes its weight, during its tinme of contact with the
di spersion nedium and, therefore, it also fails to

di sclose that in the resulting wet-formed conposite the
absorbent material is substantially free of bonding to
the cellulosic fibers.

Consequent |y, docunent D2 does not disclose the
features of the characterizing portion of clains 1 and
15, that said absorbent material is conbined with said
slurry imedi ately prior to formation of said
wet - formed conposite such that said absorbent nmateri al
absorbs less than 5 tines its weight until the point of
dryi ng, the absorbent nmaterial being substantially
contained within the wet-forned conposite because the
wet - formed conposite of cellulosic fibers exhibits a
rel atively high degree of interfiber hydrogen bondi ng
such that the cellulosic fibers are substantially
bonded to one another, but is substantially free of
bonding to said cellulosic fibers because the absorbent
material has a high gel strength.

The ot her avail able prior art docunents neither

di scl ose the feature of claim1l that the absorbent
material is substantially free of bonding to the
cellulosic fibers and of claim 15 that the conposite is
formed in such a way that the absorbent materi al
absorbs less than 5 tines its weight until the point of
dryi ng.

It follows that the subject-matter of claim1l1l is novel

I nventive step (Article 56 EPQ)

There is agreenent anong the parties, and this was al so
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the position of the Qpposition Division, that docunent
D2 represents the closest prior art. The Board shares
this view as D2 cones cl osest to disclosing the

conbi nation of the absorbent material with a slurry
conprising fibers and di spersion nmedium by the nmention
of alternative ways of conbining the conponents in
colum 5, lines 6 to 9.

The subject-matter of clains 1 and 15 is distingui shed
fromthis prior art by the features of the absorbent
mat eri al having absorbed less than 5 tines its wei ght
between conmbining it with the slurry and the point of
drying of the conposite, by which there is
substantially no bonding of the absorbent material to
the fibers, it being contained within the cellulosic
fiber material because of the high degree of interfiber
hydr ogen bondi ng.

These features have the effect that the wet-forned
conposite has an inproved perfornmance (see page 2,
lines 58 to 59).

The avail able prior art neither discloses nor gives any
indications to limt the quantity of dispersion nmedi um
absorbed by the absorbent material during its contact
time therewith such that bondi ng between the asborbent
material and the cellulosic fibers during the wet-

form ng process is substantially avoided. For instance,
docunent D1 actually teaches away from such neasures,
since it discloses the necessity of such bonding

(page 4, lines 32 to 35).

Hence, the Board cones to the conclusion that the
subject-matter of clains 1 and 15 cannot be derived in
an obvi ous manner fromthe prior art and accordingly
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i nvol ves an inventive step.

Dependent clains 2 to 14 and 16 to 23 define preferred
enbodi nents of the wet formed conposite of claim1l and
of the process of claim15. Thus their subject-matter
al so is novel and involves an inventive step.

Finally, the Board finds that considering and deci di ng
on the maintenance of the patent on the basis of the

cl ains as anended during oral proceedings in the
absence of the respondent does not conflict with
decision G 4/92 (QJ 1994, 149). The restrictions to the
clainms as applied by the appellant renove objections
made by the respondent and thus coul d have been
expected. This is particularly so as the Board, in the
annex to the sumons to oral proceedi ngs, had addressed
t hese questions as well.

For these reasons it is decided that:

1
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The deci si on under appeal is set aside.

The case is remtted to the first instance with the
order to maintain the patent on the basis of the
foll ow ng docunents:

d ai ns: 1 to 23, as filed during the ora

pr oceedi ngs;

Descri ption: pages 2 and 7 to 9 as granted;
pages 3 to 6 as filed during the ora
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The Regi strar:

C. Ei ckhoff
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proceedi ngs;

Figures 1 to 12 as granted.

The Chair nan

H. Mei nders
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