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Summary of Facts and Submn ssions

0839.D

Eur opean patent No. 357 598, based on the internationa
appl i cation published under publication nunber

WO 88/ 08667 (application No. PCT/US87/01147) was
granted on the basis of 18 cl ai ns.

Qppositions were filed against the granted patent by
the Appell ant (Opponent 01) and Qpponent 02 on the
grounds of lack of novelty and inventive step under
Article 100(a) EPC and additionally by Opponent 02 for
| ack of sufficiency of disclosure of the invention
under Article 100(b) EPC

Regar di ng the objections under Article 100 (b) EPC
Opponent 02 argued inter alia that the invention was
insufficiently described since the ranges given for the
conmponents were so broad as to enconpass conpositions
whi ch were not storage stable. This was clearly
confirmed by Table 1 of the patent in suit, fromwhich
it could be derived that none of the conponents of the
claimed solution were indeed stable. For instance, the
peracetic acid conposition increases 63% between the
first and the [ ast analysis. Even the analysis after 60
days, which corresponds nost closely to the conposition
of claim7, undergoes a peracetic acid concentration

i ncrease of alnost 8% during the renmai nder of the
storage period (see in particular the notice of
opposition, filed on 7 Decenber 1994, page 9, |ast

par agraph and page 10).

Wth the interlocutory decision posted on 16 July 1998
t he Qpposition Division maintai ned the patent under
Article 102(3) EPC on the basis of an amended set of 8
clains filed as auxiliary request during the ora
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proceedi ngs held on 20 Cctober 1997, of which the sole
I ndependent cl ai mreads:

"1l. A stable, shippable solution for use as a
m cr obi ci de, conpri sing:

(a) 1% by wei ght hydrogen per oxi de;

(b) acid consisting of a m xture by weight of 0.08%
peracetic acid and 5% acetic acid;

(c) the remainder of 100% by wei ght water."

The Qpposition Division held that the anended

clains fulfilled the requirenents of Article 123(2) and
(3) EPC, Article 84 EPC as well as Articles 54 EPC and
56 EPC.

The Qpposition Division recognised an inventive step in
particular in view of the effects achi eved by the
cl ai med sol utions.

The Appel | ant (Opponent 01) | odged an appeal agai nst
thi s deci sion.

The sole action of the Opponent 02 in the appea
procedure was to informthe Board and the other Parties
that he will not participate at the oral proceedi ngs
schedul ed for 7 March 2001.

Oral proceedi ngs took place on 7 March 2001.
At the beginning of the oral proceedings the Chairnan

drew the party's attention to the fact that the patent
was al so opposed under Article 100(b) EPC. Al though the
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Qpposi tion Division had not considered this ground of
opposition in its decision, this ground proved to be
particularly relevant in view of the anmended claim1l1
whi ch was directed to a defined specific mcrobicide
solution, for which any possible variations in percent-
anount of the different conponents was excluded by the
very wording of the claim

On this point the Respondent argued that the clained
solution was a stable comrerci al product already sold
under different trade nanes. He tried to prove this by
produci ng a set of docunents concerning one of those
products naned "Actril Cold Sterilant".

On the other hand, the Appellant argued that exanple 1
of the patent in suit showed that even after a storage
period of sixty days the clained solution did not reach
the equilibriumstate and that, because of their
instability, each of the conpositions as set out in
table 1 of exanple 1 was outside the scope of claiml.

Mor eover, the Appellant contested that the conmerci al
products referred to by the Respondent necessarily
corresponded to those described in the patent in suit.

The Appel | ant requested that the decision under appea
be set aside and that the patent be revoked.

The Respondent requested (main request) that the appea
be di sm ssed and that the patent be nmintained as
accepted by the OQpposition Division and as auxiliary
request that the case be remtted to the first

I nst ance.
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Reasons for the Deci sion

1

0839.D

The appeal is adm ssible.

The subject matter of anended claim 1 of the patent in
suit as maintained by the Qopposition Division is
restricted to a specific conposition which is in fact
t he conposition of claim?7 as granted.

The currently clainmed mcrobicide solution is defined
by one specific conposition conprising 1% by wei ght
hydr ogen peroxi de, 0.08% by wei ght peracetic acid, 5%
acetic acid and the remai nder of 100% wat er.

Stability is cited as a characterising feature of the
cl ai med subject matter and the solution is further
characterised by the anbunts of its conponents w thout
| eaving any possibility of variation (due to e.g.
instability).

The alleged stability of the clainmed subject matter is
shown, according to the Respondent, in table 1 of
exanpl e 1 of the patent.

In the Board's view the argunents brought forward by
the Opponent are indeed pertinent in many respects.

In fact, on the basis of the results of the stability
tests as indicated in table 1 of exanple 1, it appears
that stability as a consequence of an equilibriumstate
was achi eved neither within 60 days of storage as

al | eged, nor thereafter. It is evident that even after
193 days the hydrogen peroxi de content in the solution
is still decreasing while the peracetic acid content

ri ses.
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Provided that an equilibriumstate could be achieved,
yet exanple 1 does not indicate the necessary tine for
achieving it after mxing the different conponents nor
does it nention whether the anobunt of the conponents as
claimed is the anbunt of the starting naterials before
m xi ng or the anpunt observed after a defined period of
time after the initial mxing, possibly at the
equi l i brium

Under these circunstances, the question of whether the
i nvention as defined in anended claim1, is described

in a manner sufficiently clear and conplete for it to

be carried out by the skilled person, should have been
consi dered by the Qpposition Division and still needs

to be considered by the Board.

Thi s does not anmpbunt to the introduction of a fresh
ground of opposition since Qpponent 2 produced
substantive witten argunents during the opposition
proceedi ngs concerning this ground of opposition (see
inter alia the notice of opposition filed on 7 Decenber
1994, page 9, |ast paragraph and page 10).

Accordingly the Board can only concl ude that the

requi renments of Article 99 (1) EPC and Rule 55 (c) EPC
regardi ng the ground for opposition under

Article 100(b) are net (see T 274/95, Q) 1997/3, 99).

In spite of this, the decision under appeal |acks any
substanti al reasoning as regards the grounds for
opposition of insufficiency of disclosure of the

i nventi on.

Therefore, in the Board' s judgnent the failure of the
OQpposition Division to consider in the decision-nmeking
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process a ground for opposition, which could have
strongly influenced the outcone of the decision,
constitutes a substantial procedural violation.

On the other hand, if the Qpposition Division has

i ndeed consi dered this ground of opposition and has
concluded that it did not prejudice the nai ntenance of
t he European patent in anended form then it should
have produced substantial argunents explaining the
reasons of its decision according to Rule 68(2) EPC

Failure to explain these reasons anounts to a
procedural violation since one party was deprived of
its legitimate right to chall enge the reasoni ng on
whi ch the deci sion was based, which is the purpose of
t he proceedi ngs before the Boards of Appea

(Article 113 EPC) (see decision of the Enlarged Board
G 9/91, QJ 93, 408, paragraph 18).

Article 111 EPC and Article 10 RPBA (Rul es of Procedure
of the Boards of Appeal) provides that a Board shal
remt the case to the first instance, if a fundanental
deficiency is apparent in the first instance

proceedi ngs.

In view of the substantial procedural violation the
Board considers that the rei nbursenent of the appeal
fee is clearly equitable (Rule 67 EPC).
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. Rei mbur senment of the appeal fee is ordered.
The Regi strar: The Chai r man:
A. Townend C. Germnario

0839.D



