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Summary of Facts and Subm ssi ons

1504.D

The appeal is froma decision of the Opposition
Division to revoke European patent No. 0 454 643. The
deci si on was based on the clains as granted, the only
i ndependent cl ai mreadi ng:

"1l. Coating device for coating of a size-press roll,
paper or board or of an equival ent noving base,
conprising a revol ving coating bar

(11, 21, 41,51, 81,101), which rests agai nst the noving
base (4,5,92a, W, which extends across the machine

wi dth, which is supported in a cradle (12,22, 34, 103)
substantially over its entire I ength, and which said
coating bar is fitted to spread and to snooth the
coating agent onto the noving base (4,5,92a,W, so that
the profile of coating quantity can be regul ated under
control which said coating agent was introduced into

t he coating device (10, 20,100), in the direction of
runni ng of the noving base (4,5,92a, W, before the
coating bar (11, 21,41,51,81,101), characterized in that
t he coating bar (11, 21,41,51,81,101) is a rigid snmooth
bar having a dianeter of at [east 18 nm"™

Based on a nunber of citations, three oppositions were
filed against the patent in its entirety, inter alia on
the grounds of Articles 54 and 56 EPC (Article 100(a)
EPC). However, one opposition (of the first Opponent)
was Wi thdrawn by letter of 5 February 1998.

In its decision, the Opposition Division found that the
cl aimed subject-matter |acked novelty in view of

docunent

(4) US-A-2 676 563.
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In particular, the Opposition Division held that the
constructional features of the coating device and the
function of the doctor disclosed in docunent (4) were
the sane as in the clainmed device.

Oral proceedings were held before the Appeal Board on

3 May 2000, during which the Appellant (Proprietor)
filed two new sets of 8 clains each as its nmain request
and second auxiliary requests and asked for mai ntenance
of the clains as granted to be treated as the first

auxi liary request. The anmendnents nade to the only

i ndependent clains of the main and second auxiliary
requests are as follows:

Caiml1l of the main request differs fromthat of
Claim1l1l as granted by inserting the term"of short-
dwel | type" after "Coating device" and replacing the
term "before the coating bar (11,21, 41,51, 81, 101),
characterized" by "into a pressurized coati ng-agent
chanber (16, 26, 106) pl aced before the coating bar

(11, 21, 41, 51, 81, 101), which chanber is, besides by said
coating bar (11,21), also defined by a roll face (4,5),
by a front wall (14, 24,102) of the coating-agent
chanber, as well as by possible |ateral seals,
characterized".

Claim1 of the second auxiliary request differs from
that of Claiml as granted in that the term"before the
coating bar (11,21, 41,51, 81,101), characterized" is
replaced by "into a coating-agent chanber (16,26, 106)

pl aced before the coating bar (11,21, 41,51, 81, 101),

whi ch chanber is, besides by said coating bar (11, 21),
al so defined by the roll face (4,5), by the front wall
(14, 24, 102) of the coating-agent chanber, as well as by
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possi bl e |ateral seals, characterized".

Clains 2 to 8 of the second auxiliary request have the
same wording as the respective clainms of the main
request .

During the appeal proceedings, the parties - apart from
docunent (4) - relied on the follow ng further
docunents from anong those previously considered:

(1) WO A-88/05698;

(9) US-A-2 946 307;

(10) US-A-2 970 564;

(11) US-A-2 560 572;

(13) Wochenbl att fur Papierfabrikation, 23/24, 1987,
pages 1063 to 1068;

(15) US-A-4 889 073;

(16) G L. Booth, Coating Equi pnent and Processes, 1970
Lockwood Publishing, New York, pages 82 to 91;

and

(17) DE-A-3 620 374.

The Appellant submtted in essence that the bar coater
as claimed was a short-dwell type coater in accordance
with the definition given in the patent in suit and
fundanmentally different fromthe gate roll coater

i ncluding a doctor as disclosed in docunent (4). In
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contrast to the presently clainmed coating bar which was
fitted to spread and snooth the coating onto the noving
base, the doctor rod used according to docunent (4) had
nmerely a wi ping function but did not coat.

The Appellant further submtted that the clained
subj ect-matter was al so novel as against the other
citations.

The Respondents (Opponents Il and I11) raised

obj ections under Article 84 EPC concerning the
foll owi ng amendnents nade to the clains in the nmain
and/ or second auxiliary requests:

- the insertion of the term"short-dwell type" was
ei ther redundant or rendered the clai ns uncl ear;

- the definition of the coating device used the term
"roll face" which was not a feature of the device;

- the optional term "possible |ateral seals"; and

- the term"fitted to spread ... so that the profile
can be regul ated under control"” contradicted
the requirement for the bar to be rigid.

Concerni ng novelty of the subject-matter as granted in
accordance with the Appellant's first auxiliary
request, the Respondents supported the reasons given in
the contested decision. They argued in essence that it
was not possible to make a distinction between the
functions of a coating bar as clained and a prior art
doctor rod. Moreover, the teaching of docunents (10),
(11) and (15) also anticipated the subject-matter of
Claim1 of this request.



VI,

- 5 - T 0869/ 98

Concerning the second auxiliary request, the
Respondents, during the oral proceedings, relied solely
on docunment (15) as anticipating the subject-matter

cl ai med therein.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained in
accordance with its main request or alternatively its
first or second auxiliary requests.

The Respondents requested that the appeal be di sm ssed.

Reasons for the Decision

1504.D

Mai n Request

Amendnents (Articles 123(2)(3) and 84 EPC) -
Adm ssibility of the Request

The late filed daim1l of the nmain request was anended
by specifying the coating device as to be of the
"short-dwell type" and to include a "pressurized"
coating agent chanmber which - in the direction of
runni ng of the noving base - is placed before the
coating bar and is defined by said coating bar, the
roll face of the size press roll, the front wall of the
coating agent chanber and by possible |ateral seals.

These anmendments find support on page 4, lines 18 to 22
and page 9, lines 1 to 3 of the application as
originally filed. The amendnents further bring about a
restriction of the extent of the scope of the clains in
that the means for introducing the coating agent has
been specified in accordance with the disclosure in
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columm 3, lines 17 to 25 and colum 6, lines 7 to 11 of
the patent in suit.

The requirenents of Article 123(2) and (3) EPC are,
therefore, net.

Article 84 EPC, inter alia, requires that the clains
shall define the matter for which protection is sought.
This requirenment is supplenented in Rule 29(1) EPC in
that the matter for which protection is sought shall be
defined in the clains in ternms of technical features of
the invention. Further, according to the general

provi sions governing the presentation of the
application docunents laid down in Rule 35 EPC, "use
shoul d be nmade of technical ternms, signs and synbols
generally accepted in the field in question”

(Rul e 35(12) EPC, last sentence). In the Board's

opi nion, these requirenents reflect the principle that
the wording used in a claimenables determ nation of
the protection conferred by a patent (G 2/88, QJ EPO
1990, 93; Corr. QJ EPO 1990, 469, reasons Nos. 2.4 and
2.5) or, in other words, the wording of the clains nust
be such that "the public is not left in any doubt as to
whi ch subject-matter is covered by a particul ar patent
and which is not" (T 337/95, Q) EPO 1996, 628, reasons
Nos. 2.1 to 2.4).

In the present case, the subject-matter for which
protection is sought is a coating device which, inter
alia, is defined by being "of short-dwell type".

The Appellant argued that the term"short-dwell type"

stood for particular apparatus features and was defi ned
in colum 3, lines 18 to 25 and colum 6, lines 3 to 10
of the patent in suit. By contrast, a coater conprising
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a doctor was not of this type, because the doctor was -
in conparison to the short-dwell type arrangenent -
di stanced fromwhere the coating agent was appli ed.

The Respondents submitted that the words "short-dwell
type" had no precise and generally accepted neaning in
the art. The words "Short-Dwell Coater™ were clainmed as
a trademark of the first Opponent (see docunent (17),
colum 2, lines 41 to 43), but use of "short-dwell" in
the patent in suit was not confined to that conpany's
products. Accordingly, when used in a claim the words
"short-dwell type" rendered the scope of protection
uncl ear .

Therefore, the termcould only be given its literal
meani ng and/ or such nmeaning, if any, as the patent in
suit provides.

The Board shares the Respondents' opinion that, inits
literal nmeaning, the term"short-dwell"” is a relative
termwhich sinply means a particular period of tine
bet ween application of the coating agent and action of
the coating bar, during which period of tinme fluid from
the coating agent can nore or |ess penetrate into the
surface of the noving base before it is spread and
snoot hed by the coating bar. However, this period of
time is - as a matter of course - also influenced by
further constructional options such as the distance
bet ween the | ocations where the coating is applied and
where the bar cones into action, and even by
operational options, e.g. the operating speed of the
size-press roll. None of these options is defined in
the patent in suit.

According to the definition in colum 3 of the patent
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in suit, a coating device of the "short-dwell type" is
one in which the coating agent is introduced into a
pressuri zed coating agent chanber placed before the
coating bar and defined by the coating bar, the rol
face, the front wall of the coating agent chanber, as
wel | as by possible lateral seals. Claim1, however,
contains both the termin question and that definition
of the coating agent chanber and thereby creates
uncertainty as to whether or not the definition of the
pressuri zed coating agent chanber in fact supplies the
full meaning of the term"short-dwell type" or whether
the termitself is sinply redundant and shoul d be

del eted fromthe claim

Since there is nothing else on file which would further
expl ain the nmeaning of "short" or "short-dwell type",
that uncertainty | eaves the skilled reader in doubt as
to the extent of the subject-matter actually covered by
the wording of Claim1l.

Therefore, Claim1l of the main request does not, in the
Board's judgnent, fulfill the requirenments of
Article 84 EPC

Moreover, the term "pressurized" does not define, as
was conceded by the Appellant, a constructional feature
of the coating device. Thus, the said anmendnents
clearly not being allowable and not being apt to
overconme the grounds of opposition, the Board finds the
late filed main request inadm ssible.

First Auxiliary Request

Interpretation of Caiml
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It is a prerequisite for deciding the question of
novelty to have a clear definition of the subject-
matter as depicted by the wording of aim1l. In the
present case, in order to permt a distinctive

eval uation of the prior art, it is necessary to

est abli sh what neaning can be given to the follow ng
features of Caim 1:

(a) "a coating bar", in particular whether this term
confers a specific neaning on the coating device
conprising it;

(b) the property of the coating bar of being "fitted
to spread and to snooth the coating agent onto the
novi ng base, so that the profile of coating
guantity can be regul ated under control"; and

(c) the property of the coating bar of being "rigid"
and "snoot h".

To answer these questions, two sources of information
may be consulted, firstly, the description of the
patent in suit and, secondly, the general technical
know edge of soneone skilled in the art.

Concerning the definition of the coating bar (item a)
above), the patent in suit distinguishes principally
bet ween a bl ade coater and a bar coater as two
alternative coating devices. The patent in suit
expressly relates to the latter type, i.e. bar coaters
(colum 1, lines 16 to 21). The patent then refers to
docunent (10) as disclosing such bar coaters, however
with bars of small dianeter (colum 1, line 42 to
colum 2, line 4 of the patent in suit). The patent

al so refers to docunent (1) as form ng the basis of the
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preanble of Claim1 and disclosing a coating bar,
however with an elastic outer layer (colum 2, lines 9
to 11 of the patent in suit). The Board, therefore,
concl udes that a coating bar within the nmeaning of the
preanble of Cdaiml is sinply the bar used in a bar
coater and, further, that the termin principle
enconpasses the bar of docunment (1) which is described
as a scraping bar (Rakel stange) (see abstract) as well
as that of docunent (10) which is described as doctor
rod (see e.g. colum 2, lines 46 to 49). The Board
accepts that the coating bar may al so be one which is
used in accordance with other types of bar coaters than
t hose di sclosed in docunent (1) (e.g. Figure 2).
However, Claim 1l of the first auxiliary request is not
in any way restricted to a particular kind of coating
devi ce.

Concerni ng docunent (10), the Appellant argued that
there was a substantial difference in function between
the bars shown in figures 1 and 2 and those in

figures 3 and 4, in that the latter did not spread the
coating agent onto the applicator roll and that,
therefore, these bars were not coating bars. However,

t he Board cannot accept this argunent since the initial
application of the coating conposition onto the
applicator roll is due to the fact that the rotation
roll transports sone of the coating conposition froma
pool containing the conposition (colum 3, lines 34 to
35). This application would al so occur in the absence
of the bar. If anything, the task of a coating bar is,
therefore, to reduce the anmobunt of the coating and/or
to spread it into a snoboth film Consequently, the bars
exenplified in all figures of docunent (10) as well as
the bars in the clainmed device are all suitable for the
sanme purpose, nanely for netering a size film by
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removi ng surplus coating and distributing and snoot hi ng
t he remai nder

Concerning item (b) (see above 2.1, first paragraph),

t he Respondents argued that, contrary to the
requirenents of Article 84 EPC, the termin question
contradi cted both the description of the patent in suit
and the requirenent of Claim1l that the bar be rigid
since, according to colum 1, lines 45 to 52 of the
patent in suit it was not possible to use |arge

di aneter bars because - owing to their thickness - such
bars were too rigid to provide an adequate profiling.

According to Article 100 EPC an opposition cannot be
based on the grounds of Article 84. Since, in the
present case, the termin question was present in the
granted version of Claim1l, the correspondi ng objection
of the Respondents cannot be considered at the present
stage of procedure. Instead, according to the

est abl i shed jurisprudence of the Boards of Appeal, in a
case like this the wording of the clains has, if
necessary, to be interpreted in the light of the
description of the patent in suit.

Si nce docunent (1) fornms the preanble of daiml

(see 2.1.1 above), it also fornms the basis for the
definition of the term"coating bar which is fitted to
spread and to snmooth the coating onto the noving base,
so that the profile of the coating quantity can be
regul ated under control” contained in the preanble. The
scrapi ng bar of document (1) includes dianeters of up
to 20 nm hence also of at least 18 nm and is

descri bed as being suitable for renoving a surplus of
coating conposition and generating uniform coating
films (page 5, first and third paragraph).
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Consequently, the term"fitted to spread and to snooth
so that the profile ... can be regul ated under
control™ must be interpreted in this sanme sense, i.e.

fitted to renove surplus coating and thereafter
uniformy distribute and snooth the remainder. Nothing
in the patent in suit suggests that the coating bars
di scl osed therein had any other function or were
particularly nodified for any other purpose.

Concerning item(c) at 2.1 above, the description of
the patent in suit provides sufficient information for
an adequate definition of the ternms "rigid" and
"snoot h":

The coating bar is rigidif it has a "unified and solid
construction” (colum 4, lines 30 to 33), or if it "is
made of a tube, e.g. chrom umplated copper or steel™
(colum 5, lines 40 to 45). Apart fromthis, only the
di anmeter of the bar, which according to Claiml is at

| east 18 nm can affect its rigidity. No other
properties of the coating bar capable of influencing
its rigidity are available fromthe description of the
patent in suit. Hence, any bar of a unified and solid
construction or in the formof a tube and having a

di anmeter of at |east 18 nmm nust be considered to have
the inplied property of being "rigid" within the
meani ng of the patent in suit.

Wth respect to the kind of surface of the bars, the
patent in suit refers to prior art bar coaters having
faces with grooves or steel wire for nmetering the size
film(colum 1, line 16 to colum 2, line 8). It is
clear fromthis passage that these bars are not neant
to be covered by the term"snooth bar". Mreover, the
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expressions "snooth", "grooved" and "w re-wound", when
used in connection with bar or rod coaters, are
generally known in the art and describe the three
commonly used types of rods (see docunent (16),

pages 84 and 85), the difference between grooved or

wi re-wound bars on the one hand and snooth bars on the
ot her hand being that the surface of the former have
been deliberately nodified either by winding a wire
around it or by cutting grooves into it. It follows
that a snooth bar is sinply one which is neither
grooved nor wire-wound with the consequence that it is
not necessary in the present case to denote, for the
pur pose of definition, a particular degree of

snoot hness.

Novel ty

The patent in suit, on the basis of the clainms of the
former main request (now the first auxiliary request),
has been revoked for |ack of novelty over the

di scl osure of docunent (4).

Thi s docunent describes a coating device for coating an
applicator roll of the size press type wherein the
coating material is directly applied to the surface of
the applicator roll in excess and without regard to
uniformty. The device conprises a rotating doctor rod
which is supported in a cradle throughout its working

| ength and extends over the entire width of the paper
machine. It is pressed firmy and uniforny against the
rubber-1like surface of the applicator roll to renove
the surplus coating material fromthe surface of the
applicator roll and to snooth the residual film of
coating material into a uniformlayer of the desired

t hi ckness (colum 2, line 24 to colum 3, line 5;
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colum 6, lines 1 to 65). In view of the neaning given
to the coating bar and its function (see itens (a) and
(b) at 2.1.1 and 2.1.2 above), the coating device of
docunent (4) therefore includes all the features of the
preanbl e of Caiml.

The doctor rod of docunment (4) is made of chrom um

pl ated steel (columm 6, lines 6 to 9). Neither wre-
wound nor grooved surfaces are nentioned for the doctor
rod which, in view of the intended effects of the
doctor rod, nmeans that its surface is snooth. This
finding is corroborated by Figure 6 showi ng details of
the respective coating device and in particular a
doctor rod with a snmooth surface. The dianeter of the
doctor rod may be from 1/ 8 inch up to several inches
(colum 7, lines 68 to 70), in particular 7/8 inches
(colum 8, line 7) corresponding to 22 mm Accordingly,
the coating device of docunent (4) also includes the
features of the characterizing portion of aim1lin
that the rod is rigid and snoboth within the meaning
establ i shed at 2.1.3 above and has the required

di aneter.

The Board is aware that the coater of docunent (4) is
known in the art as a gate roll coater. However, since
the clained coating device is not restricted to a
particular type, it cannot be distinguished via this
feature fromthat disclosed in docunent (4).

For these reasons, the Board confirns the Opposition
Division's decision that the subject-matter of daiml
of the first auxiliary request, which corresponds to
Claim1 as granted, is not novel in view of the

t eachi ng of document (4).
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Second auxiliary request

Amendnents (Articles 123(2)(3) and 84 EPC)

Claim1l of the second auxiliary request differs from
that of the granted version (now the first auxiliary
request) in that the coating agent chanber is defined.

Support for these anmendnents is again found on page 4
of the application as originally filed and in colum 3
of the patent in suit (see 1.1.1 above), where the
coating agent chanber is disclosed. However, in
contrast to the chanber as recited in Claim1l, the
chanber is denoted in said passage as being
"pressurized".

The omi ssion of the term"pressurized" with respect to
t he chanber does not, in the Board's view, contravene
the provisions of Article 123(2)(3) EPC for the
foll ow ng reasons:

Firstly, the term"pressurized" is not a constructional
feature of the device, but rather a feature defining
operational conditions when the device cones into
action. Secondly, whilst the term suggests that the
chanmber should be suitable to withstand sonme interna
super at nospheric pressure, the chanber itself is not
necessarily seal ed and, hence, not necessarily closed
or absolutely tight. As conceded by the Appellant, the
term"pressurized", therefore, has no delimting
character. Its om ssion cannot, therefore, introduce
subj ect-matter which extends beyond the content of the
application as filed (Article 123(2) EPC)

Further, since Claim1l in the granted versi on was not
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confined at all to a device conprising a coating agent
chanber, the amended cl ai m does not extend the
protection conferred to the patent in suit

(Article 123(3) EPC).

The Respondents objected under Article 84 EPC to the
definition of the chanber by neans of the "roll face"
whi ch was the surface of the size press roll and,
hence, not part of the coating device and, further, to
the optional feature "possible |ateral seals".

The Board, however, accepts the Appellant's subm ssion
that the size-press roll is part of the coating device.
The wording "coating device for coating a size-press
roll™ in the present context nerely describes the
device when it is in action, i.e. that first of all a
coating had to be forned on the size-press roll before
it is then transferred to the surface of the travelling
paper or board.

Concerning optional features in general, the Board has
no objections as long as they do not render a claim
unclear. In the present case, the term "possible
|ateral seals" is, in the Board' s judgnent, perfectly
clear in that it sinply nmeans that |ateral seals nay be
present or not.

For these reasons, the Board finds that daim1l
conplies with the requirenents of Articles 84 and
123(2), (3) EPC as do Cains 2 to 8 against which no
obj ections were raised under these articles.

Novel ty

According to the Respondents, docunment (15) disclosed a
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coating device conprising a tubular and hence rigid bar
having a dianmeter of 20 to 200 nm and conprising a

cl osed coati ng agent chanber placed before the coating
bar (columm 2, lines 49 to 62, colum 3, lines 19 to
22, colum 4, lines 5 to 8 and Figure 1). Since
docunent (15) was silent about the kind of surface of
the coating bar, so the Respondents argued, any skilled
reader would interpret docunent (15) as disclosing a
snmoot h coating bar. Consequently, the teaching of
docunent (15) anticipated the subject-matter of
Claim1.

The Board does not, however, share this opinion. As

i ndi cated above at 3.1.2, the clainmed device is
defined, inter alia, by a roll face (4,5), formng part
of a size-press roll. Such a roll face is totally
absent in the coating device of docunent (15). Instead,
t he known device directly coats the paper web or board
whi ch, consequently, forns part of the coating agent
chanber (see Figure 1).

Apart fromthis, the Board does not accept the
Respondent s’ argunments concerning the disclosure of
"smooth". In a situation as is dealt with in

docunent (15), snooth, grooved and w re-wound rods are
used dependi ng on the circunstances and according to a
skill ed person's common general know edge. While snooth
rods have the advantage of long life and applicability
of |l ow coating weights, w re-wund rods are used where
conparatively heavy deposits of coating are required
(see docunent (16), pages 84 to 85). O her advantages
of wire-wound rods can be seen from docunment (13)
(page 1065, left-hand colum to page 1066, |eft-hand
columm). Hence, a person skilled in the art cannot
unanbi guously and directly derive a disclosure of
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snooth rods from docunent (15) merely fromthe fact
that nothing at all in this respect is nmentioned.

The subject-matter of Caim1 of the second auxiliary
request is, therefore, not disclosed in docunent (15).

3.2.2 Caiml as it now stands has already been filed with
t he Appellant's statenent of G ound of Appeal and
objected to by the Respondents in witing as being
antici pated by docunent (11). The Respondents did not,
however, show whether or not the coating agent chanber
di scl osed in docunment (11) conprises a front wall
within the meaning of the patent in suit. Since such a
front wall is neither nmentioned in the description of
docunent (11) nor discernible fromits figures w thout
maki ng further, and arbitrary, presunptions, the
cl ai med subject-matter is not anticipated by this
docunent .

3.2.3 No other prior art docunent has been cited in respect
of novelty of the subject-matter as clainmed in
accordance with the second auxiliary request nor is it
apparent that said subject matter was antici pated by
anyone of the other citations.

Therefore, it is decided that the coating device of
Claim1l of the second auxiliary request is novel.
Dependent Clains 2 to 8 are directed to specific
enbodi ments of the subject-matter of Claim1l. These
enbodi nents are, therefore, also novel.

4. Procedural nmatters

In the present case the decision under appeal has been
based solely on the ground of |ack of novelty. Although

1504.D Y A
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this ground has been overcone by the anendnents nmade to
the clains according to the second auxiliary request,

it still has to be assessed whether these clains
satisfy the other requirenents of the EPC, in
particul ar whether an inventive step is involved.

During the oral proceedings before the Appeal Board,
the Appellant, contrary to his subm ssion in the
Grounds of Appeal, requested for the first tine that a
final decision be made by the Board instead of
remtting the case to the Qpposition Division for

eval uation of inventive step. The Respondents al so
supported this request.

However, it is not normally the function of the Appeal
Board to consi der and deci de upon questions which were
raised for the first tinme during the appeal proceedings
(see T 611/90, QJ EPO 1993, 50, reasons No. 3; and
unpubl i shed T 152/93 of 21 March 95, reasons No. 6.2).

| nstead, according to the Enlarged Board of Appeal, the
mai n pur pose of appeal proceedings is to give the

| osing party the opportunity to chall enge the decision
of the Qpposition Division (see G 9/91, QJ EPO 1993,
408, point 18 of the reasons). Taking into account that
t here was no assessnent of inventive step at all during
the witten appeal proceedings, the Board considers it
appropriate to exercise its discretion under

Article 111(1) EPC to refer the case back to the
Qpposition Division for further prosecution.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to proceed with the opposition proceedi ngs on
t he basis of the second auxiliary request.

The Regi strar: The Chai r man:

G Rauh P. Krasa
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