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Cat chword

Changes in the conposition of an Qpposition Division after
oral proceedi ngs should be generally avoided al so in cases
where no final substantive decision has been given orally.
Where this is not possible, new oral proceedings nust in
general be offered to the parties under such circunstances
(see the anal ogous regulation of Article 7(1) of the Rul es of
Procedure of the Boards of Appeal). Such offers nmay be
foregone in exceptional cases, in particular if the final
decision given by a differently conposed Opposition D vision
is not substantially based on findings arrived at during the
oral proceedings but on fresh facts and argunents communi cat ed
to the parties in the resuned witten proceedi ngs (see

point 2.3 of the reasons).
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Summary of Facts and Subm ssi ons

1995.D

The appell ant (proprietor of the patent) |odged an
appeal agai nst the decision of the Opposition D vision
revoki ng European patent No. 0 268 237.

An opposition against the patent as a whole had been
filed by the respondent (opponent) and based on
Article 100(a) EPC since the subject matter of the
patent in suit allegedly |acked novelty and/or

i nventive step

As can be seen fromthe m nutes of oral proceedi ngs
arranged before the first instance, the Qpposition

Di vision held that the grounds for opposition nentioned
in Article 100(a) EPC prejudiced the maintenance of the
patent in accordance with the main request of the
patent proprietor, i.e. the patent as granted, and
announced its intention to maintain the patent in
amended formon the basis of a set of clains in
accordance with the proprietor's auxiliary request. The
patent proprietor was given a period within which to
adapt the description to the anended cl ai ns.

Agai nst the anmended description filed in due tine after
the oral proceedi ngs, objections under Article 84 EPC
were raised by the opponent referring to

I nconsi stenci es between the description and cl ai ns.

In a comruni cation pursuant to Article 101(2) EPC dated
21 Novenber 1997, the Qpposition Division requested the
patent proprietor to nake further anmendnents to the
description within a period of two nonths, otherw se
the patent woul d be revoked in accordance with
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Quidelines D-VI, 7.2.1.

Wthout any reaction of the patent proprietor to this
comruni cati on being discernible fromthe file, the

pat ent was eventual ly revoked by the inpugned deci sion
of the Qpposition Division handed over to the EPO
postal service on 3 July 1998. The revocati on was based
on Article 102(1) EPC for reasons of inconsistent
term nol ogy used in the anmended clains of the auxiliary
request and the description adapted thereto, and signed
by an Qpposition Division different fromthat before
whom t he oral proceedi ngs had taken place, the second
menber havi ng been replaced after the oral proceedings.
In the statenent of grounds of appeal, the appell ant
requested that the decision of the Opposition Division
be set aside and that the patent in suit be nmaintained
inits granted form (main request) or - alternatively -
i n anmended formon the basis of first and second
auxiliary requests, respectively. In case rejection of
the patentee's main request was envi saged by the Board
of Appeal, oral proceedings pursuant to Article 116 EPC
wer e request ed.

In a communi cation dated 1 Decenber 1998, the Board
took the provisional view that the inpugned decision

| acked the reasoning required by Rule 68(2) EPC since
the appellant's main request apparently had never been
wi t hdrawn before the first instance. Furthernore, the
poi nt was rai sed whet her the change in the conposition
of the Qpposition Division would have required the
arrangenent of new oral proceedings in the present
case. Because of the substantial procedural violations,
the Board envi saged an imedi ate remttal of the case
to the departnent of first instance for further
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prosecution and a reinbursenent of the appeal fee.

In a reply to said communi cation, the appellant agreed
with the Board's intention to remt the case to the
OQpposition Division since it wanted "to appeal the
decision to reject the main clains as well".

The respondent did not file any substantive
observati ons.

Reasons for the Deci sion

1

2.1

2.1.1

1995.D

Adm ssibility of Appea

The appeal conplies with the provisions nmentioned in
Rul e 65 EPC and is therefore adm ssi bl e.

Substanti al procedural violations

Uncl ear situation of the file

According to Form 2009.2 of the mnutes of the ora
proceedi ngs before the departnent of first instance
dated 10 April 1997, the Qpposition Division inforned
the parties of its "intention" to nmaintain the
contested patent as anended on the basis of the so-
call ed "anended auxiliary request” and to give the
patent proprietor a period of two nonths to adapt the
description to the anended clains. Al though the part of
the Formrelating to possible decisions is left enpty,
the box "Brief grounds for the decision” is marked with
a cross and reasons for the patentability of the
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anmended auxiliary request are given. In the typed
annexes to said Form the paragraph dealing with the
above "intention" is headed "Decision" (see point G at

page 6).

Furthernore, the first paragraph at page 3 of the

i mpugned decision reiterates the Division's finding
that it considered the subject matter of the

i ndependent clains of the anended auxiliary request
bot h novel and inventive with respect to the avail able
prior art, and "decided" pursuant to Article 102(3) EPC
to maintain the patent as anended.

Havi ng regard to the proprietor's main request, the
subject matter of claim1 as granted was not consi dered
i nventive over the available prior art at said oral
proceedi ngs (see point D. 3.4 at page 4 of the annexes).

There is no indication in the mnutes that an interim
subst anti ve deci sion has been given orally on the nmain
request, nor that the main request had been w t hdrawn
by the patent proprietor at the oral proceedings as a
reaction to the Division' s negative assessnent of
patentability. Rather, it nust be concluded fromthe
consi stent term nology "main request” and "auxiliary
request” used throughout the mnutes (see in particular
points A, E. and G of the annexes) that both requests
wer e mai nt ai ned.

This fact is confirmed by the inpugned decision al so
consistently referring to main and anended auxiliary

requests (see points I1.3. and |.4. at pages 2 and 3).

Finally, the appellant directed its appeal against the
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Division's "decision" to revoke the patent in suit for
"l ack of inventive step" and referred in this context
to point D. 3.4 of the above annexes to the m nutes not
allowing claim1l1l of the main request for this reason
(see the notice of appeal and point 1 of the statenent
of grounds of appeal). This was again confirned by the
appellant's reply to the Board' s comuni cati on,
underlining the appellant's interest in appealing the
rejection of the main request as well.

2.1.3 Thus, whereas the evidence available fromthe file
| eads to the conclusion that both main and anended
auxi liary requests were mai ntained by the proprietor at
the end of the oral proceedi ngs before the first
i nstance, it remai ns unclear

(i) whether, at the noment, the Opposition D vision
consi dered the main request not all owable and
"merely" expressed its intention to naintain the
patent on the basis of the anended auxiliary
request as soon as an anended description woul d
have been filed, or

(ii1) whether the Qpposition Division gave an interim
substantive oral decision to reject the main
request and to nmaintain the patent on the basis of
t he amended cl ains according to the auxiliary
request, w thout any approved text of the
speci fication.

2.1.4 Although, in there circunstances, procedure (i) is the
one recomended in the CGuidelines for Exam nation in
the EPO (see D-VI, 7.2.1 and 7.2.2) and, accordingly,
provi ded on Form 2009. 2, procedure (ii) has al so been

1995.D N
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found to be within the power of the Opposition Division
(see decision T 390/86, QJ EPO 1989, 30; in particular
point 4, first paragraph of the reasons).

Therefore, in principle, both procedures conply with
the procedural franmework set out in the EPC for

opposi tion proceedi ngs. However, it goes w thout saying
that it should be clearly apparent fromthe file which
procedure has actually been adopted since the | ega
consequences are fundanentally different. In
particular, in contrast to procedure (i) the Qpposition
Di vi sion has no power to continue exam nation of the
opposition in relation to i ssues which were subject of
a substantive oral decision given in accordance with
procedure (ii) (see T 390/86, supra; point 4, |ast

par agraph of the reasons).

The present conduct of the procedure before the first
instance is therefore deficient in that the situation
of the file is unclear in relation to inportant
procedural nmatters.

I nfringenment of Rule 68(2) EPC

Whet her procedure (i) is followed or procedure (ii),
the witten decision will in nost cases be an

i nterlocutory decision open to appeal, under

Article 106(3) EPC to the effect that the anended
patent and the invention to which it relates neet the
requi renments of the Convention. |If based on an
auxiliary request, this interlocutory decision nust set
out reasons for not allow ng the main request but
allow ng the auxiliary request in order to conply with
Rul e 68(2) EPC (see T 390/86, supra; |ast paragraph of
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point 2 of the reasons). O course, the sane

requi renents have to be net if it eventually turns out
that - due to sone deficiencies which have not been
renmoved - none of the existing requests is allowable
(see decision T 234/86, QJ EPO 1989, 79; in particular
points 5.6 to 5.10 of the reasons).

This neans in the present case that - irrespective of
whet her a substantive oral decision was given or not -
pursuant to Rule 68(2) EPC the reasons for rejecting
the main request should have been set out in witing in
t he i npugned decision as well.

I n accordance with established practice of the boards
of appeal, the present Board considers this default to
constitute a substantial procedural violation
justifying a reinbursenent of the appeal fee (see

T 234/ 86, supra; Headnote IV.).

Change in conposition of the Opposition D vision

In the present case, the conposition of the Qpposition
Di vi sion was changed after the oral proceedings in that
the m nutes and the inpugned decision are signed by

di fferent second nenbers.

In accordance with the jurisprudence of the boards of
appeal (see e.g. T 390/86, supra; Headnote IV.(a) and
(b); and T 243/87, not published in QI EPO, point 3 of
the reasons), such a change in the conposition of the
Qpposition Division is to be considered to be a
substanti al procedural violation resulting in
invalidity of the decision, if procedure (ii) has been
adopt ed.
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Deci sion T 243/87 (supra) refers to the argunent that
even if only one nenber of the opposition division is
repl aced after oral proceedings, there is no guarantee
that the reasoned decision witten |ater on correctly
reflects the views of all three nenbers which
participated at the oral proceedings. Such a change

i ntroduces a considerable risk of influencing the fina
witten decision by the new nenber on one hand, who on
the other hand will not be aware of what really
happened in the course of the oral proceedings.

As best can be seen fromthe present case, this risk
exists with any change in the conposition of the
opposition division between oral proceedings and issue
of a final decision.

In view of the fact that oral proceedings are a
fundanent al expression of the right to be heard
pursuant to Article 113(1) EPC (see e.g. decision

T 209/ 88, not published in Q3 EPG point 4.3 of the
reasons), any findings at oral proceedings relevant to
the final decision should be nade in the presence and
with the involvenent of those nenbers giving the final
deci sion also in cases where no substantive ora
decision is pronounced, i.e. where procedure (i) is
fol | oned.

Therefore, in the Board's opinion such changes in
conmposition should be generally avoided, and if this is
not possi ble, new oral proceedings nust in general be
offered to the parties if the conposition of the
departnent of first instance is changed after the ora
proceedi ngs before a final decision has been issued
(see the anal ogous regulation of Article 7(1) of the
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Rul es of Procedure of the Boards of Appeal). Such

of fers may be foregone in exceptional cases, in
particular if the final decision given by a differently
conposed opposition division is not substantially based
on findings arrived at during the oral proceedi ngs but
on fresh facts and argunents conmuni cated to the
parties in the resuned witten proceedi ngs (under which
ci rcunst ances however requests for further ora
proceedi ngs under Article 116(1), second sentence EPC
may not be rejected if the subject of the proceedi ngs
has changed). Since there will not be too many cases
where new oral proceedings actually have to be arranged
for this reason, the aspect of procedural econony is of
secondary i nportance.

In the present case, if procedure (i) was foll owed,
then the inpugned decision was, in fact, substantially
based on findings resulting fromthe oral proceedi ngs
so that new oral proceedi ngs shoul d have been offered
to the parties in the light of the above argunents.

Remttal of the case to the first instance and

rei mbursenent of the appeal fee

In view of the above procedural violations and in order
to allow a correct decision on the appellant's requests
before two i nstances, the Board w thout any comment as
to the nerits of the inpugned decision nakes use of its
di scretion under Article 111(1) EPC to remt the case
to the Opposition Division for further prosecution.

Due to the change in the Division's conposition and the
uncl ear result of the oral proceedi ngs, new oral
proceedings will have to be offered to the parties by
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the first instance.

Under the circunstances of the present case, the Board
considers the requirenents of Rule 67 EPC to be net
and, accordingly, the appeal fee shall be reinbursed.

Request for oral proceedings

In view of the remittal to the first instance w thout
any substantive decision on the appellant's main and
auxiliary requests, the request for oral proceedings in
case rejection of the appellant's main request is

envi saged by the Board of Appeal can be di sregarded.

For these reasons it Is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of first
i nstance for further prosecution.

3. The rei nbursenent of the appeal fee is ordered.

The Regi strar: The Chai r man:

P. Martorana E. Turrini
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