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Summary of Facts and Subm ssi ons

0988. D

The deci sion of the opposition division to reject the
opposi tion agai nst European patent No. 0 567 948 was
posted on 23 June 1998. On 21 August 1998 the
appel l ants (opponents) filed an appeal against this
deci sion and sinul taneously paid the appeal fee. The
appel lants filed the statenent of grounds of appeal on
23 Cct ober 1998.

Claim1 as granted reads:

"Braki ng device on a roller skate conprising an item of
footgear (3,103,203) having a quarter (4, 204)
articulated to a shell (5,205) which is associated with
a supporting frane (6,206) for a plurality of wheels
(7,207), characterized in that it conprises a rod
menber (9,109, 209) associated with said quarter and
slideable with respect to said shell, said rod nenber
havi ng a braking end (18a, 18b, 118b, 211) adapted to act
on at |east one of said wheels when said quarter is
rotated."”

The prior art docunents discussed during the appea
proceedi ngs are:

Dl: US-A-4 275 895

D2: US-A-1 402 010

D3: EP-A-0 465 222

In the appeal proceedings the appellants argued that
the clained invention was not inventive over the cited
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prior art and had not been disclosed sufficiently for
the skilled person to be able to carry it out.

The appel | ants added that the opposition division, by
dealing in the opposition oral proceedings with the
sufficiency of disclosure objection before the

i nventive step objection, had coomitted a substantia
procedural violation justifying reinbursenent of the
appeal fee.

The respondent (proprietor) explained in the appea
proceedi ngs why he consi dered the appellants' argunents
wer e W ong.

Both parties attended oral proceedings on 28 March
2000.

The appel l ants requested that the decision be set aside
and the patent revoked. Furthernore, they requested
that the appeal fee be reinbursed.

The respondent requested that the appeal be dism ssed
and the patent maintained as granted. Alternatively it
was requested that the decision be set aside and the
pat ent mai ntained on the basis of a nodified claim1l in
the version of auxiliary request 1 or 2 as submtted
with the letter dated 24 February 2000 with a spelling
m st ake corrected by the replacenent of "breaking" by
"braki ng".

Reasons for the Deci sion

0988. D

Desi gnati on of the appellants
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The original designation of the appellants was
"Mag.L.P. Ribarits und Bertram Burian GesnbR'. In a
comuni cation the board pointed out that, under
Austrian law, a "Gesellschaft nach burgerlichem Recht"
was apparently neither a | egal person nor a body
equivalent to a | egal person and so the "Gesell schaft"”
could not be a party to proceedi ngs before the EPO The
appel l ants replied by requesting a correction under the
first sentence of Rule 88 EPC to designate them as
"Mag.L.P. Ribarits und Bertram Burian". No objections
were raised by the respondent. This correction is duly
made (cf. T 870/92, cited in Case Law of the Boards of
Appeal of the EPO, VII.C. 8.4.1).

The appeal is adm ssible.

Novelty - Articles 52(1) and 54 EPC - claim1 as

granted (main request)

No prior art docunent discloses all the features of
claiml1l as granted. The appellants do not dispute this.

The subject-matter of claim1l as granted is thus
consi dered novel within the nmeaning of Article 54 EPC.

Di scl osure of the invention - Article 100(b) EPC -

claim1l as granted (main request)

The appell ants argue that, in two respects, the patent
does not disclose the invention in a nmanner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art, i.e. contrary to
Article 100(b) EPC
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The first objection concerns the part of claim1l as
granted that specifies "a braking end

(18a, 18b, 118b, 211) adapted to act on at | east one of
sai d wheels", this wording also being present in
claiml as originally filed.

Figures 1 and 2 of the patent specification as granted
show pads 20a and 20b acting on disks 2la and 21b on
the wheel 7 whereas Figures 6 and 7 show arns 214 and
215 acting on lateral surfaces 217a and 217b of the
wheel . Thus the braking devices particularly disclosed
by the granted patent act only on a single wheel,
nanely the rearnost wheel of the single row of four
wheel s.

The appellants maintain that, while it would not be

i npossi ble to design a braking device to brake nore

t han one wheel, the necessary information is not
present in the patent specification and the design
woul d be beyond the nornmal capabilities of the skilled
person i.e. he would need to be inventive.

However columm 1, lines 24 to 37 of the patent
specification refers to D1 which discloses a roller
skate whose rear row of two wheels is braked, see
Figure 3 and columm 5, lines 15 to 33 of Dl1. Thus the
skill ed person reading the present patent specification
is pointed to one way of braking two wheels on a prior
art roller skate and the board cannot see that he would
have any difficulty in applying this teaching to the
roll er skate of the present invention if it had two
rows of two wheels each instead of one row of four
wheel s.
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Moreover, the respondent filed during the ora
proceedi ngs a nodified version of Figure 6 of the
present patent specification which adds a second pair
of arns to the term nal end 211 so that the rearnost
wheel and the wheel immediately in front of the

rear nost wheel are braked. Also this nodification to
brake nore than one wheel would seemwell within the
normal capabilities of the skilled person.

The appellants maintain that, while claim1 as granted
covers any or all of the wheels being braked i.e.

i ncluding the front wheel or wheels, there is no

di scl osure in the patent specification of howto do
this.

The board however points to the granted claim2 that
specifies "clanp-1ike bl ocking nmeans (18a, 18b, 20a, 20b)
which interact with a pair of disks (2l1la,21b) laterally
associated with at | east one of said wheels". This

i ndi cates that the bl ocking neans can act on nore than
one wheel and the board considers that it would be
obvious to the skilled person to add further clanp-1like
assenblies of arns 17a and 17b, rods 18a and 18b and
pads 20a and 20b |ike that shown in Figure 2 to act on
t he di sks 21a and 21b of other wheels as well. The
substanti al supporting frane 6 has the shape in cross
section of an inverted U and therefore would provide
space to house a |ongitudinal nenber to receive the
downward force provided by plate 14 and to apply it to
these further clanp-like assenblies. The resultant

| i nkage would still be relatively sinple in design and
woul d not be beyond the normal design capabilities of
the skilled person who with his general nechanica
background is famliar wth |inkages.
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Thus the board considers that, even w thout being

i nventive, the skilled person could arrive at a brake
design on a roller skate for braking any wheel or
wheel s at any position he wanted.

The second objection under Article 100(b) EPC concerns
the part of claim1 as granted that specifies "a rod
menber (9,109, 209) associated with said quarter"”, this
wor di ng al so being present in claim1l as originally
filed.

The appel l ants argue that the wording "a rod

menber ... associated with said quarter” would include
a non-fixed connection whereas only a fixed connection
is disclosed. They nmaintain that an association of rod
menber and quarter in all inaginabl e nechanica
variations is not sufficiently disclosed and therefore
cannot be carried out.

According to columm 3, lines 20 to 25 of the patent
specification, Figures 1 and 2 show a rod nenber 9
"connected to the quarter 4 by neans of one or nore
sui tabl e fixing nmeans such as for exanple first screws
or rivets 10." This fixed connection of rod nenber to
quarter is one exanple of their "association”

The board can al so envi sage an "associ ati on” of rod
menber and quarter allow ng sone relative novenent.

It is clear fromlines 3 to 14 of colum 4 of the

pat ent specification that, when the quarter 4 is
rotated backwards, the rods 18a and 18b only start to
nove when the pivot 13 nmakes contact with the upper end
of the slots 16a and 16b in the plate 14 attached to
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the rod nenber 9, i.e. once the slack in the Iinkage
has been taken up.

The board finds that it would be obvious to the skilled
person, instead of providing the slack by slots at the
| ower end of the rod nenber, to provide slack at the
upper end of the rod nenber 9 by nmaking slots init, so
that the rod nmenber 9 and hence the rods 18a and 18b
woul d only nove downwards when the screws or rivets 10
had reached the ends of the slots.

Moreover the "association” is not unrestricted in the
claim the association nust be such that the braking
end of the rod nenber is "adapted to act on at | east
one of said wheels when said quarter is rotated". The
board considers that in the context of the patent the
term "associ ati on” woul d nean connected in sone way,
perhaps with relative displacenent but in any case so
that at |east a part of the rod nenber rotates with the
quarter, so that the rod nenber slides relative to the
shell and so that a braking novenent is achieved.

The applicant has discl osed one sinple way of achieving
an associ ation of rod nmenber and quarter, and the board
has shown another sinple way that it considers would be
obvious to the skilled person. The board finds that the
definition of "a rod nenber (9, 109, 209) associated with
said quarter” taken with the other requirenments of the
cl ai m does not contravene Article 100(b) EPC

The appel |l ants argue that according to decision

T 435/91 (QJ EPO 1995, 188) all alternatives nust be
avail able to the skilled person if a claimcovering
these alternatives is to satisfy Article 100(b) EPC
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They consider that a patent's scope cannot extend to
subj ect-matter which would not be available to the
skill ed person reading the patent specification and
that the latter nust contain a technical teaching which
can be generalised and puts himin a position to

achi eve wi thout unreasonable effort the desired result
over the whole range of the claim

The board however points out that there is a world of

di fference between, in T 435/91, the specialised field
of additives forcing a detergent conposition into the
hexagonal crystal phase and, in the present invention,
the rather sinple and basic nechani cal conponents,
connections and |inkages which are well known per se in
t he general nechanical field. Wiereas in T 435/91 it
was not contested that, on the basis of the information
contained in the patent specification and taking into
account the comon general know edge, the person
skilled in the art was not in a position to find
alternatives to the single disclosed enbodi nent in
order to neet the functional requirenent (supra,
Reasons 2.2.1, penultimte paragraph), in the present
case the board is convinced that there was a variety of
nmeans at the skilled person's disposal to achieve a
connection of the rod nenber and the quarter.

Thus the board finds that the appellants' objections
under Article 100(b) EPC are unjustified.

Cl osest prior art, problemand solution - claim1l as

granted (mai n request)

The appel l ants consider that the prior art closest to
the present invention is the roller skate disclosed by
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D2.

It can be seen fromFigure 1 of D2 that a backward
novenent of a leg strap 26 causes a | ever nade up of
side nenber 24 and franme 21 to pivot at 22 and to push
a brake shoe 19 into contact with atire 4.

The roller skate of D2 is a wheel ed supporting frane
into which the user steps using his normal shoe or
boot. Thus, while the Figures of D2 do not actually
show footgear, D2 does inplicitly disclose footgear.
However D2 does not disclose, explicitly or inplicitly,
that this footgear has a quarter articulated to a
shell. The leg strap 26 and pivot 22 are part of the
wheel ed supporting frame and not part of the footgear.

It is immediately apparent that the type of roller
skate shown in D2, consisting of a frane to take the
normal shoe or boot, is very old fashioned. Even D1,
published in 1981, refers in colum 1, lines 60 to 64
to the D2 skate as being "ancient” and adds in

colum 2, lines 7 to 20 that it is "not conpatible with
t he nodern skate".

The board considers that the skilled person would have
had no reason to believe that he could develop a
mar ket abl e product from such an ol d fashi oned skate. He
woul d have started neither fromthe skate of D2 nor
fromthe skate of D1 but fromthe skate of the 1990's
which is a nore or | ess permanent assenbly of wheel ed

frame and f oot gear.

Figure 1 of D3 shows such a roller skate 10, with a
brake assenbly 25, a boot 12 having a cuff 30
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articulated to a shell 36 and 58 which is attached to a
frame 16 supported by wheel s 24.

The board considers that the problemfaced by the
skill ed person when starting fromthis skate is to

i nprove the braking function and that this problemis
solved by the features of claim1l as granted, in
particular by the features of the characterising
portion.

Inventive step - claim1l as granted (main request)

Starting fromthe skate of D3

The skilled person wishing to inprove the braking
function of the skate of D3 would of course be aware of
ol der braked skate designs such as that of D2. The
board doubts however whether he woul d nmake use of the
D2 design because, by requiring additional nornal
footgear, it differs so nmuch in basic concept fromthat
of D3 with its integral special footgear.

If nevertheless the skilled person did nodify the D3
skate using the teachings of D2, then the npbst obvious
way woul d be to renove the braking assenbly 25 shown on
Figure 1 of D3 and add the braking device shown on
Figure 1 of D2 i.e. the assenbly of cross piece 25, a

|l eg strap 26, side nenbers 24, sleeves 23, pivots 22,
heel guard 12, franme 21 and brake shoe 19. Plainly
however this way would not yield the clained invention
e.g. because the resulting skate woul d have two pivot
pairs, nanely 31 for D3 and 22 for D2.

The board cannot see that the skilled person would
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realise that these two separate pairs of pivots could
be replaced by a single pair having both functions of
all owi ng the shoe or boot to flex and of applying the
brake. Firstly, D3 discloses "a pair of pivot points

| ocat ed bel ow and rearward of the ankle" (see colum 4,
lines 42 to 44) whereas D2's pivots 22 are "about in
line with the ankle" (see page 2, lines 86 to 88), so
that in the conbination of D2 and D3 the pivots (31 of
D3 and 22 of D2) would not exactly be collinear.
Secondly, the D3 boot is sonmewhat flexible (see

colum 6, lines 7 to 10) and so the pivots 31 m ght be
expected to nove relative to the frame 16 during use
whereas the heel guard 12 of D2 provides a fixed

| ocation for the pivots 22 for accurate operation of
the D2 brake.

6.1.3 The board considers that the argunent that the skilled
person woul d conbi ne the pivot pairs and retain the
cuff 30 of D3 wi thout adding the heel guard 12 of D2
relies on a conparison of these docunents once the
present invention is known. Wthout know edge of the
i nvention, the skilled person woul d not equate the hee
guard of the skate of D2 with the shell 36 and 58 of
the boot of D3 and he would not equate the leg strap 26
and side nenber 24 of the skate of D2 with the cuff of
t he boot of D3.

6.1.4 |If, despite the above reasoning, it is assuned that the
skill ed person would conbine the pivots of D3 and D2
then he mght arrive at a skate with a quarter (i.e.
the cuff 30 of D3) whose rotation turned sonething
(i.e. the franme 21 of D2) about the common pivot axis
to apply a brake (i.e. the brake shoe 19 of D2) to a
wheel .

0988. D Y A
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In this postul ated conbination the frane 21 woul d be
rotatable with respect to the boot shell whereas the
appel l ants agree that claim1 as granted specifies that
the rod nenber is "slideable with respect to said
shell". However they argue that rotation and sliding
are nmere equival ents.

Wi |l e repl acenent of sonmething by its equival ent may
wel | not be inventive, the board considers the
equi val ency argunent insufficient in the present case.
What matters is whether it would be obvious to
substitute sliding for rotation in this specific case.
Looki ng at the braking nmechanismon Figure 1 of D2, the
frame 21 plainly has to rotate as the pivot pin 22
rotates and the board cannot see an obvi ous way of
making it slide instead. Rotation and sliding are

di fferent novenents achi eved by different conponents
and the change to sliding enables - at least in the
case of the enbodinent of Figures 6 and 7 - a
sinplified brake construction conpared with the prior
art rotationally applied brake constructions.

Thus the board cannot accept that, starting fromthe
skate of D3 and using the teaching of D2, the skilled
person would arrive in an obvious manner at the clained
subj ect-matter

Thi s concl usi on woul d not be changed if the skilled
person nodified the skate of D3 using Dl instead of D2.
In D1 the | ever arm 18 and brake shoe 16 also rotate
and do so about a pivot axis 32 which is spaced well
bel ow t he ankle, see Figure 2. Conbination of the boot
of D3 and the braking device of DI would yield two well
spaced pivot axes and neither D3 nor D1 woul d give the
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skilled person the idea that he could conbi ne these

axes.

Starting fromthe skate of D2

The appel l ants argue that the subject-matter of claim1l
as granted is not inventive over D2 taken on its own.

The appel l ants see the cross piece 25, |leg strap 26 and
si de nenbers 24 shown on Figure 1 as constituting the
quarter referred to in the claim This quarter is
connected to the heel guard 12 and clanps 14 which
constitute the clainmed shell. The frame 21 constitutes
the clained rod-1ike nmenber. This nmenber 21 rotates
relative to the shell. Rotation of the quarter causes
the braking shoe 19 to be applied to a wheel.

Thus the appell ants consider that D2 discloses all the
features of claim1 as granted except that the rod
menber of D2 is rotatable rather than slidable with
respect to the shell but sliding and rotation are
nerely equivalents. Therefore in their view the clained
subj ect-matter is obvious.

The board feels the situation here is simlar to that
al ready discussed in the above section 6.1.3.

The skate of D2 would be used with a conventional shoe
or boot. It is this shoe or boot that corresponds to
the "itemof footgear" specified in claim1l as granted.
The parts in D2 that the appellants consider as the

cl ai med quarter are however not parts of the footgear,
they are parts of the braking device while the parts in
D2 that the appellants consider as the clainmed shel
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are not parts of the footgear, they are nore parts of
the supporting frane.

Only with knowl edge of the present invention would the
skilled person see any simlarities at all between what
is clainmed and what is disclosed by D2.

The equi val ents argunent has al ready been discussed in
section 6.1.5 above.

The board does not consider that the teaching of D2
renders the subject-matter of claim1l as granted
obvi ous.

Accordi ngly the board concludes that the prior art
docunents on file, taken singly or in any conbination,
woul d not | ead the skilled person to the subject-natter
of claim1l as granted which thus involves an inventive
step as required by Article 56 EPC.

The patent may therefore be maintained as granted, i.e.
according to the respondent's main request.

Since the patent docunents of the nmain request are
allowable it is not necessary to discuss the
respondent's auxiliary requests.

Rei mbursenent of the appeal fee - Rule 67 EPC

The appel |l ants object that they were di sadvantaged in
t he opposition oral proceedi ngs by the opposition
division dealing with inventive step before | ack of

di scl osure. Since the appellants expected to be
successful with the ground of |ack of inventive step
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they did not press hard on the ground of |ack of

di scl osure. They consider that the order of dealing
with these grounds was a substantial procedural
violation justifying rei nbursenent of the appeal fee.

The board however considers that, unless there were
good reasons for doing otherw se, the chairman in the
opposition oral proceedings had the discretion to
decide in which order matters were to be discussed.
There is no indication either in the opposition
division's decision or in the mnutes of the ora
proceedi ngs that the appellants gave any such reasons
at the time or even that they objected at that tine to
the order in which the matters were di scussed.

Mor eover the board finds that the opposition division
foll owed the usual practice in the EPO, which is to
deal with the three grounds for opposition set out in
Article 100 EPC in the order of extension of subject-
matter (Article 100(c) EPC), followed by |ack of

di scl osure (Article 100(b) EPC) and then |ack of
patentability (Article 100(a) EPC).

Accordingly the board cannot agree that a substantia
procedural violation occurred in the opposition
proceedi ngs and so the request for reinbursenent of the
appeal fee nmust fail. In any case the fee could only be
reimbursed if the appeal were to be allowed and this is
not the case.
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For these reasons it is decided that:

1. The original designation of the opponents is corrected
by the deletion of the abbreviation "GesnbR'

2. The appeal is dism ssed.

3. The request for reinbursenent of the appeal fee is
ref used.

The Regi strar: The Chai r man:

G Magouliotis C. Andries
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