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Summary of Facts and Subm ssi ons

1736.D

The appeal lies fromthe Exam ning Division's decision,
despatched on 25 March 1998, refusing European patent
application No. 91 905 195.3, published as WO 91/ 13968,
due to lack of novelty, since the exclusion of the

bi nary m xtures specifically disclosed in docunent

(1) EP-A-0 443 912

by di sclainmers was not suitable for distinguishing the
cl ai med subject-matter fromthe disclosure of docunent
(1) and since the novel subject-matter was not based on

a single general inventive concept.

The deci sion was based on a set of 9 clains conprising
the follow ng three independent product cl aimns:

"2. An azeotropic or constant-boiling composition which
conprises 45 to 55 wei ght percent HFC-134a and 55 to 45
wei ght percent of dinethyl ether but excluding binary
m xtures of 50 wei ght percent of HFC 134a and 50 wei ght
percent of dinmethyl ether.™

"3. A non-flammabl e binary m xture which conprises from
91 to 99.5 wei ght percent of HFC-134a and 0.5 to 9
wei ght percent of dinethyl ether.”

"5. A binary m xture conprising from40 to 99.5 wei ght
percent of HFC-134a and 0.5 to 60 wei ght percent of

di mret hyl ether but excluding binary m xtures consisting
of 40 wei ght percent of HFC 134a and 60 wei ght percent
of dinethyl ether, 50 weight percent of HFC 134a and

50 wei ght percent of dinethyl ether, 60 wei ght percent
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of HFC-134a and 40 wei ght percent of dinethyl ether,
62.3 wei ght percent of HFC 134a and 37.3 wei ght percent
of dinethyl ether, 70 weight percent of HFC 134a and

30 wei ght percent of dinethyl ether, 80 wei ght percent
of HFC-134a and 20 wei ght percent of dinethyl ether and
90 wei ght percent of HFC- 134a and 10 wei ght percent of
di mret hyl ether."

At the oral proceedings, which took place on 8 July
2004, the Appellant filed, as a sole request, a set of
t hree clains, reading:

"1. A non-flamuabl e binary m xture which consists
essentially of 91 to 99.5 wei ght percent of HFC 134a
and 0.5 to 9 weight percent of dinethyl ether."”

"2. A mxture as clained in claim21l which consists
essentially of 91 to 95 wei ght percent of HFC 134a and
5to 9 weight percent of dinethyl ether.”

"3. A process for producing refrigeration which
conprises evaporating a mxture as clainmed in claim1l
or 2 inthe vicinity of a body to be cooled.™

The Appel |l ant requested that the decision under appeal
be set aside and that the case be remtted to the first

i nstance for further prosecution.
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Reasons for the Decision

1

1736.D

The appeal is adm ssible.

Article 123(2) EPC

The binary m xtures of Clains 1 and 2 correspond with
the ones of Clainms 3 and 4 as originally filed and the
process of Claim3 corresponds with the process
described in Clainms 7 and 8 as originally filed.

Consequently, the requirenent of Article 123(2) EPC is
met .

Novel ty

Docunent (1) has a filing date and a priority date
before the filing date and respective priority date of
the present application and was published after the
filing date of the present application. Mreover, its
content is identical with the content of French
application nunber 90 02012, fromwhich it clains the
priority date. Docunent (1) represents, thus, state of
the art according to Article 54(3) EPC

Thi s docunent discloses, in general, on page 2, |ines
27 to 30, conpositions containing 5 to 85% of HFC 134a
and 15 to 95% of dinmethyl ether and it specifically
cites in Table 1 conpositions containing 0, 10, 20, 30,
40, 50, 60, 62.3, 70, 80, 90 and 100% of HFC-134a, the
remai ning part of the conpositions consisting of

di ret hyl ether. Moreover, graph 1 represents a curve
obtained by plotting the pressure of conpositions
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consi sting of 100% and | ess than 80% of HFC-134a, the
remai ni ng conponent bei ng di net hyl ether.

As, thus, conpositions consisting of 91 to 99.5 wei ght
percent of HFC-134a and 0.5 to 9 wei ght percent of

di met hyl ether are not disclosed therein, docunent (1)
is not novelty destroying for Clains 1 to 3.

4. Unity of invention
Since all clains are related to binary m xtures
consisting of 91 to 99.5 wei ght percent of HFC- 134a and
0.5 to 9 weight percent of dinethyl ether, which are
non-fl anmabl e and which are useful for being evaporated
inthe vicinity of a body to be cooled, the clained

subject-matter is incontestably |linked so as to forma

singl e general inventive concept.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man

N. Maslin A. Nuss

1736.D



