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Summary of Facts and Submn ssions

1245.D

By its decision dated 19 March 1998 and posted with
witten reasons on 28 May 1998 the opposition division
mai nt ai ned European patent No. 0 386 492 in anended
formin view of the followng state of the art:

Dl: YU A-1595/84

D2: "Sicherheitsarbeiten i mLandschaftsbau”, by
Schei chtl, 1973, Callway, Minchen, and

D3: "lIngenieurbiolgie", Bergmann and Schi echtl, 1986,
Bauver| ag GrbH, W esbaden.

| ndependent claim1 underlying the decision reads, in
the formof the feature analysis, as follows:

"1. A systemfor protection of slopes against erosion
conprising a base wire netting (1) spread over the
slope and wire netting strips (2), the bottom edges of
which are fixed to the base wire netting (1), while the
upper edges of the wire netting strips (2) are fixed to
points (4) on the base wire netting (1) by neans of

Wi res so that each wire netting strip (2) forns a
channel to be filled with earth, turf or other simlar
mat eri al ,

characterised in that

(1) the base wire netting (1) conprises strips with
| ongi tudi nal edges extending in the direction
fromthe top to the bottom of the sl ope,

(1) the wire netting strip (2) extending
continuously fromthe left |ongitudinal edge to
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the right |ongitudinal edge of the base wire
netting stip, and

(iii) wherein the individual strips of the base wire
netting (1) are fixed to each other."

Conparing the features of claim1l with the cited prior

art the opposition division held that none of the cited
docunents D1 to D3 disclosed features (i) to (iii) and

canme to the conclusion that it would not be obvious for
a person skilled in the art to conbine the teaching of

docunents D1 to D3 and to thereby arrive at the

i nvention of claim1.

An appeal against this decision was | odged on 7 August
1998, the appeal fee being paid on 5 August 1998, and
G ounds of Appeal being filed on 7 Cctober 1998.

In the Annex to the sumons to attend oral proceedings
dat ed 13 Septenber 2000, the Board set out its

provi sional opinion that the main claimas maintained
inits amended formwould seemto conply with the

requi renents of Article 123(2) EPC and that its

subj ect-matter woul d appear to be novel (Article 54
EPC), the question of inventive step thus remaining the
mai n point for discussion in the oral proceedings.

In preparation of the oral proceedings the parties
filed their subm ssion on 24 March 2001 (the appell ant
- opponent) and on 29 March 2001 (the respondent -
patentee), respectively and fornulated their requests
as foll ows:

The appel | ant requested that the decision under appea
be set aside and that the patent be revoked, or be
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mai ntai ned in an anended formlimted by claim?2 as
gr ant ed.

The respondent requested that the appeal be dism ssed
and that the patent be maintained as anended by the
first instance (main request), or on the basis of
either his first or second auxiliary requests filed
with the letter dated 29 March 2001.

I n support of his requests the appellant's argunents
can be sunmmarised as foll ows:

The characterising feature (ii) of claim1l as

mai ntai ned by the first instance (cf. Point | above)
constitutes subject-matter which extends beyond the
content of the application as filed contrary to the
requi renents of Article 123(2) EPC

The om ssion ("das Wegl assen") of the essential feature
according to claim?2 as granted, i.e. "the wire netting
strips (2) are fixed on the base wire netting (1)

sl antwi se under an angl e rangi ng between 20° and 40°",
fromthe main claimof the contested patent conflicts
with the requirenments of Article 123(2) EPC and said
claimin absence of the afore-nentioned feature

nor eover does not satisfy the requirenents of

Article 84 EPC - in this respect reference has been
made to decision T 194/84, QJ 1990, 059.

Caim1l as maintained in its anended formis not novel
since docunent D1 shows |ong "vegetation cores"” and
since D1l refers in the description to docunent D2 from
whi ch features (i) and (iii) of claiml are known the
subject-matter of this claimbelongs to the prior art.



VI .

1245.D

- 4 - T 0802/ 98

As to the requirenents of Article 56 EPC the appel | ant
asserts that the sole figure of DI which is a vertica
section through the slope protecting system and which
illustrates three pockets or cores over its height,
together with the disclosure of D1 relating to the
proportion between the sl ope surface which is covered
by the cores and the one uncovered by said cores (1:3
to 1:8), is sufficient evidence that the pockets are

| ateral |y extending channels in the sense of the patent
in suit. As to the characterising feature (ii) of
claim1l1l the appellant refers to docunent D2, in
particul ar pages 111 and 208, and asserts that the
system of D1 could be nodified w thout involving an

i nventive step by replacing the "vegetation cores"
fixed on the base wire netting by the arrangenent
according to D2.

The counterargunents presented by the respondent can be
summari sed as foll ows:

Feature (ii) of claiml is disclosed in the origina
application; Figures 1 and 2 and the correspondi ng part
of the description disclose (a) strip(s) 2 which is
(are) continuous fromedge to edge of the base strip 1.

The non-incorporation of claim2 as granted into
claim1l as mai ntained contravenes neither Article 84
nor Article 123(2) EPC

The conbi nation of features according to valid claim1l
is not known fromthe cited prior art.

Si nce docunent D1 does not teach continuous channel s
running fromthe left to the right-hand end of a base
wWire netting strip and docunent D2 deals with a
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different type of slope protection, the conbination of
D1 and D2 - if conbined at all - would not result in
the subject-matter of claim1 which thus fulfills the
requi renent of an inventive step.

Reasons for the Decision

1

2.1

2.2

2.3

1245.D

The appeal is adm ssible.

Amendnent s

Caiml formng the basis for maintenance of the patent
in amended formin accordance with the inpugned
decision includes all the features of claim1l as
granted but is drafted in the two-part formand is
conpl eted by the words "characterised in that" and with
addi tional features (i), (ii) and (iii) specified in
section | above.

Feature (i) is supported by the application as
originally filed in that it states at page 5, lines 9
and 10 that the base wire netting is fastened at the
top of the slope and spread on the slope. Furthernore,
Figure 2 as originally filed illustrates base wire
strips which are oriented "generally downhill".
Therefore, additional feature (i) conplies with
Article 123(2) EPC

Figures 1 and 2 as originally filed showthat a stip 2
(Figure 1) and a plurality of strips 2 (Figure 2)
extend continuously fromthe left |ongitudinal edge to
the right |ongitudinal edge of the base wire netting.
Therefore, the added feature (ii) conplies with the
requi renents of 123(2) EPC.
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The description of the application as originally filed
explicitly discloses at page 5, lines 12 and 13 that
the "individual strips of (the) base wire netting 1 are
fixed to each other". Feature (iii) thus satisfies the
requi renents of Article 123(2) EPC

Since the subject-matter of said features (i), (ii) and
(iii) is of alimting character the claimhas not been
anmended in such a way as to extend the protection
conferred, and the claimthus satisfies the

requi renents of Article 123(3) EPC

The appellant is of the opinion that the disclosure of
claim2 as granted is an essential feature of the

i nvention and objects that this feature is mssing in
claiml as maintained in its anended form This

obj ection however, falls under Article 84 EPC which is
not a ground for opposition. Mireover, the Board taking
i nto account the docunents on file as a whole notes
that the feature corresponding to claim2 as granted
has been considered consistently as a preferred feature
of the invention and as such has never been

i ncorporated in the main claim

It is true, as the appellant stresses in his subni ssion
of 29 March 2001, that when anendnents are nmade to a
patent during the opposition proceedings, the Board is
required to exam ne themto ascertain whether the EPC,
including Article 84 EPC, has been contravened as a
result. However, the Board is not permtted to exam ne
obj ecti ons based upon Article 84 EPC if they do not

ari se out of the anmendnents nmade, as in the present
case in which, as stated above, the subject-matter of
claim2 as granted had not been involved in anendnents
to claim1l nmaintained by the first instance.
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Therefore, the appellant's reference to T 194/ 84
relating to the allowability of anmendnents to clains
during the exam ning procedure in view of the
originally filed docunents is not relevant to the
present case.

Novel ty

Docunent D1 describes a system of vegetation cores for
protection of slopes against erosion. The vegetation
cores of D1 are forned by strips 1 the |ower edges of
whi ch being fixed to the base wire netting B and the
upper edges being fixed to points 3 on the base wire
netting B by neans of wires 2 so that the strips 1 form
"vegetation cores" or "pockets" to be filled with

earth, turf or other simlar material.

According to DL the strips 1 are of about 80cm w dth
and are arranged in appropriate spacing (3 to 8 netre).
The rati o between the surface covered with vegetation
cores and the rest of the surface is according to D1
within the range 1:3 and 1:8. On the basis of the above
di mensi ons the appellant estimating the lateral w dth
of the strips 1 at 1 netre argues that the only
possibility for a realization of the system accordi ng
to D1 woul d be continuous channels running fromthe
left- to the righthand edges of the base wire netting B
and therefore anticipating the subject-matter of
claim 1.

However, this calculation by the appellant was based on
a spaci ng between the top of one pocket and the bottom
of the next higher pocket of 3 netres. The respondent,

however, agreed that the spacing of 3 netres was

bet ween the bottons of successive pockets, which would
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al | ow separate pockets.

Since the Board was not able to establish from Dl which
spacing was correct, it has reached the concl usion that
D1 nust be considered to | eave open the construction of
the base wire netting B and the actual |ateral extent
of the pockets afixed thereto so that the
characterising features (i), (ii) and (iii)of claim1l
are thus novel over DL.

The subject-matter of claiml1l as maintained inits
anmended formthus satisfies the requirenents of
Article 54 EPC

I nventive step

It is established jurisprudence of the Boards of Appea
that the objective assessnent of inventive step has to
be preceded by the determ nation of the technica
probl em whi ch the invention addresses and sol ves and
that the technical problemis to be fornulated in the
light of the closest state of the art.

Docunent D1 is the closest prior art with respect to
the subject-matter of the independent claim1l as
maintained in its anmended form

The di sclosure of D1 taken as a whole |eads to the
conclusion that "the vegetation cores" or "pockets" are
short in length and do not extend to any great extent
over the width of the slope. Because of their shape
they suffer froman insufficient protection against
erosion of the filling material at the respective end
regi ons of said "pockets", especially on steep sl opes,
I.e. slopes with inclines exceedi ng 45°.
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Moreover, installation of the "pockets"” and setting out
vegetation in said "pockets" is difficult on steep
sl opes.

The techni cal problemunderlying the invention is thus
the provision of a systemfor protection of slopes
which allows for better retaining of filling materia
by the strips and the sinplification of the
installation thereof on steep sl opes.

The Board is satisfied that the problemunderlying the
patent in suit has successfully been solved, (see the
description of the patent at page 3, lines 16 to 36 of
t he patent specification).

On the question of whether or not the proposed sol ution
of this problemis obvious in the light of the cited
prior art the following is observed:

Docunent D1 does not given an incentive to the skilled
person to the solution of the above defined technica
pr obl em

The argunentation of the appellant that the skilled
person woul d have understood in view of docunent D2 (in
particul ar pages 208 and 111) that the system of
docunent D1 coul d be nodified by replacing the
"vegetation cores" fixed on the base wire netting by
channels of strips fixed to the base wire as defined in
claim1l of the patent in suit does not convince the
Boar d.

Docunent D2 does not deal at page 208 with the
vegetation on slopes but with a conpletely different
approach, i.e. nmechanically holding | oose stones on the
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slope by wire netting. At page 111 of D2 it is
suggested to nake cuttings in the slope and then set
out vegetation in said cuttings. These cuttings however
weaken the slope during a certain period of tine before
the vegetation has grown in the slope body.

The skilled person would not have had any reasons to
expect that by replacing in the systemof D1
"vegetation cores" by "wire netting” or "cuttings"”
according to D2 an inproved protection agai nst erosion
of slopes could be realised. Even if he had made this
repl acenent, he would not have arrived at the subject-
matter of claiml.

The fact that with hindsight "simlarities" can be
found between parts of docunments D1 and D2 and the
opposed patent does not present evidence that it was
obvi ous for the skilled person starting from
docunent D1 to arrive at the present invention.

In the present case, once it has been stated that the
Wi re netting strip 2 nust have a certain extension
according to feature (ii) of claim1l1, the arrangenent
of the base wire netting according to (i) and (iii)
appears straight forward. However this should not
distract fromthe fact that the present invention is
the first tinme that the aforenentioned probl em has been
identified and consequently the first tine a solution
has been offered to this problem

The ot her docunents cited in the proceedings |ikew se
give no hint of the subject-matter of claim1l. Their
teaching could therefore neither per se nor in

conbi nation wth the teaching of the docunents

di scl osed in the foregoing paragraphs |ead the skilled
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person to a systemaccording to this claim

4.10 In view of the above, the Board concludes that the
subject-matter of claim1l as naintained in its anended
forminvol ves an inventive step within the neani ng of
Article 56 EPC

For these reasons the appeal cannot be all owed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Counillon C. T. WIlson
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