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Summary of Facts and Subm ssi ons
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This is an appeal against the decision of the
Opposition Division to revoke European patent

No. 465 166 on the ground that the subject-matter of
claiml as anmended in the course of the opposition oral
proceedi ngs was not new, whilst that of claim4, also
amended in the course of the opposition oral

proceedi ngs, |acked an inventive step. The Opposition
Division referred inter alia to the follow ng
docunent s:

D3: GB-A-1 531 401

D5: Abstract of JP-A-60 45834

D6: JP- A-60 45834 and transl ati on.

In the oral proceedings before the Board the main
request of the appellant (patentee) was that the
deci si on under appeal be set aside and the patent

mai ntained as granted; as a first auxiliary request he
request ed mai nt enance on the basis of at |east one of

t he i ndependent clains of the patent as granted. A
second auxiliary request was for mai ntenance on the
basis of clains 1 and 4 filed in the course of the oral
proceedi ngs before the Opposition Division and claim 11
as granted, and a third auxiliary request was for

mai nt enance on the basis of one of the independent
clainms of the second auxiliary request.

The respondent (opponent) requested that the appeal be
di sm ssed.
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Claims 1, 4 and 11 as granted read as foll ows:

"1l. A nethod of making proof prints using an

T 0794/ 98

el ectronic printer, conprising the steps of:

(a) tenporarily interrupting scanning of the

job currently being scanned to conmence

scanni ng of a proof job;

(b) while performng step (a), continuing

printing of the job then in process,
(c) when scanning of said proof job is

conpleted or at least sufficient to enable
printing of said proof job to be started,

interrupting printing of the job then in

process to start printing said proof job;

(d) resum ng scanning of the job that was

i nterrupted when scanning of said proof job is

conpl et ed; and

(e) resumng printing of the job that was

interrupted when printing of said proof job is

conpl eted.”

"4, A nmethod of meking proof prints using an

el ectronic printer which processes printing jobs

in accordance with printing instructions,
said printing jobs conprising one or nore
hard copy docunent originals, the nethod

conprising the steps of

each of
pages of

a) programm ng said printer with printing

instructions for each printing job;

b) scanning the docunent original pages that

conprise each job and converting said pages to

el ectroni c pages;

c) conbining said electronic pages of each job

with the printing instructions for said job to

provide a job file for each of said jobs;
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d) storing said job files in nenory pendi ng
printing;

e) for printing, formng a print queue with
said jobs in a preset printing priority for
successi ve accessing of the print files

t herefor when printing said jobs;

f) for said proof prints, interrupting said job
file succession in said print queue to insert
the job file for said proof prints in said job
file succession for printing said proof prints
at the earliest opportunity;

g) said printer, on detecting the job file for
said proof prints, interrupting the job
currently being printed;

h) reprogramm ng said printer with the printing
instructions fromthe job file for said proof
prints;

i) printing said proof prints;

j) detecting said interrupted job file as
printing of said proof prints is ending;

k) reprogramm ng said printer with the printing
instructions fromthe job file for said
interrupted job; and

) resuming printing of the interrupted job."

"11. Printing apparatus conprising a scanner for
scanni ng the docunment pages of a job to be printed and
for converting the docunent inmages scanned into pixels;
a printer for making prints fromthe pixels in
accordance with job programm ng instructions; and
control neans operable to:

(i) interrupt the scanning of the job, to enable the
scanner to conmmence scanning of a proof job, while the
printer continues printing of the job then in progress;
(ii) interrupt the printing of the job then in
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progress, to enable the printer to commence printing of
t he proof job, when scanning of the proof job has
reached an appropriate stage;

(iii1) cause the scanner to resunme scanning of the job
that was interrupted, when scanning of the proof job
has been conpl eted, and

(iv) cause the printer to resune printing of the job
that was interrupted, when printing of the proof job
has been conpleted.”

Clains 1 and 4 of the second auxiliary request, i.e.
clainms 1 and 4 as filed in the course of the
proceedi ngs before the Opposition Division read as
fol |l ows:

"1. A nmethod of meking proof prints using an
electronic printer in which prints are produced from an
el ectronic nmenory using a correspondi ng set of stored

i mge data, conprising the steps of:

(a) tenporarily interrupting scanning of the job
currently being scanned to commence scanni ng of a proof
j ob;

(b) while performng step (a), continuing printing of
the job then in process using a correspondi ng set of
stored i mage dat a;

(c) when scanning of said proof job is conpleted or at

| east sufficient to enable printing of said proof job
to be started, interrupting printing of the job then in
process to start printing said proof job;

(d) resum ng scanning of the job that was interrupted
when scanning of said proof job is conpleted; and

(e) resumng printing of the job that was interrupted
when printing of said proof job is conpleted.™

"4. A nmethod of meking proof prints using an
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el ectronic printer which processes printing jobs in
accordance with printing instructions, each of said
printing jobs conprising one or nore pages of hard copy
docunent originals, the nmethod conprising the steps of:
a) programm ng said printer with printing instructions
for each printing job;

b) scanning the docunent original pages that conprise
each job and converting said pages to el ectroni c pages;
c) conbining said electronic pages of each job with the
printing instructions for said job;

d) storing all of said jobs in a job file in nenory
pendi ng printing;

e) for printing, formng a print queue with said jobs
by noving each job fromsaid job file to said print
gueue in a preset printing priority for successive
accessing of the print jobs in said print queue;

f) for said proof prints, interrupting said print job
succession in said print queue to insert the print job
for said proof prints in said print job succession for
printing said proof prints at the earliest opportunity;
g) said printer, on detecting the print job for said
proof prints, interrupting the print job currently
bei ng printed;

h) reprogramm ng said printer with the printing
instructions fromthe print job for said proof prints;
i) printing said proof prints;

j) detecting said interrupted print job as printing of
said proof prints is ending;

k) reprogramm ng said printer with the printing
instructions fromthe print job for said interrupted

j ob; and

) resuming printing of the interrupted print job."

Claim 11 of the second auxiliary request corresponds to
claim 1l of the main request.
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Reasons for the Decision

1.2

1.3
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Background to the invention

The cl assi c photocopier, sonmetines referred to as an

el ectrophot ographic or |ight-Ilens photocopier, projects
an image onto an electrostatically charged

phot osensitive cylinder or web to which toner is then
applied and which is brought into contact with copying
paper, after which the transferred inmage is fixed by
heati ng. Such photocopiers can be described as
"synchronous” inasnmuch as all parts are directly
coupl ed and scanning of an image results in subsequent
out put of the sanme, copied, inmage. An exanple of such a
phot ocopier is known from D1, in which a photosensitive
web stores several imges; any inmage scanned and stored
will, with a slight delay, be copied.

An alternative to an el ectrophot ographi c copier
conprises a scanner and a printer; since the scanner
and printer are only coupled electrically it is in
principle possible for the device to be asynchronous,
that is, for scanning to be carried out separately from
printing by the provision of a data buffer between
scanner and printer. D3 is an exanple of such a device.

The patent is concerned with a problemspecific to
asynchronous copiers, nanely the nost efficient manner
of interrupting an existing job in order to allow
anot her job, in particular a proof job, to be copi ed.
In such a copier the provision of a buffer raises the
question of how the skilled person would inplenent an
interrupt function for a proof job whilst mnimsing
the resulting disruption and maxi m sing throughput.
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| nventive step

It was argued by the appellant that the prior art would
not lead the skilled person to provide an interrupt
specifically for a proof job. A proof job differed from
an interrupt job in that it did not require the
conpletion of a batch but nerely single prints. It was
sel f-evident that unless such prints could be produced
reasonably quickly wi thout interrupting the flow of
data to the printer and whilst mnimsing delay to

exi sting jobs, the provision of proof jobs would not be
practical . Independent claim4 noreover included

addi tional technical features which could not be found
in any of the cited docunments. Specifically, the claim
required that the printer be reprogrammed tw ce,
firstly with printing instructions fromthe job file
for the proof job and, when this job was finished, with
the printing instructions fromthe interrupted job
file.

The respondent, on the other hand, argued that no
techni cal distinction of substance existed between an
interrupted job and a proof job; it was nerely a
guestion of the intention of the user what kind of job
was being performed. Al though a proof job m ght only
require a single copy of each inmage, this could al so be
true of any normal interrupt job and indeed it was to
be expected that interrupt jobs would by their very
nature be of shorter duration than batch jobs being

i nterrupted.

In the Board's view no technical distinction exists
bet ween a proof job and any other kind of job. It may
be that a proof job requires |less work, ie only a
single set of prints for each imge, but the Board



2.4

2.5

2610.D

. g - T 0794/ 98

accepts that this could equally well be true of any
other interrupt job. The Board accordingly interprets
the references in the clainms to "proof job" as inplying
no technical distinction over any other form of

i nterrupt job.

It was comon ground between the parties that the
singl e nost rel evant docunent is D3, which however
makes no nention of providing an interrupt function as
is required for a proof job. In D3, read buffers supply
data fromthe scanner to a bus for storage in main
menori es which can hold a plurality of pages. The
question before the Board has accordingly been how the
skilled person would inplenment an interrupt function in
the D3 copier.

As noted at point 1.3 above, a primary criterion for
the skilled person is the requirenent that throughput
be maxim sed, i.e. that the copier be kept working with
mnimal interruptions and without the need to re-scan
pages. It was suggested by the appellant that if the
skilled person were to provide an interrupt function
for proof prints in D3 he would enpty the buffer, carry
out the urgent job, and thereafter re-scan the uncopied
docunents of the interrupted job into the buffer. The
Board does not consider that such a procedure neets the
goal of maintaining a high throughput since it requires
rescanni ng of the docunents deleted fromthe buffer.
More plausible is the suggestion that in order to keep
the work flowing the old job would continue to be
printed until scanning of the proof job is sufficiently
advanced for it to be printed, at which tinme the data
flowto the printer is switched fromthe old to the new
j ob.
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This inplies that the sequence of steps set out in
claim1 of the main request, as granted, is nmerely that
whi ch the skilled person would necessarily performin
order to maxi m se throughput. Self-evidently scanning
of the current job nust be interrupted to commence
scanni ng of the proof job, step (a). Wiile the proof
job is being scanned it would be efficient to continue
printing of the existing job, step (b). Thereafter, as
soon as scanning is sufficiently advanced, the existing
job would be interrupted and the proof job printed,
step (c). Self-evidently, once the proof job has been
conpl eted, scanning of the interrupted job would be
resunmed, step (d), and thereafter also printing,

step (e). The Board accordingly considers that the
skilled person, faced with the probl em of providing an
interrupt for proof jobs in the D3 system would

wi t hout the exercise of invention arrive at the
subject-matter of claiml1, Articles 52(1) and 56 EPC.
The main request is accordingly not allowable.

The appel | ant argued agai nst the above anal ysis,
considering that the cited art nowhere suggested the

si mul t aneous processing of an existing and a proof job
as was done in the patent. Al the prior art docunents,
it was argued, allowed the existing job to continue
until it was fully cleared and only then started the
new j ob, there being no suggestion of scanning the new
job whilst printing the old. The only arrangenent which
permtted an interrupt in the sane sense as the patent
was that of the Japanese docunents D5/ D6, which did not
di scl ose scanning but nerely referred to printing. In
D5/D6 all the data was already stored and the
patentee's problemdid not ari se.

In arriving at its conclusion the Board has not started
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out fromD5/D6 but fromD3. It has not been contested
by the appellant that the provision of an interrupt
feature is a desirable one which the skilled person
woul d, at the clainmed priority date, have sought to

i npl enment. Nor has the appellant contested that the
skill ed person could be expected to maxi m se throughput
in any practical printer. Fromthis background it
appears to the Board that the inplenmentation of an
interrupt feature in the D3 copier, in which a buffer
menory is present, could only be inplenented
efficiently if the data in the buffer were retai ned and
used for printing until new data becane avail abl e.

Al t hough the appellant argued that the sinultaneous
processing of an existing and an iterrupt job gave rise
to issues of conplexity which required the exercise of
invention for their solution, claim1 does not reflect
such conplexity and nmerely states the obvious
desiderata for efficient copying.

Turning now to the granted claim4, the Board does not
consider that the references to reprogranmmng the
printer in order to carry out the proof job and then
reprogranmng it again in order to continue with the
interrupted job constitutes a technical distinction
over the cited art. It would appear self-evident that
every job wll have attached to it printing
instructions, so that if ajob is interrupted it wll
be necessary to send the printing instructions for the
interrupt job to the printer, and on conpletion of this
job resend the printing instructions for the
interrupted job. Since claim4 adds nothing further of
substance to claim1, it follows that the claimis open
to the sanme objection of lack of inventive step as
claim 1.
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2.10 Claim1ll is directed to apparatus to carry out the
steps of the nmethod of claiml1l and is open to the sane
objection of |ack of inventive step as claim1.

2.11 It follows that neither the main request nor the first
auxiliary request is allowable.

2.12 The second auxiliary request is based on the anended
clainms filed in the course of the opposition oral
proceedi ngs; claim1 of this request differs fromthat
consi dered above nerely in requiring that the prints
are produced froman electronic nenory using a
correspondi ng set of stored inage data; in the above
di scussion of claiml1l in relation to the docunent D3
this has been assunmed to be the case and the Board's
conclusions on claim1l of the main request apply to
this request also. Claim4 of this request differs only
in mnor clarifying anendnent fromclaim4 as granted
and the Board's conclusions on claim4 as granted apply
equally to this claim Caim11l is unanended and the
conclusion at point 2.10 above applies. It follows that
neither the second nor the third auxiliary request is
al | owabl e.

3. There being no all owabl e requests, it follows that the
appeal nust be dism ssed.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

2610.D
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The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg

2610.D



