BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF
THE EUROCPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN

PATENTAMTS CFFI CE DES BREVETS
I nternal distribution code:
(A) [ ] Publication in QJ
(B) [ ] To Chairnen and Menbers
(O [X] To Chairnen

DECI SI ON

of 22 March 2000
Case Nunber: T 0788/98 - 3.2.4
Appl i cation Nunber: 89850321. 4
Publ i cati on Nunber: 0371937
| PC. A47B 88/ 20
Language of the proceedings: EN

Title of invention:

| nprovenents in or relating to a partition wall

Pat ent ee:
PLASTUNI ON AB

Opponent :

Perstorp AB

Headwor d:

Rel evant | egal provisions:
EPC Art. 123(2)

Keywor d:

"Extension of subject-matter

Deci sions cited:
T 0096/ 89

Cat chword

EPA Form 3030 10. 93

by generalisation - yes"



)

Européisches
Patentamt

European
Patent Office

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0788/98 - 3.2.4

DECI SI ON

of the Technical Board of Appeal 3.2.4

of 22 March 2000
Appel | ant ; Perstorp AB
(Opponent) 284 80 Perstorp (SE)
Representative: Gdrg, Klaus, Dipl.-Ing.

Respondent :
(Proprietor of the patent)

Represent ati ve:

Deci si on under appeal :

Conposition of the Board:

C A J. Andri
M G Hatherly

Chai r man:
Menber s:

Hof fmann Eitle

Pat ent - und Rechtsanwél te
Arabel | astrasse 4

D- 81925 Minchen (DE)
PLASTUNI ON AB

Box 223

334 00 Anderstorp (SE)
Gauger, Hans-Peter, D pl.-Ing.
Mil | er, Schupfner & Gauger

Postfach 10 11 61

D-80085 Minchen  (DE)

Deci sion of the Cpposition D vision of the

Eur opean Patent Ofice posted 17 July 1998
rejecting the opposition filed agai nst European
patent No. 0 371 937 pursuant to Article 102(2)
EPC.

es

R E. Teschenmacher

Office européen
des brevets



Sq . T 0788/ 98

Summary of Facts and Subm ssi ons
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The deci sion of the opposition division to reject the
opposi tion agai nst European patent No. 0 371 937 was
posted on 17 July 1998. On 6 August 1998 the appel | ant
(opponent) filed an appeal against this decision and
paid the appeal fee. The appellant filed the statenent
of grounds of appeal on 5 Novenber 1998.

In the appeal proceedi ngs the appellant argued that
parts of claim1 as granted contravened Article 123(2)
EPC and that the subject-matter of claim1l as granted
was not inventive over various conbinations of three
cited prior art docunents.

The respondent (proprietor) explained in the appea
proceedi ngs why he considered the appellant's argunents
to be wong.

Both parties attended oral proceedings on 22 March
2000.

Fol | owi ng di scussion in the oral proceedings the
respondent filed two nore sets of clains formng the
basis for auxiliary requests 1 and 2.

Caim1l as granted (the basis for the main request)
r eads:

"Partition wall of a drawer included in office
furniture, said wall (1) can be noved into the drawer
(4) and which is renovable and optionally fixable in
the drawer (4) with the aid of coacting |lug neans (6, 7)
projecting out fromend parts (2,3) of the wall for
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coaction with recesses (8,9) situated in the casing of
the drawer (4), of said lug neans (6,7) at |east one
nmeans (6) situated upwards in each end part (2,3) being
manual | y actuable to and froma | ocki ng engagenent with
recesses (8) in the casing (5) of the drawer (4), and
of which at | east one |ug neans (7) downwardly situated
in the respective end part (2,3) is adapted for
coaction wth recesses (9) in the casing (5) at the
bottom of the drawer (4), said |lug neans (6,7) are
integrally formed in the end parts (2,3) of the wal

(1), whereby at |east one of said lug neans is situated
on a tongue elenent (10) extending resiliently in the
hei ght direction of the wall (1) and a free end part of
the tongue el enent (10) conprises a gripping neans (17)
for manual actuation of the |ug neans (6) on the tongue
el ement (10) during attachnent and/or renoval of the
partition wall (1), characterised in that the tongue

el ement (10) departs in the height direction of the
wall (1) fromthe bottom section of each end part (2;3)
in order to project in an upwards direction, that said
tongue elenent (10) is defined laterally with the aid
of two longitudinal slots (15,16) departing fromthe
bottom section of each end part (2;3) in the sane said
upwar ds direction.”

Caiml of auxiliary request 1 and claim1 of auxiliary
request 2 are the sane as claim1 as granted up to and
including line 24 of colum 3 of the patent
specification. Thereafter they read as follows, the
only difference between them being that the words in
square brackets "and a free end part of" are absent
fromthe auxiliary request 1 but are present in the
auxiliary request 2:
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"(extend)ing resiliently in the height direction of the
wall (1), [and a free end part of] the tongue el enent
(10) conprises neans (17) for facilitating its manua
actuation during attachnent and/or renoval of the
partition wall (1), characterised in that the tongue

el ement (10) departs in the height direction of the
wall (1) fromthe bottom section of each end part (2;3)
in order to project in an upward direction, said tongue
element (10) is defined laterally with the aid of two

| ongi tudinal slots (15,16) that are nutually paralle
and extend downwardly along the end wall (11) of the
partition wall."

The appel | ant requested that the decision under appea
be set aside and the patent revoked.

The respondent requested that the appeal be dism ssed
and the patent nmaintained as granted (main request).
Alternatively he requested that the decision be set
aside and that the patent be maintained on the basis of
one of the sets of clains submtted during the ora
proceedi ngs as auxiliary requests 1 and 2.

Reasons for the Deci sion

1
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The appeal is adm ssible.

Claim1l as granted (the main request) - Articles 100(c)
and 123(2) EPC

Caim1l as originally filed was anmended i n various ways
during the exam nation proceedings to arrive at claim1l
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as granted. It has to be deci ded whet her the content of
the whole of the patent application as originally filed
forms an adequate basis for the anmendnents or whet her
they extend its content and so contravene

Article 123(2) EPC

2.2 The abstract has no | egal effect on the application
containing it and therefore cannot be used to justify
amendnments to the rest of the application.

2.3 The feature of a free end part of the tongue el enent
conprising a gripping neans

2.3.1 The originally filed claim1 states that:

- "at | east one lug neans (6) is situated on a
tongue el enent (10) departing fromthe bottom part
of each end part (2;3) and extending resiliently
in the height direction of the wall (1), such as
to enable rapid and sinple attachnment and/ or
renoval of the partition wall (1)"

whereas claim 1l as granted states that:

- "at least one of said lug neans is situated on a
tongue el enent (10) extending resiliently in the
hei ght direction of the wall (1) and a free end
part of the tongue elenent (10) conprises a
gripping nmeans (17) for manual actuation of the
| ug neans (6) on the tongue elenent (10) during
attachnment and/or renoval of the partition wall

(1)".

2.3.2 The relevant passages in the originally filed

0858. D Y A
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application are the foll ow ng:

A. "... the tongue elenent (10) extends with its free
end part in the formof an extension (17) a short
di stance above the upper end part (12) of the wall
(1) for easy access on manual actuation of the |ug
means (6) during fitting or renoving the wall (1)"
- see the originally filed dependent claim 2;

B. "For facilitating manual operation of the el enent
10, it is provided with an extension 17 a short
di stance above the upper edge part 12 of the wall
1" - see page 3, lines 19 to 21 of the originally
filed description referring to Figure 4; and

C "... using both hands side by side while pressing
t he tongue el enents 10 towards each other, e.g.
wth the aid of the little fingers ... the grip on
t he extensions 17 of the tongue elenents 10 is
rel eased as soon as the wall 1 has assuned its
proper position in the drawer ... the tongue
el emrents 10 automatically springing backwards to
their original position due to the resiliency of
the material, i.e. the position the tongue
el ements 10 had before actuating the extensions

wth the little fingers ... a later renoval is
carried out in a simlar manner, i.e. the
extensions 17 are acted on" - see page 3, line 28

to page 4, line 10 of the originally filed
descri ption.

2.3.3 The words "gripping neans” in claiml as granted are

not present in claiml as originally filed or anywhere
else in the originally filed application. However it is

0858. D Y A
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clear fromthe above cited passages A and B that the
tongue el enent 10 and therefore the lug neans 6 thereon
are manual |y actuated by neans of the extension 17.

The functional statenent at the end of the originally
filed claiml1 "such as to enable rapid and sinple
attachnent and/or renoval of the partition wall (1)"
concerns the tongue elenent 10 being resilient so that
its lug means 6 can spring into the recess 8. The cited
functional statenent has nothing to do with the neans
by which the tongue el enent is actuated and so cannot
be a basis for saying that the tongue el enent coul d be
actuated other than by neans of the extension 17.

Further it is clear fromthe above cited passages B and
C that the tongue elenents 10 at each end of the wall 1
are noved inwardly by pressing their extensions 17
innards e.g. with the aid of the little fingers. Thus
the "grip on the extensions 17" referred to in passage
Cis agrip nade up of one little finger pressing

i nwards on the outer face of one extension 17 and the
other little finger pressing inwards on the outer face
of the other extension 17. Thus | ooking at each
extension on its own, this extension is pushed and not

gri pped.

Furthernore the board stresses that the word "grip" is
only used in conbination with the expression "on the
extensions 17" not with an unspecified, genera
actuated el enent or neans.

Moreover in the originally filed application the term
"free end part” is only used as neani ng an extension of
the tongue el enent, see the above cited passage A
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Finally, it is clear fromthe above cited passages A
and B (and fromFigures 1 and 4) that the extension
(i.e. the free end part) extends a short distance above
the upper end part of the wall.

2.3.4 Thus there is no basis in the originally filed
application for the addition of a feature defined by
the general wording of "a gripping neans (17) for
manual actuation of the |ug nmeans (6) on the tongue
el emrent (10)" which inplies that the (single) tongue
el ement is gripped.

2.3.5 Secondly, contrary to the disclosure of the originally
filed application, this generally worded definition
omts to state that the free end part which is acted
upon is an extension of the tongue el enent.

2.3.6 Thirdly this generally worded definition enconpasses a
free end part which lies, and is acted upon, below the
| evel of the upper end part of the wall whereas the
application as originally filed only discloses that
this free end part (i.e. the extension of the tongue
el enent) |ies above the upper end part of the wall.

2.4 The feature of the tongue el ement bei ng defined
laterally with the aid of two | ongitudinal slots

2.4.1 The originally filed claim1 specifies:
- "a tongue el enent (10) departing fromthe bottom

part of each end part (2;3) and extending
resiliently in the height direction of the wall

(1"

0858. D Y A



2.4.2

2.4.3

0858. D

- 8 - T 0788/ 98

to which claim1l as granted adds essentially that:

- "said tongue elenent (10) is defined laterally
wth the aid of two | ongitudinal slots (15, 16)
departing fromthe bottom section of each end part
(2;3) in the sane said upwards direction."”

The rel evant passages in the originally filed
application are the foll ow ng:

D. "the tongue elenent (10) is formed in the end wall
(11) of the partition wall (1) and is defined
|aterally thereon with the aid of two | ongitudinal
slots (15,16) which are nutually parallel and
extend fromthe upper edge part (12) of the wall
(1), and downwards along the end wall (11) a
di stance substantially corresponding to half the
hei ght of the partition wall (1)" - see the
originally filed dependent claim3; and

E. "... the tongue elenment is integral with the end
wall 11 itself, and is defined laterally by two
| ongi tudi nal slots 15, 16, of which one slot 15
ext ends sonewhat | ower down on the end wall 11" -
see lines 13 to 16 of page 3 of the originally
filed description referring to Figure 4.

Thus the originally filed application when speaki ng of
t he tongue el enent 10 being defined by two | ongitudina
slots does so only in the context of these |ongitudina
slots being in the end wall 11. There is therefore no

basis in the originally filed application for the two

| ongi tudi nal slots being anywhere else than in the end
wal | .
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Caim1l as granted however is not restricted to the
| ongitudinal slots being in the end wall, indeed the
end wall is not even nentioned in claim1l as granted.
This claimcovers e.g. a partition wall with, at each
end, two slots in the sides instead of, at each end,

two slots in the end wall.

Mor eover the general wording of the tongue el enent
being defined laterally with the aid of two

| ongitudinal slots in the granted claim1 al so
describes a partition wall whose tongue is defined by
two | ongitudinal slots not extending to the upper edge
part 12 of the wall (e.g. with the upper ends of the
slots joined by a horizontal slot so that the tongue
lies wholly within the end wall). This woul d be
contrary to the originally filed dependent claim3 (see
the above cited passage D) and the only particul ar
enbodi nent shown in Figure 4. Such a generalised
definition, enconpassing a |location of a tongue wholly
within the end wall, has no basis in the originally
filed disclosure.

Caim1l as originally filed was narrowed in scope
during the exam nation proceedi ngs. However the
narrowi ng was achi eved not by taking a group of
functionally related features fromthe originally filed
application, but by selecting individual features,
taking themout of their originally disclosed context
and generalising them w thout there being a proper
basis in the originally filed application for this. The
resulting broadly defined features (see the above
sections 2.3.4 to 2.3.6, 2.4.3 and 2.4.4) were not even
vaguely envisaged in the originally filed application.
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The respondent argued that the gripping nmeans was
included in the preanble of claim1l as granted and
descri bed what the clained partition wall had in conmon
with the wall known fromthe closest prior art

docunent DE-C- 2 944 683.

Wiile this is indeed the correct procedure when
formul ati ng the preanble of the independent claim
(Rule 29(1)(a) EPC), it cannot justify an extension of
the subject-matter of the application or patent beyond
that as originally filed. The subject-matter allowed in
an application or patent is fixed at the nonent that
the application is originally filed and cannot be
extended on the basis of the disclosure of the closest
prior art docunent. If a feature in an originally filed
application needs to be generalised such that the
generalisation also defines a feature in the prior art
and thus this generalisation can be put in the preanble
of the independent claim then this generalisation nust
be trimmed back in the characterising portion to the
subject-matter originally disclosed. An uncontrolled
general i sation woul d be unal | owabl e (see section 2.3 of
T 96/89 cited in Case Law of the Boards of Appeal of
the EPO, 3rd edition, 1998, II11.B.2).

Accordingly the generalising anendnents dealt with in
t he above sections 2.3.4 to 2.3.6, 2.4.3 and 2.4.4
contravene Article 123(2) EPC and render claim1 as
grant ed unal | owabl e.

Caim1l of the auxiliary request 1 - Article 123(2) EPC

This claimadds to the originally filed claim1l that
"the tongue el enment (10) conprises neans (17) for
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facilitating its nmanual actuation”.

The passages Ato Ccited in the above section 2.3.2
make it clear that the tongue elenent is actuated using
the extension 17 which extends above the upper end part
of the wall. The only disclosure for this purpose in
the originally filed application is this extension with
its specified | ocation.

Accordingly the use of the vague term "neans" for this
purpose in claim1l of auxiliary request 1 and the |ack
of information as to its |location constitute an
unal | onabl e generalisation of the patent application as
originally filed.

Mor eover the objection nmade in the above section 2.4.4
against claim1l as granted concerning the slots not
extending to the upper edge part of the wall is not
overcone by claim1l of auxiliary request 1.

Thus claim 1 of auxiliary request 1 contravenes
Article 123(2) EPC and is unal |l owabl e.

Caiml of the auxiliary request 2 - Article 123(2) EPC

This claimadds to the originally filed claim1l that "a
free end part of the tongue el enent (10) conprises

means (17) for facilitating its manual actuation".

The passages Ato Ccited in the above section 2.3.2
make it clear that the free end part is an extension 17
whi ch extends above the upper end part of the wall.
This is the only disclosure for this purpose in the
originally filed application and so the om ssion from
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claim1 of auxiliary request 2 of the extension with
its specified |l ocation constitutes an unal | owabl e
generalisation of the patent application as originally
filed.

Mor eover the objection nmade in the above section 2.4.4
concerning the extent of the slots is not overcone by
claim1l of auxiliary request 2.

Thus claim 1l of auxiliary request 2 contravenes
Article 123(2) EPC and is unal |l owabl e.

Thus Article 123(2) EPC is contravened by claim1 of
each of the requests and so none of these requests is

al | owabl e.

A di scussion of inventive step is thus superfluous.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
G Mgouliotis C. Andries
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