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Summary of Facts and Submissions

I. The appeal concerns European patent No. 0 456 704

granted on the basis of European patent application

No. 90 902 732.8 (International publication number

WO 90/09006), the mention of the grant having been

published on 8 June 1994.

Patent claim 1 is directed to a scanning system for

reading a bar code on an object, the system comprising

"plural laser scanner modules" for producing "a complex

scan pattern (...) formed of plural scan lines (...),

each of said lines being produced by a respective one

of said laser scanner modules".

II. Against the patent, an opposition was filed on 8 March

1995, invoking the grounds of opposition set out in

Article 100(a) EPC and requesting revocation of the

patent in its entirety. In the course of the opposition

proceedings, the patent proprietor amended claim 1,

replacing the expression "plural laser scanner modules"

by the definition "plural multiple laser scanner

modules".

After having raised objections against this definition

in several communications, the opposition division, in

a decision posted on 29 May 1998, revoked the patent

finally on the basis of Articles 84 and 123(2) EPC for

the reasons of lack of clarity and added subject-

matter.

III. Against the revocation of the patent, the appellant

filed a notice of appeal on 7 August 1998, requesting

reversal of the decision. The appeal fee was paid the
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same day; the grounds of appeal were subsequently filed

on 7 October 1998.

With the grounds of appeal, the appellant filed two

sets of amended claims. In claim 1 of the main request

the objected expression was replaced by the definition

"multiple laser scanner modules", in claim 1 of the

auxiliary request by the definition "multiple single-

line laser scanner modules". Oral proceedings were

requested as a subsidiary measure.

The respondent again raised objections on grounds of

lack of novelty and inventive step. With respect to the

auxiliary request, however, the respondent proposed

amendments to claim 1 and indicated that against a

claim amended as proposed no further objections would

be raised; when the appellant agreed on such a claim,

the request for oral proceedings would be withdrawn.

In a subsequent letter dated 29 September 1999, the

appellant filed, under the title "NEW AUXILIARY

REQUEST" a set of amended claims and amended pages 1,

3, 3a and 4 of the description, the amendment of

claim 1 following the proposal made by the respondent.

This new auxiliary request still uses the definition

"multiple single-line laser scanner modules" of the

former auxiliary request. Regarding these requests, the

letter reads as follows:

"We would be willing in the interest of efficiency to

withdraw the main request if the Board of appeal

indicates that it is prepared to allow the new

auxiliary request. We would also withdraw the request

for oral proceedings if the auxiliary request is
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allowed."

Reasons for the Decision

1. The appeal complies with the requirements of

Articles 106 to 108 and Rules 1(1) and 64 EPC and is

thus admissible.

2. As to the requests on file, it is noted that the

appellant subjects the fate of the "main request" to

the allowability of the "new auxiliary request".

Therefore, the "new auxiliary request" is actually the

new main request to which the former main request as

filed with the statement of grounds is subordinated as

auxiliary request.

3. When compared with claim 1 as granted, both requests

replace, in the definition of the laser scanner

modules, the term "plural" by the term "multiple".

Having regard to the ordinary meaning, these two terms

are synonymous expressions indicating the involvement

of more than one element, part etc. In the field of

scanning devices and systems, although the term

"multiple" is more in current use, neither of these

terms has a special meaning which would imply a

technical difference concerning the definition of the

laser scanner modules. Therefore, in the present case

replacing the one by the other term does neither change

the technical meaning nor the scope of the claims and

is thus allowable under Article 123(2) and (3) EPC.

The amendments also remove the double definition

"plural multiple" objected to for grounds of lack of
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clarity in the decision under appeal.

4. Therefore, the objections on which the revocation is

based are now unfounded. However, both requests include

further amendments of the claims which have still to be

examined as to their compatibility with the

requirements of the EPC. In addition, the grounds of

opposition, essentially lack of novelty and inventive

step, have not yet found a final assessment in the

first-instance decision. Therefore, the Board considers

it appropriate to remit the case to the opposition

division for further prosecution on the basis of the

present main and auxiliary requests.

Considering that the case will have to receive full

consideration in the first instance and the right to be

heard in oral proceedings before the competent body,

i.e. in the  first instance the opposition division, is

preserved, the present requests for oral proceedings

before the Board are refused. 

Order

For these reasons it is decided that:

The decision under appeal is set aside. The case is remitted

to the first instance for further prosecution.

The Registrar: The Chairman:
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M. Kiehl P. K. J. van den Berg


