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Summary of Facts and Subm ssi ons

Thi s appeal, which was filed on 21 April 1998, lies
agai nst the decision of the Exam ning Division dated
18 February 1998, refusing European patent application
No. 92 925 091.8 filed on 5 Novenber 1992 as

I nt ernati onal patent application No. PCT/US92/09527 in
t he nane of SOUTHERN RESEARCH | NSTI TUTE, and publi shed
under No. WD 93/10169 (EP-A-0 705 292). The appeal fee
was paid on 10 April 1998 and the Statenment of G ounds
of Appeal was filed on 16 June 1998.

1. The deci sion under appeal was based on a set of
39 clainms filed with the subm ssion dated 25 July 1997,
Cains 1, 22, 23, 27 and 28 reading as foll ows:

"1l. A biosorbable copolyner froma hydroxycarboxylic
acid and pol ycarboxylic conponent selected fromthe
group consi sting of polycarboxylic acid, activated
derivative thereof, and m xtures thereof, wherein the
anount of said hydroxycarboxylic acid is 99.95 nole %
to 90 nol e % based upon the total noles of said

hydr oxycar boxylic acid and the reactive carboxylic

noi eti es of the pol ycarboxylic conponent; and anmounts
of the recited acids add up to 100 nol % based upon the
total of said hydroxyal kanoi c acid and carboxylic

noi eti es of said polycarboxylic conponent is

0.05 nole %to 10 nole % based upon the total of said
hydr oxycarboxylic acid and said reactive noieties of

t he pol ycar boxylic conponent."”

"22. A fertilizer conposition containing the copol yner
of claiml1l and urea.™

"23. A fiber obtained fromthe copolyner of claim1l1."
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"27. A process for producing a biosorbabl e copol yner

whi ch conpri ses:

a) subj ecting a hydroxycarboxylic acid to
pol ycondensat i on,

b) addi ng pol ycarboxylic conmponent prior to or during
sai d pol ycondensati on,

c) causi ng sai d pol ycarboxylic conponent and
hydr oxycar boxylic acid to forma polynmer; wherein
sai d pol ycarboxylic conmponent is selected fromthe
group consisting of polycarboxylic acid, activated
derivative thereof, and m xtures thereof, and
wherein the relative anount of said
hydr oxycar boxylic acid and pol ycar boxylic
conponent is such that said copolyner has a
maxi mum nel ti ng point of 180°C."

"28. The process of claim 27 which further conprise
reacting a netallic conpound wth said polyner."

Claims 2 to 21, 25 and 26 are dependent on Caiml1;
Claim24 is dependent on Claim23; Cains 30 to 35 are
dependent on Claim?27; Cains 29 and 36 to 39 are
dependent on C ai m 28.

L1, The deci sion under appeal held that the anended cl ai ns
conmplied with the requirenents of Articles 123(2) and
84 EPC but that their subject-matter, though being
novel, did not involve an inventive step over a
conbi nation of the docunents

(1) US-A-4 273 920 and

(2) US-A-4 139 525,
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This conclusion was inter alia founded on the foll ow ng

statenents conprised by point 5 of the Reasons for the

Deci si on:

(i)

(i)

(iii)

(iv)

(v)

The subject-matter of Clains 1 to 15, 25 and 26
differed fromthe closest prior art according to
(1) "mainly in that the polyners are nodified by
smal | amounts (up to 10 nol.-% of a

pol ycar boxyl i ¢ conmpound. "

The techni cal problemunderlying the application
"can objectively only be defined as being to
provi de a class of pol yhydroxyal kanoat e pol yners
whi ch can be nelt-processed under 180°C."

"The solution proposed to this problemis to
nodi fy the (co)polynmers of the closest prior art
by copol yneri zing the hydroxyal kanoic acid with
smal | amounts of a pol ycarboxylic conpound.”

"US- A- 4139525 (2) describes terpolynmers of

gl ycolic acid, dicarboxylic acids and

di hydr oxyal kanes in which the diacid and the
diol are preferably used in equinol ecul ar
ampunts. "

"The terpolyners are flexible and have a nelting
poi nt which is |lower than that of the
correspondi ng glycolic acid honmopol yner (cf.
(2),colum 1, lines 46 to 51). Exanples 1 to 3
in Table | describe three of these terpolyners
whi ch conpri se copol yneri zed anmounts of

di carboxylic acid (expressed as reactive
carboxylic noiety based upon the total of

hydr oxycar boxylic acid and reactive carboxylic
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noi eties) of 9.5 nol.-%"

"These terpolymers have nelting points under
180°C. "

"The skilled person thus finds in (2) a clear
teaching to nodify polyglycolic acid with snal
anounts of a pol ycarboxylic conpound in order to
prepare a derivative which nelts under 180°C."

"The Applicant has argued that (2) does not
mention that the nelting point depression is due
to the presence in the terpolymer of the

pol ycarboxylic acid noieties and that it could
equally be due to the effect of the

di hydr oxyal kanoate or of both conpounds in

conbi nation."

"It is clear from(2),colum 1, lines 46 to 51,
that the nelting point depression is due to the
nodi fication with both the dicarboxylic acid and
t he di hydroxyal kanoate. "

"However, the skilled person knows that the high
mel ting point of polyglycolic acid is a direct
consequence of its rigid and high ordered

nol ecul ar structure and that it can thus be
depressed by flexibilizing that structure.”

"Docunent (2) teaches one way of achieving that
flexibilization, but the skilled person would

i medi ately recogni ze that the same effect can
be achi eved using only one of the two nodifiers
proposed in (2)."
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(xii) "If (2) uses a mxture of diacid and diol it is
j ust because polynmers of |ow acid nunber are
sought (cf. colum 3, lines 24 to 30)."

| V. The Appellant's argunents may be summari zed as fol | ows:

(1) The i medi ate refusal of the application after
only one conmuni cation was unjustified in the
[ight of the Applicant's conprehensive response
to this communication; it was also not in
agreement with the GQuidelines Part CVI, 4.3;

(i) t he conclusion of lack of inventive step was
based on hindsi ght, because the contention was
totally unfounded that the skilled person would
i medi ately recognize from(2) that, in
di sregard of the requirenent according to (2) of
t he additi onal presence of di hydroxyal kane
noi eties in substantial anmounts, better
flexibility and a | ower nelt processing
tenperature of polyglycolic acid could also be
achi eved by using pol ycarboxylic acids as the
only conmononers; (2) did not contain any hint
that the nelting point reduction achieved coul d
be attributed to the presence of dicarboxylic
acid noieties; and

(iii) the decision failed to take account of the fact
that the application contained evidence not only
for the nelt processability bel ow 180°C of the
cl ai med hydr oxycarboxylic copol yners, but al so
for a nunber of further advantageous
characteristics.

V. The Appel l ant requested that the decision under appeal

2170.D Y A



-6 - T 0778/ 98

be set asi de.

Reasons for the Decision

1

2.2

2170.D

The appeal is adm ssible.

Prior art

Docunent (1)

Claim1 of this docunent relates to a copol yner derived
fromthe polynerisation of about 60 to about 95 wei ght
percent of lactic acid and about 40 to about 5 weight
percent of glycolic acid having a nol ecul ar wei ght of
about 6000 to 35000.

(1) is silent about the additional presence of
pol ycarboxylic acid noieties in the glycolic acid/
| actic acid copol yner.

Docunent (2)

Caim1l1l of this docunment relates to a polyner having a
nmol ecul ar wei ght between about 2,000 and 70, 000
produced by heating a m xture of glycolic acid, its
homopol yners, its | ow nol ecul ar wei ght esters, or

m xtures thereof, with a dihydroxyal kane and a di basic
acid, the dibasic acid being present in an anmount from
about 1% to about 40% by wei ght of the polyner, and the
di hydr oxyal kane being present in an amount from about
equimolar with, up to a 10 nol % excess over, the

di basi c aci d.

Preferably, the diacid and the di hydroxyal kane are used
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in equinolar quantities (colum 3, lines 20 to 26).

Article 113 EPC

Paragraph (1) of this article requires that the
deci sions of the European Patent O fice may only be
based on grounds or evidence on which the parties
concerned have had an opportunity to present their
coment s.

According to the established jurisprudence of the
boards of appeal the term "grounds” in Article 113(1)
EPC refers to the essential reasoning, both | egal and
factual, which |eads to refusal of an application. In
ot her words, before a decision is issued an applicant
nmust be informed of the case which he has to neet, and
nmust have an opportunity of neeting it (cf. Reasons 3
(v), second paragraph of T 951/92, Q) EPO 1996, 53).

Since this "right to be heard" is an obligation of
utmost i nportance its observation by the decision under
appeal has to be exam ned by the Board under

Article 114(1) EPC even when the violation of this
princi pl e was not censured by the Appellant.

The objection of |lack of inventive step raised in the
deci si on under appeal is essentially based on the
argunent that it was obvious to nodify the glycolic
acid/lactic acid copolynmer disclosed in (1) with small
anount s of polycarboxylic noieties, because

(1) it was known from (2) that terpolyners of
gl ycolic acid, dibasic acid and di hydroxyal kane
are
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(i-1) flexible and

(i-2) have a nelting point below that of a glycolic
aci d homopol yner,

and because

(i) the skilled person would i medi ately recogni ze
that the same effect could be achi eved using
only one of the two nodifiers proposed in (2),
t hus,

(iii) providing a clear teaching to nodify
pol yglycolic acid with snmall anobunts of a
pol ycar boxylic compound in order to prepare a
derivative which nelts under 180°C (cf.
particularly points Il (i), (iii), (vii), (x)
and (xi) supra).

The statement summarized in point 11l (ii) supra is the
key argunent in the |ogical chain established by the
Exam ning Division in order to substantiate the
concl usi on of obviousness drawn according to point Il
(vii), (x) and (xi) supra.

However, as may be concluded fromthe foll ow ng

anal ysis of the exam nation proceedi ngs, this argunent
was presented to the Appellant for the first tinme in

t he deci si on under appeal.

The rel evant content of section 2 of the single
conmmuni cation of 7 April 1997 preceding the decision of

refusal reads as foll ows:

(1) "The closest prior art is considered to be
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represented by honopol ynmers and copol yners of
t he hydroxyal kanoic acids .... described in US-
A-4273920 (1)."

"The subject-matter of the application differs
fromthis closest prior art in that the polyners
are nodified by small amounts (up to 10 nol.-%
of a pol ycarboxylic conmpound.™

"... For these reasons, the technical problem
underlying the application can objectively only
be defined as being to provide a class of

hydr oxyal kanoat e pol yners whi ch can be nelt-
processed under 180°C. "

"The solution proposed to this problemis to
nodi fy these polynmers by copol ynmerizing the
hydr oxyal kanoic acid with small anmounts of a
pol ycar boxyl i ¢ conmpound. "

"US- A- 4139525 (2) describes terpolynmers of

gl ycolic acid, dicarboxylic acids and

di hydr oxyal kanes. The diacid and the diol are
used preferably in equinol ecul ar anounts,

al t hough a slight excess of diol is possible.
Copol yneri zed amounts of dicarboxylic acid as
lowas 9.5 nmol .-% ... lead to a marked nelting
poi nt depression. The terpolyners nelt under
180°C ..."

"It appears thus obvious from(2) to nodify the
pol yners of a hydroxyal kanoic acid with a
di carboxylic acid conmpound in order to provide
for polyners of reduced nelting point. The
subj ect-matter of the application does not
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6.3

6.3.1
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i nvol ve an inventive step (Article 56 EPC)."

In response to this obviousness objection the Applicant
inits subm ssion dated 25 July 1997 nmade the foll ow ng
observati ons:

(1) "Docunent (2) does not overcone the deficiencies
of [in] docunent (1) with respect to rendering
obvious the finding of the inventors of the
present application.”

(it) "In particular, docunent (2) does not teach that
significantly | ower nelting points would be
achi eved by addi ng the bicarboxylic acid. Al though
terpol ynmers disclosed in docunent (2) have nelting
poi nts bel ow 180°C, nothing in the description
attributes the particular nmelting point to the
bi carboxylic acid. Indeed, the nelting point of
the terpolynmers described in docunent (2) could be
just as likely due to the di hydroxy al kane,
m xtures or [of] it with the bicarboxylic acid, or
specific amunts in the exanples."

From t he exchange of argunents referred to in
points 6.1 and 6.2 supra the follow ng may be
concl uded:

That the obvi ousness objection raised by the Exam ning
Division in its comrunication (cf. point 6.1 (v) supra)
| acks a reasoning, nanely to indicate why a
nodi fi cation of the hydroxyal kanoi c acid pol ynmers
according to docunment (1) with dicarboxylic acid
conmpounds woul d have been obvious in the |ight of
docunent (2), which relates to hydroxyal kanoi c acid

pol ymers nodi fied by dicarboxylic acid conpounds and
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6.3.3
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di hydr oxyal kanes and does not foresee the possibility
to omt the di hydroxyal kane noi eti es.

That the Applicant in its response to the Exam ning

Di vision's conmuni cation pointed at this lacuna in the
chain of argunents presented in that conmunication and
identified the informati on which was mssing in
docunent (2), but which would be required in order to
satisfy the obvi ousness objection raised by the

Exam ning Division (cf. point 6.2 (ii) supra).

That only in the decision of refusal the Exam ning

Di vi sion supplemented its reasoning with respect to the
afore-nentioned | acuna by the statenment quoted in
points Il (x) and (xi) supra, i.e. by alleging that
"the skilled person knows" that in order to obtain the
desired depression of the nmelt-processing tenperature
he coul d use any one of the two nodifying noieties

di basi c acid or di hydroxyal kane enpl oyed according to

(2).

Thi s conduct of the Exami ning Division deprived the
Applicant of its legitimate right according to
Article 113(1) EPC to conment on the nost decisive
i ssue at stake in this case before being confronted
wi th the decision of refusal

The Examining Division's failure to give the Applicant
an opportunity to comment on the crucial argunent of
its reasoning of obviousness (cf. points IIl (x) and
(xi), 3 (iii) and 5.2 (ii) supra) cannot be expl ai ned
by assumi ng that the conclusion drawn therefrom i.e.
that the introduction of polycarboxylic noieties into
t he pol yners according to (1) was obvious, was already
inplicitly contained in the Exam ning Division's



10.

11.

2170.D

- 12 - T 0778/98

conmuni cation (cf. point 5.1 (v) supra). Rather, a
concl usi on wi thout any reasoning is per se inconclusive
and cannot formthe basis of a valid decision.

It can also not be validly argued that the obvi ousness
conclusion raised in the Exam ning Division's

conmmuni cation (cf. point 6.1 supra) was "self-

expl anat ory” or that the reasoning supplenented in the
deci si on under appeal (cf. point IIl (x) and (xi)) was
“trivial" and that, therefore, said decision would not
contravene Article 113(1) EPC, because neither is the
suppl ement ed reasoni ng foreshadowed in said

conmuni cation, nor does it belong to generally accepted
and uncont est abl e chem cal principles.

Nor can the later supplenenting of a reasoning be
considered to be within the realmof a "matter of

j udgenment” (cf. T 568/ 89 of 10 January 1990, not
published in the Q) EPO Reasons point 5), because a
m ssi ng reasoni ng cannot be equated with a wong

j udgnent .

The deci sion under appeal, therefore, contravenes the
requi renent of Article 113(1) EPC. This anmounts to a
substantial procedural violation and requires the

rei nbursenent of the appeal fee pursuant to Rule 67
EPC, although this was not requested by the Appell ant
(J 7/82, QJ EPO 1982, 391).

The Board notes that this finding is not notivated by
the fact that the decision of refusal was preceded by
only one comuni cation, but rather by the inconplete
reasoni ng therein and the presentation of a proper
reasoning only with the decision of refusal.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The rei nbursenment of the appeal fee is ordered.
3. The case is remtted to the Exam ning Division for

further prosecution.

The Regi strar: The Chai r man:

E. Gorgmai er C. Gérardin
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