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Summary of Facts and Submni ssions

The appeal |odged on 28 May 1998 lies fromthe decision
of the Exam ning Division posted on 1 April 1998

ref usi ng European patent application No. 94 906 210.3
(Eur opean publication No. 682 658), which was filed as
I nternational application published as WO 94/18178.

1. The deci sion of the Exam ning Division was based on
claims 1 to 4 submtted with the letter dated
17 Decenber 1997 according to the then pending request.
| ndependent claim4 read as foll ows:

"4. A conpound of the structure (V):

(V)
N-—N\\
7/
RIO\'(( N_,.N
M

0

in which RRis ethyl and Mis sodium isolated in solid
form"

L1l The Exam ning Division held that the subject-matter of
claim4 | acked novelty in view of docunent

(1) EP-A-323 885.

That docunent di sclosed the clained sodiumsalt of

et hyl tetrazol e-5-carboxylate in the formof an
internediate in the reaction m xture. This conpound was
precipitated fromthat reaction mxture, i.e. was in
solid form since the solvent and the tenperature of
the reaction m xture in docunent (1) were the sane as
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in the preparation process of the present application.
The feature "isolated" could not confer novelty to
claim4 which was directed to a product as such, as it
was a process characteristic which had no neaning for
the characterisation of a product per se.

The Appellant (Applicant) quoted fromhis witten
subm ssi ons nmade before the Exam ning Division. He
argued that process clains were of little value because
the sodiumsalt of ethyl tetrazol e-5-carboxyl ate was
likely to be manufactured by one conpany and sold to
anot her conpany to formthe free tetrazol e carboxyl ate
and to use this conmpound. Thus, it would be relatively
easy to avoid infringenent. The Appellant coul d not
under stand why the Exam ning D vision considered
claim4 to | ack novelty. Even if the prior art

descri bed suspensions of the sodiumsalt of ethyl
tetrazol e-5-carboxylate it did not describe it in an
isolated form The Appellant believed that the use of
the paraneter "isolated" was perfectly clear and that
the invention could not be adequately defined in any
ot her way.

The Appel |l ant objected that the Exam ning D vision "did
not give any reasons for its decision" under appeal and
did not answer the sinple question "where the clained
salt isolated in solid formis described in the prior

art”. Not responding to that essential point, thus,
made an appeal necessary, and as a consequence the
rei mbursenent of the appeal fee was due.

The Appellant requested in witing that the decison
under appeal be set aside and that the application be
granted in its current formor auxiliarily, that the
case be remtted to the Exam ning Division for further
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prosecution or that the application be granted with
only the allowable clains, and furthernore requested
the rei nbursenent of the appeal fee.

Oral proceedings were held on 6 Septenber 2001 in the
absence of the Appellant who, after having been duly
sumoned, infornmed the Board that he would not attend.
At the end of the oral proceedi ngs the decision of the
Board was given orally.

Reasons for the Deci sion

1

2.1

2.2

2233.D

The appeal is adm ssible.

Mai n request

Novel ty

The only substantive issue arising fromthis appeal is
whet her or not the subject-matter of claim4 is novel
over docunment (1), which is stated in the decision
under appeal as being the sole ground for refusal of
the application.

Docunent (1) discloses at page 2, lines 45 to 56 the
process of reacting ethyl cyanoformate with sodi um
azide in the presence of trifluoroacetic acid. This
reacti on process of the prior art is identical to the
process described at page 3 and in exanple 1 of the
present application for preparing the sodiumsalt of
et hyl tetrazol e-5-carboxyl ate. Consequently, the sane
compound as that clainmed is the result of the reaction
process di sclosed in docunent (1). That finding has
never been contested by the Appellant.
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According to the reaction process specifically

di scl osed in docunent (1) the reaction m xture of ethyl
cyanof ormate and sodium azide is heated (page 2,

line 47) in the solvent 2,6-1utidine (page 2, line 55)
and is then cooled to roomtenperature (page 2,

line 48). Exanple 1 of the present application operates
that reaction process in the sane way, nanely by
heating the reaction m xture in the same sol vent 2, 6-
lutidine and then cooling it to roomtenperature; in
exanple 1, this operation results in the precipitation
of white crystals, i.e. inthe solid formof the sodi um
salt of ethyl tetrazol e-5-carboxylate. Since the

rel evant operating conditions indicated in docunent (1)
conply with those described in exanple 1 of the present
application, the specific reaction process of that
prior art docunent nust inevitably result also in the
precipitation of the solid formof that conpound.
According to established jurisprudence of the Boards of
Appeal a reaction process specifically described in a
prior art docunent nmakes available to the public the
product not explicitly identified when this product is
the inevitable result of that process (see decision

T 666/89, Q) EPO 1993, 495, point 6 of the reasons). In
t he present case, thus, the process specifically

di scl osed in docunent (1) makes available to the public
the solid formof the sodiumsalt of ethyl tetrazol e-5-
carboxylate as this formis the inevitable product
resulting fromthat process.

Wth respect to the further feature indicated in
claim4 that the sodiumsalt of ethyl tetrazol e-5-
carboxylate is "isolated" in the solid form the
Appel I ant has neither alleged, |et al one provided any
evi dence of, any generally applicable definition for
the expression "isolated" as such nor is the Board
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aware of any. Thus, that feature cannot be accorded any
definition having general validity.

In any case, here the description of the present
application specifies the neaning of the term
"isolated" at page 4, lines 6 to 9 which reads: "In the
present process, the salts (IV) readily precipitate out
fromthe m xture, |eaving behind undesirabl e hazardous
by- products (and any unreacted starting materials which
may be re-used in subsequent reactions) and...". The
salts of general fornmula (IV) conprise the individua
salt according to present claim4 (page 3, |line 15).
Thus, in brief, the expression "isolated" in the sense
of the present application is to be construed as
nmeaning nmerely to precipitate the salt fromthe
reacti on m xture.

As set out in detail in point 2.3 above, docunent (1)
al ready discloses the precipitation of the solid form
of the sodiumsalt of ethyl tetrazol e-5-carboxyl ate
fromthe reaction mxture. Thus, the solid formof the
conpound nmade available to the public by that docunent
is "isolated" in the sense of the present application.

To summari ze, docunment (1) discloses the sodiumsalt of
ethyl tetrazol e-5-carboxylate isolated in solid formin
the sense of the present application, i.e. the subject-
matter of claim4. For these reasons, the Appellant's
all egation that the isolated solid formof this
conpound was not described in that docunent, is not
supported by the facts.

The Board concludes fromthe above, that docunent (1)
anticipates the subject-matter of claim4. Since a
deci sion can only be taken on a request as a whol e,
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none of the further clains need to be examned. In

t hese circunstances, the Appellant's main request nust
be rejected for |lack of novelty pursuant to Articles 52
(1) and 54 EPC.

Auxi liary requests

2233.D

The Appell ant requested subsidiarily that the case be
remtted to the Examning Division for further
prosecution. However, to order the first instance to
proceed on the basis of the only pending clains, i.e.
claims 1 to 4 according to the main request, makes no
sense as the Board has found claim4 to | ack novelty
(see point 3 above). For these reasons, the Board
exercises its discretionary power conferred to it by
Article 111(1), second sentence, first alternative, EPC
torule itself within the conpetence of the departnent
of first instance on the non-conpliance of the present
claims with the requirenents of the EPC with the
consequence that Appellant's first auxiliary request is
rejected as well.

Furthernore, the Appellant requested subsidiarily that
the application be granted with only the all owabl e
clains, without identifying what these clains are
supposed to be.

Article 113(2) EPC stipul ates that the European Patent
O fice shall consider and deci de upon the application
only in the text submtted to it, or agreed by the
Appel I ant- Applicant. In the present auxiliary request,
the Appellant neither submtted nor agreed to a
specific text of the application, i.e. a set of clains
to be considered "allowable" in the Appellant's sense.
The EPC, however, entrusts the Board only with the
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power to decide on a specific text submtted to it, or
agreed by the Appellant-Applicant, whereas it is upto
the Appellant-Applicant to fornulate on its own any
text of a claimhe wishes a patent to be granted wth.
An anor phous request not identifying the clains sought
but leaving it to the Board to identify "all owabl e"
clainms for itself is not consistent with the

requi renents of the EPC. For these reasons, the
Appel l ant's second auxiliary request nust be treated as
I nadm ssi bl e.

senent of the appeal fee

It is a prerequisite of Rule 67 EPC that the appeal be
all owed in order that reinbursenent of the appeal fee
can be ordered. Since in the present case the appeal is
unsuccessful, already for this reason al one the

Appel  ant's request for the reinbursenent of the appea
fee fails.

Nevert hel ess, the Appellant's allegation that the

Exam ning Division did not give "any reasons for its
deci sion", which would anount to a substantia
procedural violation, needs consideration. This is a
serious allegation but the facts do not bear it out.
The decision of the first instance conprises a section
headed "Reasons for the decision" wherein the Exam ning
Di vi sion gave detailed reasons for its finding that
claim4 | acked novelty vis-a-vis docunent (1). The
Appel  ant may not agree with that finding nor with the
reasons given, but a divergence of view between the
Exam ni ng Division and the Appellant on the substantive
i ssue of novelty does not anpbunt to any procedura

vi ol ati on.
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Furthernore, the Appellant alleged that the Exam ning
Di vision did not respond to the Appellant's sinple
guestion "where the clained salt isolated in solid form

is described in the prior art”, thus nmaking an appea
necessary. The Board observes that the EPC does not
provi de the Appellant with any |egal basis for urging
the Board to direct the Examning D vision to respond
to the Appellant's "question”. In any case, the Board
consi ders that the Exam ning Division answered this
guestion in the reasons given in the decision under
appeal, albeit not in the Appellant's favour. An appea
was thus necessary only because the Appellant wi shed to
chal I enge the reasoned finding of |ack of novelty of

t he Exam ni ng D vi sion.

O der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for the reinbursenent of the appeal fee is
ref used.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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