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Summary of Facts and Submn ssions

0634.D

Eur opean application No 93 907 828.3 (publication
No. WD 93/16638) was refused by decision of the
Exam ni ng Division issued on 13 March 1998 on the
grounds that the subject-matter of claim1 | acked
clarity (Article 84 EPC) and extended beyond the
content of the application as filed (Article 123(2)
EPC) .

The appel |l ant (applicant) | odged an appeal against this
decision on 7 May 1998 and filed a first statenent of
grounds on 13 July 1998. In consequence of a change of
the appellant's representative a repl acenent statenent
of grounds was filed on 23 July 1998 along with four
new sets of clainms. Oral proceedings were al so
request ed.

In a communi cation of the Board dated 9 Cctober 2001
sent followi ng a sunmons to attend oral proceedings,
the clarity and the support of the new clains were
further contested. As a consequence, the appellant was
requested to submt an amended set of clains, follow ng
the sane term nology as that used in the origina
appl i cation.

In response, the appellant filed successively on 5 and
6 February 2002 a new set of clains 1 to 7 in
replacenent of its preceding requests and a description
adapt ed correspondingly (pages 1 to 3). A new set of
drawi ngs (sheets 1 to 9) was also filed as a final copy
in order to replace the rough sketches (sheets 1 to 14)
originally filed.

Oral proceedings were held on 19 February 2002, in the
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presence of the inventor, during which the invention
was di scussed and the application was further anended.

The appellant finally requested that the decision under
appeal be set aside and that a patent be granted on the
basis of clains 1 to 8 submtted at the ora

proceedi ngs and the description and draw ngs as anended
during the oral proceedings.

Claim1l reads as foll ows:

" System for nmeasuring urine flow data froma person
conpri si ng:

- a flow transducer for neasuring the urinary flow
rate during mcturition of the bladder and for
generating an output signal proportional to said
flow rate,

- an electronic circuit for receiving said output
signal and providing digital flow rate sanples at
predeterm ned tine intervals,

- a digital processor for calculating at |east one
predeterm ned variable fromsaid flow rate
sanpl es,

- conpari son nmeans for conparing said cal cul ated
vari able with standard or normal data,

characterized in that the system conprises further
- storage neans for storing normal data conprising

vari abl e val ues derived fromearlier neasurenents
carried out for a large nunber of persons which
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persons have been neasured a nunber of tines at

di fferent voi ded vol unes, each of said variable
val ues being stored in conbination with the voi ded
bl adder vol une, whereby based on statistica

anal ysi s, accounting for the voi ded bl adder
volunme, the intra- and inter-subject variability,
a classification of Healthy, Borderline or

Di seased is added to each variable value resulting
in a tw dinensional array (variable versus
volune) divided in a Healthy area, a Borderline
area and D seased area,

- sai d conparison nmeans plotting the conbi nati on of
cal cul ated vari abl e val ue and correspondi ng vol une
in said two dinensional array and determning if
said variable belongs to the healthy area, the
Borderline are or the D seased area.”

Reasons for the Deci sion

0634.D

The appeal is adm ssible.

Anmendnent s

Cl ai ns

The expressions objected by the Exam ning Division have
been renoved fromclaim1l in its present wording.

Mor eover, the term nology of the application as filed
was restored in all the clains. In addition to features
or part of themtaken directly fromclaim1l as
originally filed, the remai ning, nost functiona
features of the present claim1 find a support in
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various parts of the description.

In particular, a support of the storage neans for
storing normal data, conprising variable values derived
(generated) from nmeasurenents nmade on a nunber of
persons at different voided volunes, is to be found on
page 6, lines 9 to 18 and page 8, lines 10 to 16, in
connection with figure 2.

Further, the features according to which each of said
vari able values is stored in conbination with the

voi ded bl adder vol une, whereby based on statistica
anal ysi s, accounting for the voi ded bl adder vol une, the
intra- and inter-subject variability, a classification
of healthy, borderline or diseased is added to each
vari able value resulting in a two di nensional array
(vari abl e versus volune) divided in a healthy area, a
borderline area and a di seased area, are fairly
supported by the foll ow ng passages of the description
in connection with Figure 3; page 8, lines 18 to 30;
page 9, lines 27 to 32 and page 10, line 14 to 19.

The conparison neans for plotting the conbination of
cal cul ated vari abl e val ue and correspondi ng vol une in
said two di nensional array and for determning if said
vari abl e belongs to the healthy area, the borderline
area or the diseased area, are derived from page 14,
lines 7 to 13 and page 16, lines 1 to 21.

Claim2, which refers to the maximumflow rate Q nax,
IS supported by page 6, |ine 27 and page 9,

lines 7 to 11 and 27 to 29.

Claim3 is supported by page 7, lines 1 to 11,
claim4 is supported by page 6, |ine 28;

0634.D Y A
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claim5 is supported by page 7, lines 13 to 15;
clains 6 and 7 are supported by page 7, lines 17 to 34,
claim8 is supported by page 10, lines 20 to 23.

Therefore, on formal aspects, the subject-matter of al
the clains is clear and does not extend beyond the
content of the application as filed in agreenent with
the requirements of Article 84 and 123(2) EPC.

2.2 Descri ption

The foll ow ng anendnents to the description were
accepted by the appellant during the oral proceedings
and shoul d be considered by the Exam ning Division for
t he subsequent proceedi ngs:

page 6, lines 13 to 14: read " flow variables 13 and
fl ow neasurenents from healthy reference subjects 11 "
in conformty with Figure 2.

Page 11, line 5: read "nornmalized val ues 17"

page 13, |ine 21: del ete Under the control of the

control unit 18"

page 14, line 35 read "represented by nunerals 99
and 103"

page 15, |ine 8: read "m ni mum val ue 99"

page 17, line 6: read "Figure 7"

Exam nati on of description pages 1 to 3 filed on
5 and 6 February 2002, respectively, were left aside by
the Board, since further anendnents are likely to be

0634.D Y A
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made by the first instance with respect to the
delimtation of claiml1l and in the introductory part of
the description, as a result of the substantive

exam nation

Dr awi ngs

For the sake of clarity the Board admtted to repl ace
the original draw ng sheets 1 to 14 by the draw ng
sheets 1 to 9 of the correspondi ng US patent published
under the nunber 5 377 101, and submtted by the
appel l ant on 5 February 2002, provided that the
reference sign 18 be deleted in Figures 1 and 7.

Wth respect to the drawings as filed a Figure 9 was

al so added and accepted by the Board, since this figure
was originally presented on page 5 and described in
details on page 17 of the application as filed.
Therefore, the omssion of said Figure 9 in the filing
pi eces of docunent could only originate from an obvi ous
error, that is accessible to a correction under

Rul e 88 EPC

Rem tt al

Since the refusal by the Exam ning Division was
principally based on formal deficiencies under

Articles 84 and 123(2) EPC, now renoved, and
considering that the clains have been further nodified
by the appellant, the Board considers it appropriate to
remt the case to the first instance for further
prosecution on the substantive issues, the nore since

t he appell ant has not yet commented on the
patentability of the now clai ned subject-matter vis-a-
vis the prior art as well in the statenent of grounds
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as in its subsequent witten subm ssions.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution.

The Regi strar: The Chai r man:

V. Conmmmar e W D. Wi ld
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