BESCHVWERDEKAMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN

PATENTAMI'S OFFI CE DES BREVETS

Internal distribution code:

(A [ ] Publicationin Q
(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen
(D) [ 1 No distribution
DECI SI ON

of 13 February 2002
Case Nunber: T 0750/98 - 3.3.4
Appl i cation Nunber: 90901397. 1
Publ i cati on Nunber: 0449958
| PC. A61K 39/ 095

Language of the proceedi ngs: EN

Title of invention:
Meni ngococcal class | outer-nmenbrane protein vaccine

Pat ent ee:
AVERI CAN CYANAM D COMPANY, et a

Opponent :
Aventi s Past eur

Headwor d:
CQut er - menbr ane pr ot ei n/ CYANAM D

Rel evant | egal provisions:
EPC Art. 56

Keywor d:
"I nventive step (yes)"

Deci sions cited:
G 0009/ 92

Cat chword

EPA Form 3030 10.93



9

European
Patent Office

Européaisches
Patentamt

Beschwerdekammern Boards of Appeal

Case Nunber: T 0750/98 - 3.3.4
DECI SI ON
of the Techni cal Board of Appeal 3.3.4
of 13 February 2002
Respondent : Aventi s Pasteur
(Opponent) 58 Avenue Leclerc
F-69348 Lyon Cedex 07 (FR

Represent ati ve:

Appel | ant :
(Proprietor of the patent)

Represent ati ve:

Deci si on under appeal

Conposition of the Board:

U
L. Galligani
S. C Perryman

Chai r man:
Member s:

Ayrol es, Marie-Pauline
Past eur Meri eux

Séruns & Vacci ns

58, Avenue Leclerc

F- 69007 Lyon (FR)

AVERI CAN CYANAM D COWPANY et al
One Portland Square

Portl and, M ne 04101 (USs)

Roques, Sarah Elizabeth
J.A. Kemp & Co.

14 South Square

Gray's Inn

London WCIR 5JJ (G3B)

Interlocutory decision of the Cpposition Division
of the European Patent O fice posted 11 May 1998
concer ni ng mai nt enance of European patent

No. O 449 958 in anmended form

M Ki nkel dey

Office européen
des brevets

Chambres de recours



- 1- T 0750/ 98

Summary of Facts and Submn ssions

0770.D

The appeal was | odged by the patent proprietors against
the interlocutory decision of the opposition division

i ssued on 11 May 1998 whereby the European patent

No. 0 449 958, which had been opposed by one party
under Article 100(a) to (c) EPC, was nmintained in
anmended formon the basis of the seventh auxiliary
request on file in the two versions for all designated
contracting states except Spain (non-ES states) and for
ES, this being the only request considered to neet al
the EPC requirenents.

In its decision, the opposition division indicated al so
that the opponents' request for an apportionnent of
costs in their favour was justified.

Clains 15 to 17 of the request allowed by the
opposition division for the non-ES states read as
fol | ows:

"15. An antigenic conjugate, consisting of an

ol i gopepti de contai ning an epitope of a neningococca
Class | outer-nenbrane protein, conjugated to a carrier
protein or epitope thereof, provided that the carrier
protein is not [-gal actosi dase, wherein the epitope is
selected fromthe group consisting of: QPQVTNGVQGN
PPSKSQP, QAANGGASG, YYTKDTNNNLTL, YYTKNTNNNLTL
YYTKDTNNNL, YYTKNTNNNL, HFVQQTPQSQP and HYTRQNNTDVF. "

"16. An antigenic conjugate of claim 15, wherein the
antigen carrier protein is a bacterial toxin, CRMor

epi tope thereof."

"17. A genetic fusion peptide or protein, consisting of



VI .

VII.

0770.D

- 2 - T 0750/ 98

an ol i gopepti de containing an epitope of a

nmeni ngococcal C ass | outer-nenbrane protein fused to a
carrier protein, peptide or epitope thereof, provided
that the carrier protein is not [-gal actosidase,
wherein the epitope is selected fromthe group

consi sting of: QPQVINGVQGEN, PPSKSQP, QAANGGASG
YYTKDTNNNLTL, YYTKNTNNNLTL, YYTKDTNNNL, YYTKNTNNNL,
HFVQQTPQSQP and HYTRONNTDVF. *

The opponents filed a notice of appeal, but did not pay
the appeal fee. Nor did they file a statenent of
grounds of appeal.

Wth the statenent of grounds of appeal, the appellants
Wi thdrew the first to sixth auxiliary requests and

mai ntai ned only the main request as submtted before

t he opposition division. They did not challenge the
finding of the opposition division as regards the
apportionnents of costs.

The respondents (opponents) did not reply to the
statenent of grounds of appeal.

On 9 January 2002, the board issued a conmunication
with an outline of the points to be discussed and a
provi si onal view on sone of the issues.

On 14 January 2002, the appellants filed a main request
and four auxiliary requests. On 30 January 2002, they
filed auxiliary request 1la.

Oral proceedi ngs took place on 13 February 2002.

The respondents, which had inforned the board by letter
dated 28 January 2002 of their intention not to attend
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the hearing, were not represented.

The appellants filed as a sole request a new set of
clainms for the non-ES states in replacenent of all the
previ ous requests on file.

Clainse 1 to 14 and 18 to 35 of this request for the
non-ES states as well as clainms 1 to 27 for ES were as
al |l owed by the opposition division. Clains 15 to 17 for
the non-ES states read as fol |l ows:

"15. An antigenic conjugate, conprising a carrier
protein or an epitope thereof, to which is conjugated a
fragnment of a neni ngococcal Cass 1 outer-nenbrane
protein having a nol ecul ar wei ght of 25kd or |ess
contai ning an epitope selected fromthe group

consi sting of: QPQVINGVQGEN, PPSKSQP, QAANGGASG
YYTKDTNNNLTL, YYTKNTNNNLTL, YYTKDTNNNL, YYTKNTNNNL,
HFVQOTPQSQP and HYTRONNTDVF, provided that the carrier
protein is not R-gal actosidase.”

"16. An antigenic conjugate of claim 15, wherein the
antigen carrier protein is a bacterial toxin, CRM or
epi tope thereof."

"17. A genetic fusion peptide or protein, conprising a
carrier protein, peptide or epitope thereof, to which
Is fused a fragnment of a neningococcal Class 1 outer-
menbrane protein having a nol ecul ar wei ght of 25kd or

| ess containing an epitope selected fromthe group
consi sting of: QPQVINGVQGEN, PPSKSQP, QAANGGASG
YYTKDTNNNLTL, YYTKNTNNNLTL, YYTKDTNNNL, YYTKNTNNNL,
HFVQQATPQSQP and HYTRONNTDVF, provided that the carrier
protein is not [-galactosidase."
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New pages 3a and 3b of the description adapted to the
claimrequest were also filed.

The appel |l ants requested that the decision under appea
be set aside and that the patent be maintained on the
basis of clains 1 to 35 submtted as new sol e request
for all designated Contracting States except ES at ora
proceedi ngs on 13 February 2002, Clains 1 to 27 for ES
as mai ntai ned by the opposition division and the
description and drawi ngs as nai ntai ned by the
opposition division except for pages 3a and 3b
submtted at oral proceedings on 13 February 2002 being
substituted for pages 3a and 3b referred to in the
deci sion of the opposition division.

Reasons for the Deci sion

0770.D

By not paying the appeal fee, the opponents, who had
filed a notice of appeal, did not challenge the

deci sion of the opposition division. Under Article 108
EPC their appeal is deened not to have been fil ed.

As the patent proprietors are the sole appellants, the
clains as maintai ned by the opposition division are not
subj ect of the appeal (cf G 9/92, Q) EPO 1994, 875).
Consequently, as in the sole request on file clains 1
to 14 and 18 to 35 for the non-ES states and clains 1
to 27 for ES are identical to those allowed by the
opposition division, they may not be chall enged. Thus,
the appeal is limted to the exam nation of clains 15
to 17 for the non-ES states (cf Section VIl above).

As regards the formal adm ssibility of these clains, it
is noted that their scope is narrower than that of the
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corresponding granted clains 17 to 20, independent
claim 17 and 18 thereof not being limted to conjugates
containing the specific epitopes nowrecited in the
clainms. Moreover, the feature "a fragnment of a

meni ngococcal C ass 1 outer-nenbrane protein having a
nol ecul ar wei ght of 25kd or |less" is supported by the
application as filed which explicitly refers to such a
feature on page 10, lines 11 to 15 (N. B.the
designations Class | and Class 1 are equival ent and

i nt erchangeably usable). Thus, the said clains conply
with the requirenents of Article 123(2)(3) EPC

The claimfornul ati on now adopted for clainms 15 to 17
had never been put forward before the opposition

di vi si on which was confronted either with a broader
version not limted by the feature "a fragnent of a
meni ngococcal C ass 1 outer-nenbrane protein having a
nol ecul ar wei ght of 25kd or | ess" which broader version
was rejected for |ack of inventive step having regard
to docunent (1) (Infection and Inmunity, Novenber 1987,
pages 2734 to 2740) or with a version directed to an
antigeni c conjugate or fusion protein "consisting" of
an ol i gopepti de containing one of the recited epitope
sequences, which was allowed (cf Section |I above).

The set of clains allowed by the opposition division

i ncl udes product claim6 which is directed to a
"Substantially purified fragnment of Cass | outer-
protein of Neisseria neningitidis the fragnent having a

nol ecul ar wei ght of about 25 kD or | ess and contai ni ng
conti nuos or discontinuos epitopes with bactericida
anti bodi es against N. neningitidis, wherein the

epitopes are |located in surface | oops of neningococca
Class | outer-nenbrane proteins in the area of am no
acids 24-34 and 176-187". It is noted that the epitopes
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whose specific sequence are recited in the clains at

i ssue are precisely in that area. This logically neans
that, according to the ratio decidendi of the
opposition division, a fragnent of Cass 1 outer-
protein of Neisseria neningitidis having a nol ecul ar

wei ght of about 25 kD or | ess and containing the nine
specific epitopes listed in the clains at issue
conplies with all the requirenents of the EPC, in
particular it involves an inventive step. This finding
may not be chal |l enged (cf point 2 above) in relation to
claim6, but in any case the board agrees with the
reasons stated for this finding.

6. If such a fragnent is patentable, then on the sane
reasoni ng an antigenic conjugate or a fusion protein
containing it has to be considered patentable. This is
precisely the subject-matter of the clains at issue
whi ch can therefore be all owed.

7. There are no objections to new pages 3a and 3b of the

descri ption which have been adapted to the new set of
cl ai ns.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside apart fromthe
apportionnment of costs in favour of the respondent
opponent .

2. The case is remtted to the first instance with the
order to maintain the patent on the basis requested by

0770.D Y A
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t he appel | ants.

The Regi strar: The Chai r person:

P. Crenona U. Kinkel dey
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