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Summary of facts and subm ssi ons

0146.D

The appel | ant (opponent) | odged an appeal, received on
29 July 1998 1998, against the decision of the

opposi tion division, dispatched on 2 June 1998,
rejecting the opposition against European patent

No. O 677 196 (application nunber 94 902 973.0). The
fee for appeal was paid on 29 July 1998. The st atenent
setting out the grounds of appeal was filed on

2 COctober 1998.

OQpposition had been filed against the patent as a whole
and was based on Article 100(a) EPC, in particular on
the ground that the subject-matter of the patent was
not patentable within the ternms of Articles 52(1)

and 56 EPC.

In the decision under appeal, the opposition division
hel d that the ground of opposition did not prejudice

t he mai ntenance of the patent as granted, having regard
inter alia to the follow ng docunents:

(D1) EP-A-0 356 150,

(D2) FR-A-2 555 557,

(D5) US-A-4 054 092.

Oral proceedings were held on 12 Novenber 2002.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent (patent proprietor) requested that the
appeal be dism ssed (main request) or the patent be
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mai nt ai ned on the basis of the follow ng docunents:

First auxiliary request

d ai ns:

Descri pti on:

Dr awi ngs:

1 to 9 filed during the oral proceedi ngs
on 12 Novenber 2002,

Colums 1 to 5 filed during the oral
proceedi ngs on 12 Novenber 2002,

Figures 1 to 4 of the granted patent,

Second auxiliary request

d ai ns:

Descri pti on:

Dr awi ngs:

1to 12 filed with letter of 10 October
2002 as second auxiliary request and
submtted as third auxiliary request
with letter of 24 Cctober 2002,

Colums 1 to 5 of the granted patent
with the amendnents of Pages 3, 6 filed
with letter of 10 Cctober 2002 as second
auxiliary request,

Figures 1 to 4 of the granted patent.

The respondent further requested that the foll ow ng

question be referred to Enlarged Board of Appeal:

"I'n Opposition Proceedings, if an Appeal Board intends

to reject a Patentee's subm ssion for reasons not

presented by the Opponent, is the Patentee entitled to

hear and respond to those reasons before a decision is

made?"
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V. The wording of daim1l of the respondent’'s nmain request
reads as foll ows:

" 1. A docunent validator for validating docunents of
val ue, in which a docunent (17) is carried along a
transport path, for exanple for purposes of
identification, authentication, rotation, sorting or
stacking, said validator conprising a transport system
for carrying the docunent (17) along the path, said
transport systemconprising a plurality of parall el
belts (13, 13", 14, 14') supported by pulleys (5, 5)
rotating around axes (1, 11) that are supported by two
plates (3, 4), the position of each of the axes (1, 11)
being determ ned by said plates (3, 4) at either side
of the belts (13, 14), characterized in that the
serviceability of the belts is inproved by said axes
(1, 11) being individually renovable from both plates
(3, 4) without renoving either of said plates.”

The wording of Clainms 1 and 9 of the respondent's first
auxi liary request reads as follows:

"1. A docunent validator for validating docunents of
val ue, in which a docunent (17) is carried along a
transport path, for exanple for purposes of
identification, authentication, rotation, sorting or
stacking, said validator conprising a transport system
for carrying the docunent (17) along the path, said
transport systemconprising a plurality of parall el
belts (13, 13", 14, 14') supported by pulleys (5, 5')
rotating around axes (1, 11) that are supported by two
plates (3, 4), the position of each of the axes (1, 11)
bei ng determ ned by said plates (3, 4) at either side
of the belts (13, 14), characterized in that at | east
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one of said plates (4) has a slot (19) |eading froman
edge thereof to a position at which a said axis (1, 11)
supports a said belt, said slot (19) defining a path

al ong which said axis can be guided for insertion or
renoval , such that the serviceability of the belts is

i nproved by said axes (1, 11) being individually
renovable fromboth plates (3, 4) w thout renoving
either of said plates.™

"9. A nmet hod of servicing a docunent validator
conprising a plurality of belts (13, 13'; 14, 14')
carried on axles (1, 10) defining a transport system
for carrying a docunent al ong a docunent path, said

axl es being supported by a pair of plates (3, 4) one on
ei ther side of the docunent path, at |east one of said
plates (4) having a slot (19) |eading froman edge
thereof to a position at which a said axis (1, 11)
supports a said belt, said slot (19) defining a path

al ong which said axis is guided for insertion or
renoval , conprising maintaining both plates in
alignment, and renoving only selected said axles to
selectively renmove a subset of said belts (13, 13", 14,
14') whilst |eaving another belt or belts between said
pl ates."

Clains 2 to 8 of the respondent's first auxiliary
request are dependent.

The appel |l ant subm tted that docunment D1 represented
the cl osest state of the art disclosing a docunent
val i dator according to the preanble of Claim1l of the
respondent's main request. Starting fromDl, the

techni cal problemto be solved by the present invention
consisted in providing a docunent validator that could
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easily be maintained, in particular with regard to
repl acenent of worn belts.

In order to replace a belt arranged inside the
supporting plates, only two alternatives could be

envi saged, ie renoving a plate, this solution, however,
bei ng conplicated, or renmoving the axes w thout
dismantling a plate. Caim1 concerned the second
alternative.

Since D1 showed a schematic nmounting of the axes on the
supporting plates without the details of workshop

draw ngs, the skilled person had to | ook for a suitable
nmounting for the axes. Docunents D2 or D5 showed how to
insert or renopve an axis supported by a pair of

paral l el plates without having to dismantle a plate. D2
di scl osed the provision of slots in the supporting

pl ates permtting transversal insertion or renoval,
whereas D5 showed the use of bearings allow ng axial
insertion or renoval. These solutions could be used for
t he docunent validator according to D1 which left to
the skilled person the choice of a suitable nmounting
system for the axes.

Therefore, the subject-matter of Caim1l of the
respondent’'s mai n request was not inventive having
regard to the conbination of D1 with either D2 or D5.
The sane conclusion applied to Clainms 1 and 9 of the
first auxiliary request for simlar reasons with regard
to the conbination of DI with D2.

The respondent agreed that D1 represented the cl osest
state of the art. Starting fromDl, the problemto be
sol ved was that addressed in the patent in suit
concerning how to replace the belts of a docunent
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val i dator, |ocated between a pair of supporting side

pl ates, as they becane worn or broke.

D1 neither disclosed nor gave a hint towards a sol ution
to this problem

D2 concerned a conveyor, ie a device in a technical
field far away fromthat of the present invention
There coul d be no doubt that the general technical
know edge of the skilled person in the field of
docunent validators did not extend to conveyors.
Anyhow, D2 showed rollers, which were not equivalent to
t he pulleys according to the invention, and a transport
band, which was not driven by the rollers but nerely
supported by them The rollers were supported by
menbers having a shape different fromthat of the
supporting plates of a docunent validator. Moreover
the alignnment accuracy requirenent of the conveyor
rollers could not be conpared to that of the axes of a
docunent validator. Thus, D2 was not a relevant prior
art docunent in the sense that it would not be
consulted by the skilled person in attenpting to

i nprove a docunent vali dator

D5 concerned a docunent validator, in which the belts
were placed outside the supporting plates. The
conpletely different arrangenent of the belts nmade D5
unsuitable, in view of the stated problem for
application to the docunent validator known from D1,
havi ng the belts arranged between the supporting
plates. It was denied that D5 gave any inplicit
suggestion for belt serviceability. However, to the
extent that D5 m ght be considered to teach anything
solving the problem of belt replacement, it taught to
nmount the belts outside the plates, thus rendering the
belts imediately renovable. In the context of belt
repl acenent, D5 did not disclose renovabl e axes. This
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feature was not nmentioned in the description nor
inferable fromthe drawi ngs. However, if the axes could
be renoved at all, it would be by |oosening any pulleys
carried on them and then sliding the axes axially

t hrough their nmounting hol es and pul | eys.

Therefore, the subject-matter of Claiml of the main
request was inventive over D1 taken al one. The

conmbi nation of DI with D2 was not possible in view of
the different technical fields whereas the conbination
of DL with D5 inplied hindsight. The sane reasoni ng and
conclusion applied equally to Cains 1 and 9 of the
first auxiliary request.

The question to be referred to the Enl arged Board of
Appeal was justified by the fact that the reasons
sunmari zed by the Board during the oral proceedings for
rejecting the main request had not been presented by

t he appellant or the Board either in witing or orally
at the oral proceedings.

Reasons for the decision

1

0146.D

The appeal is adm ssible.

Respondent's mai n request

It is not in dispute that docunent Dl di scl oses a
docunent validator conprising all the features of the
precharacterising portion of Claiml. In particular, D1
shows a docunent validator conprising a transport
system for carrying a docunent along a path. The
transport systemincludes a plurality of parallel belts
passi ng around pul |l eys rotating around axes that are
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supported by two plates placed at either side of the
bel t s.

Wth regard to D1, as the respondent submitted with
letter of 19 February 1999 (see point 2.4.2), the
techni cal probl em addressed by the present invention is
how to replace the belts of a docunent vali dator

| ocat ed between a pair of supporting plates, as they
becone worn or break. This definition corresponds to
the one given in the description of the patent in suit
(see colum 1, lines 27 to 35) and in Caim1l (see the
wordi ng "the serviceability of the belts is inproved"
in the characterising portion).

There is no reason to change the problemaccording to
the appellant's nore general definition since the
probl em as presented in the specification of the patent
in suit is solved and is based on a correct assessnent
of the prior art (T 813/93 (not published in the QJ
EPO), see Reasons, point 3.2).

According to the respondent, there are two known
solutions to this problem (see the above-nenti oned
letter, point 2.4.4). The first is to renobve a side
plate fromthe docunment validator in order to access
the belts, this solution being, however, conplicated.
The second consists in providing a docunent vali dator
with a single side plate.

In the appellant's opinion, another solution
i medi ately evident to the skilled person would consi st
in removing the axes.

This view is convincing. Indeed, in the context of the
particul ar geonetry of a system conprising two side
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pl ates supporting a plurality of axes on which belts
are mounted, it is inperative to renove either a side
plate or the axes interacting with a worn endl ess belt
in order to replace the belt. In this respect, it is
noted that there is no need to consider the

possi bility, going beyond the scope of the invention,
that an old endl ess belt could be cut and replaced by a
new one, the ends of which are joined together.

The question remains to be exam ned, whether the
envi saged sol ution consisting in renmoving an axis
supported by a pair of parallel plates wthout
dismantling any of the plates would be technically
vi abl e for a docunent validator.

Docunent D5, discloses a docunent validator, |ike D1,
conprising a transport systemfor carrying a docunent
along a path. The transport systemincludes a plurality
of parallel belts passing around pulleys rotating
around axes. A pair of plates support the axes by neans
of shoul dered beari ngs.

The respondent submts that D5 does not disclose
renovabl e axes. This view is not shared. Considering,
for exanple, the axis 33 on Figure 2b, the pulleys 30a
and 30b are secured on the axis by nmeans of screws.
Shoul dered bearings 34a and 34b are acconmodated in

hol es of the supporting plates 20a and 20b. The

beari ngs are prevented from axi al novenent due to the
presence of the pulleys 30a and 30b. On the other hand,
considering the axis 18, it is also possible to prevent
t he bearings 19a and 19b from axi al novenent by neans
of suitable elenments secured on the axis by screws,
next to the bearings. It is clear to the skilled person
that the said arrangenent corresponds, froma
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functional point of view, to that according to Figure 1
of the patent in suit, show ng an axi s which can be
axially renoved w thout dismantling any of the plates.

The respondent also submits that D5 | eads away fromthe
present invention because it teaches to place the belts
out side the supporting plates. This argunment is,
however, irrelevant for answering the posed question
whi ch nmerely concerns the feasibility of a technica
feature (renovabl e axes) in a docunent validator

Mor eover, as regards the belts, it is correct that they
are not between the supporting plates. However, the
repl acenent of the Orings 36 nounted on the roller 35
pl aced between the supporting plates 20a and 20b by
means of the axis 33 poses the sanme problem as

repl aci ng belts.

In view of the foregoing, the above-nentioned question
is answered in the affirmative.

Summari zing, starting fromthe docunent vali dator
according to D1 which does not disclose any particul ar
system for supporting the axes on the plates, the

skill ed person, having to solve the probl em of

repl acenent of the belts placed between the supporting
pl ates, knows that either a plate or the axes nust be
removed. These alternatives are not disclosed by D1 but
necessarily result fromthe geonetry of the arrangenent
consisting of the plates, axes and belts. If the forner
choice is disregarded as being conplicated, the skilled
person has to verify the technical feasibility of the
latter. D5 shows that, in a docunent validator, an axis
can be renoved w thout dismantling any of the plates.

The characterising portion of Claim1l of the patent as
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granted sinply recites the features that the axes are

i ndi vidually renovable fromthe plates w thout renoving
either of said plates. Since the skilled person can
arrive at this solution w thout any inventive skil
having regard to D1 and D5, it is concluded that the

cl ai med subject-matter is not patentable within the
terns of Articles 52(1) and 56 EPC.

The respondent's main request is not allowable.

3. Respondent's first auxiliary request

3.1 The appel | ant has not raised any objection against the
amendnents to the clains or the description. There is
no reason to take a different view

3.2 Caiml differs fromCaim21l of the main request in
that a particular way of renobving or inserting the axes
is clainmed. This consists in "at |east one of said
plates (4) having a slot (19) |eading froman edge
thereof to a position at which a said axis (1, 11)
supports a said belt, said slot (19) defining a path
al ong which said axis can be guided for insertion or

renoval ".

3.3 Docunent D2 concerns a conveyor, nore precisely a
device permtting the quick replacenent of the rollers
of the conveyor. It shows how to insert or renove a
roller supported by a pair of parallel plates wthout
having to dismantle a plate. In particular, it
di scl oses the provision of slots in the supporting
pl ates permtting transversal insertion or renoval.

It is, however, in dispute whether this docunent forns
part of the state of the art to be considered in the

0146.D Y A
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present case when assessing inventive step, the

appel lant taking the viewthat D2 is a relevant prior
art and the respondent considering that this docunent,
bel onging to a conpletely different technical field,
woul d not be consulted by the skilled person in
attenpting to i nprove the docunent validator known from
D1.

The question of neighbouring technical fields has been
considered in the case | aw of the boards of appeal. In
particular, attention is drawn to the follow ng general
princi pl es.

In decision T 176/84 (QJ EPO 1986, 50), the board held
that "the state of the art to be considered when

exam ning for inventive step includes, as well as that
in the specific field of the application, the state of
any relevant art in neighbouring fields and/or a
broader general field of which the specific field is
part, that is to say any field in which the sane
problemor one simlar to it arises and of which the

person skilled in the art of the specific field nust be
expected to be aware" (see Headnote, underlining
added) .

Decision T 195/84 (QJ EPO 1986, 121) confirmed this
opi nion, pointing out that "the state of the art to be
consi dered when exam ning for inventive step includes,
as well as that in the specific field of the
application, the state of any relevant art in

nei ghbouring fields and the state of the art in a
non-specific (general) field dealing with the solution
of any general technical problemwhich the application

seeks to solve in its specific field. Such solutions of
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general technical problens in non-specific (general)
fields nmust be considered to formpart of the general
techni cal know edge which a priori is to be attributed

to those skilled persons versed in any specific
technical field" (see Headnote, underlining added).

The principles laid down rely on the criteria of the
techni cal problemto be solved and the general
techni cal know edge of the skilled person.

As regards the fornmer criterion, since the problem
concerns the "serviceability of the belts" of a
docunent validator, it is denied that the skilled
person would | ook for a solution in docunent D2 which
refers to a conveyor, ie a device having a conpletely
different function and conprising a transport band
rather than belts within the neaning given to this term
by the patent in suit, the transport band being
supported by rollers which are not equivalent to the
pul | eys of a docunent validator. Moreover, the

al i gnment accuracy of the rollers cannot be conpared to
t hat of the axes of a docunent vali dator

Even t hough the probl em addressed by the patent in suit
may be defined, in nore general terns, as inproving the
mai nt enance of the transport system of the docunent

val idator, the neaning of "maintenance" is clearly
different in D2 and in the context of the invention.

| ndeed, whereas according to D2 each roller can be

repl aced wi thout having to dismantle the supporting
structure and the transport band, in the present
invention the belts nust be replaced, when they becone
worn or break.

Wth regard to the latter criterion, the Board
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consi ders that the general technical know edge of the
skilled person in the field of docunment validators does
not conprise technical details concerning conveyors.

Therefore, it is concluded that D2 is not a rel evant
state of the art document for assessing inventive step.

None of the other documents considered by the first
i nstance di scl oses a docunent validator with the above-
menti oned features (see point 3.2 above).

Wth letter of 17 Cctober 2002, the appellant received
t he amended cl ains according to the first and second
auxiliary requests submtted by the respondent with
letter of 10 Cctober 2002. Clains 5 and 15 of the first
auxiliary request as well as Clains 1 and 12 of the
second auxiliary request recited the above-nentioned
features. The appellant, however, has failed to produce
rel evant evidence, although the search report did not
cite any docunent for the application Claim®6
concerning the provision of a slot in at |least a
supporting plate.

The nechani cal conplexity of a docunent validator

whi ch includes nmany parts assenbled in a very snal
space (see, for exanple, D5), does not permt to
conclude, even on a prinma facie basis, whether the
skill ed person woul d have envisaged to transversally
renove or insert an axis by the provision of a slot in
at | east a supporting plate or whether such a solution
m ght inply di sadvantages whi ch woul d have | ed away
fromit.

For these reasons, in the absence of relevant evidence,
the subject-matter of Claim1l is considered to involve
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an inventive step. The sane applies to Caim?9.

The respondent's first auxiliary request is allowable.

Respondent's request for referral of a question to the
Enl arged Board of Appea

The respondent's question is to be seen in relation to
the main request which is not considered as all owabl e.

Pursuant to Article 113(1) EPC, the decisions of the
EPO may only be based on "grounds" or "evidence" on

whi ch the parties have had an opportunity to present
their coments. Article 113(1) EPCis to be understood
as neaning that the facts, the | egal considerations and
t he | ogi cal reasoning, which have led to a decision
nmust be given.

In the present case, the main request is refused
because of | ack of patentability in accordance with
Article 100(a) EPC (see point Il above), in particular
because the subject-matter of Claim1l does not involve
an inventive step (Articles 52(1) and 56 EPC), having
regard to the evidence relied upon by the appellant and
represented by documents D1 and D5. |In appeal

proceedi ngs, before the decision was issued, the
respondent indeed had sufficient opportunity to coment
on the said ground of opposition and evidence, both in
witing (see letters of 19 February 1999, 10 Cctober
2002 and 24 COctober 2002) and orally at the oral
proceedi ngs on 12 Novenber 2002.

As regards the | ogical reasoning, the posed question
inplies that the Board's reasons for refusing the main
request differ fromthose presented by the appellant.
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In other words, the respondent draws attention to the

i mportance of the right to be heard before an
unfavourabl e decision is issued, which is based on new
arguments.

The Board denies relying on new argunents, because the
| ogi cal reasoning contained in the present decision
with regard to the main request essentially corresponds
to that submtted by the appellant with the exception
that the technical problemto be solved has been
defined, in agreenent with the respondent, as nentioned
in the patent in suit.

4.5 For these reasons, the posed question is not referred
to the Enl arged Board of Appeal.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anmended with the
foll owi ng docunents according to the respondent’'s first
auxiliary request:

Cl ai ns: 1to 9 filed during the oral proceedi ngs
on 12 Novenber 2002,

Descri pti on: Colums 1 to 5 filed during the oral
proceedi ngs on 12 Novenber 2002,

Dr awi ngs: Figures 1 to 4 of the granted patent.

0146.D
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3. The request for referral to the Enlarged Board of
Appeal is refused.

The Regi strar: The Chai r man:

R. Schunacher G Davi es

0146.D



