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Summary of Facts and Subm ssi ons

0943.D

Eur opean application 87 101 198.7 (publication nunber
0 231 879) was refused by a first decision of the
Exam ning Division on the ground that the clained
subject-matter |acked an inventive step within the
meani ng of Article 56 EPC.

In its decision T 567/93 closing the subsequent appea
procedure the Board of Appeal, in a different
conmposition, ordered that the case be remtted to the
Exam ning Division with the order to grant a patent on
the basis of clains 1 to 10 submtted at the ora
proceedi ngs held before it, with the description and,

i f necessary, the drawi ngs to be adapted.

Following remttal of the case to the Exam ning
Di vision, the application was refused again, on the
grounds that:

- t he amendnents which the applicant requested to be
brought to the clains considered all owabl e by the
Board of Appeal were not all owable since they
coul d not be regarded as corrections of obvious
errors (see point 1 of the Reasons); and

- t he enbodi nent described on page 7, line 22 to
page 9, line 7 of the description and illustrated
in figures 4 and 11 of the drawings clearly fel
out side the scope of the clains which accordingly
were not supported by the description as a whol e,
contrary to the requirenent of Article 84 EPC (see
point 2.1 and 2.2 of the Reasons).
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The decision also pointed at several further passages
of the description which were deened to require
nodi fication (see point 2.3 of the Reasons).

The appel |l ant (applicant) | odged an appeal against this
second refusal.

In a comruni cation pursuant to Article 11(2) of the

Rul es of Procedures of the Boards of Appeal, annexed to
the summons to attend oral proceedi ngs which were
eventual |y cancelled, the Board expressed its
provi si onal, non-binding opinion that the objections
made by the Exam ning Division in the appeal ed deci sion
were justified. The Board al so pointed at a further
apparent inconsistency between a passage of the
description which suggested that nore than two coils
coul d be provided (see page 6, lines 18 to 23 of the
description as originally filed), and independent
clainms 1 and 10 which referred to an inner and an outer
coil only.

The appel |l ant now requests that a patent be granted on
the basis of the set of clains considered all owabl e by
the Board in the decision T 567/93, and of an anended
version of the description and draw ngs.

Reasons for the Deci sion

1
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The appeal is adm ssible.

The present set of clains is identical to the set
consi dered all owabl e by the earlier Board s deci sion.
Their allowability is not an issue of the present
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appeal (res judicata).

The enbodi nent which the Exam ni ng Division considered
clearly inconsistent wwth the clains was del eted from
the description and clains, and the further fornal

obj ections raised in the appeal ed deci sion were
overcone as well.

The appell ant al so deleted fromthe description the
original statenent indicating that nore than two coils
coul d be provided, as was consi dered necessary by the
present Board to establish formal correspondence

bet ween the wording of the clains and of the
description (Rule 27(1)(c) EPC).

The appellant in his letters of 24 and 27 March 2000
expressed m sgivings at accepting the deletion in view
of the scope of protection which mght be awarded to
his clainms in the future, insisting that the deletion
not be interpreted as a waiver of any such scope of
protection.

The Board in this respect remarks that the question
whet her a given coil system conprising nore than two
coils, or a nethod for providing such coil system
mght fall into the scope of protection of the present
clainms actually addresses infringenent matters. This
guestion is clearly not an issue of the present
granting procedure, nor can it be prejudiced by it,
accordi ngly.

The description was al so otherw se adapted to the
cl ai ms and suppl enented with an acknow edgenent of the
rel evant prior art, as was consi dered necessary by the



O der

For these reasons

1
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Board in the | ast point of the Reasons in the earlier
deci sion T 567/ 93.

The description and drawings in the Board' s view now

neet all the relevant requirenents of the Convention.

it is decided that:

The deci si on under appeal is set aside.

The case is remtted to the first instance with the

order to grant a patent on the basis of the follow ng

docunent s:

Cl ai ns:

Descri ption:

1to 10 filed with the letter dated
24 March 2000.

pages 1 to 5 and 7 to 12 filed with the
|l etter dated 24 March 2000 and page 6
filed wwth the letter dated 27 March
2000,

with the follow ng m nor anmendnents
as requested in the tel ephone
conversation of 28 March 2000:

in the | ast sentence of the hand-witten
passage at the bottom of page 3, the
expression "coil set" is to be changed to



Dr awi ngs:

The Regi strar:

P. Martorana
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"coil systent; and

on page 4, line 24 the expression "coil
plot of Figure 8" is to be changed to
"coil plot of Figure 7".

Sheets 1/10 to 10/10 filed with the

| etter dated 24 March 2000.

The Chai r nan:

S. Stei nbrener



