BESCHWERDEKAMMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS

I nternal distribution code:

(A [ ] Publicationin Q
(B) [X] To Chairnmen and Menbers
(O [ ] To Chairnen

DECI SI ON

of 14 Decenber 1999

Case Nunber: T 0733/98 - 3.4.3
Application Nunber: 93103502. 6
Publ i cati on Nunber: 0558093
| PC: HO1L 39/ 24

Language of the proceedi ngs: EN

Title of invention:
Met hod of produci ng superconducting wre

Appl i cant:
SUM TOVO ELECTRI C | NDUSTRI ES LI M TED

Opponent :

Headwor d:
Adm ssibility of the Appeal /SUM TOMO

Rel evant | egal provisions:
EPC Art. 108, 122, 121, 113(2)
EPC R 51(5), 51(4)

Keywor d:

"Adm ssibility (no): statenent of the grounds - no reasons”
"Restitutio - all due care (no)"

“Main and auxiliary requests in grant procedure”

Deci si ons cited:

T 0234/ 86, T 0220/83, T 0493/95, T 0213/85, J 0022/ 86,
T 0198/88, T 0182/89

EPA Form 3030 10.93



Cat chword

EPA Form 3030

| f an application is refused under Article 97 and
Rul e 51(5) EPC, on the grounds that the applicant
nei t her comuni cated his approval of the text
proposed for grant within the period according to
Rul e 51(4) EPC nor proposed amendnents within the
meani ng of Rule 51(5) EPC within this period, a
statenment setting out the grounds of appeal which
deals only with the issues of adm ssibility and
allowability of newclainms filed together with the
statenent does not neet the requirenent of
Article 108 EPC, third sentence.

The requirenment of "all due care required by the
circunstances” within the nmeaning of Article 122(1)
EPC is not net if an applicant and his professional
representative fail to realize that the procedural
way in handling main and auxiliary requests as set
out in Legal Advice 15/84, points 2.4 and 2.5, is no
| onger relevant after the anmended Rule 51 EPC had
entered into force on 1 Septenber 1987.
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Summary of Facts and Subm ssi ons

1869. D

By its communication under Rule 51 (4) EPC dated

28 August 1997, the Exam ning Division informed the
appel l ants (applicants) of the text in which it
intended to grant a European patent and requested them
to indicate, within a period of four nonths, their
approval of the text notified. They were further
infornmed that, subject to Rule 51(5) EPC, second
sentence, the European patent application would be
refused if they failed to communi cate their approva

wi thin that period.

By its decision dated 5 February 1998, the Exam ning

Di vi sion refused the European patent application in
suit (Article 97(1) EPC, Rule 51(5) EPC, first
sentence). The reasons for the decision under appeal
were as follows: "No approval was received, nor any
amendnents to the clainms, description or draw ngs
proposed, within the period stipulated. There is thus
no text to serve as a basis for the grant of a European
patent (Article 113(2) EPC), and the application does
not therefore neet the requirenents of the Convention
(Article 97(1) EPC)." The decision was acconpani ed by a
witten comuni cation of the possibilities of further
processing under Article 121 EPC or of appeal.

On 14 April 1998, the appellants filed a notice of
appeal and paid the appeal fee at the same tine. A
statenment setting out the grounds of appeal was filed
on 10 June 1998. The statenent dealt with formal and
substantive issues in relation to new clains formng
the appellant's main request and a first auxiliary
request which had been filed together with the
statenment, but did not deal with the reasons given for
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t he deci si on under appeal .

By its communi cation dated 30 March 1999, the Board
informed the appellants of its provisional opinion that
the statement setting out the grounds of appeal did not
nmeet the requirenent of Article 108 EPC, third

sent ence.

The appellants replied on 9 June 1999. Alternatively,
they requested to be re-instituted in the termfor
filing the witten statenment setting out the grounds of
appeal . The fee for re-establishnent of rights was paid
at the sane tine.

As an annex to the summons to attend oral proceedi ngs,
the Board sent a further communication to the
appel l ants on 11 Cctober 1999.

On 15 Novenber 1999, the appellants filed a statenent
in response to the annex.

On 14 Decenber 1999, oral proceedi ngs were hel d.
The appel l ants requested that the decision under appeal
be set aside and that a patent be granted on the basis

of the follow ng docunents:

(a) dains 1 to 16 filed on 10 June 1998 as main
request,

(b) dains 1 to 16 filed on 10 June 1998 as auxiliary
request .

They al so applied for re-establishnment of rights under
Article 122 EPC,
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In their witten subm ssions and during oral
proceedi ngs the appellants argued in essence as
fol | ows:

According to the comuni cation under Rule 51(4) EPC,
the Exam ning Division intended to grant a European
patent with claim1 (auxiliary request) of 14 May 1997,
according to which a "nolten m xture" was supplied

i nside of the pipe, whereas the appellants wanted the
grant of a patent on the basis of claim1l of the main
request, where the mxture was not stated to be
"nmolten", as had already been discussed previously with
t he Exam ning Division. Thus, the appellants preferred
to wait for the issuance of a rejection in order to
file an appeal .

Thi s handling had been in agreenment with the Legal
Advi ce No. 15/84 of the EPO concerning main and
auxiliary requests (Q EPO 1984, 491). This Lega

Advi ce had al so been cited in the paper by Al exander
Wtte: "Hilfsantrage i mdeutschen und europai schen
Patenterteilungs- und Beschwerdeverfahren", published
in "Mtteilungen der deutschen Patentanwalte" 1997,
Heft 9/10/97, pages 293/ 294.

The Legal Advice No. 15/84 had still been in force on
29 August 1997, when the conmmuni cati on under Rule 51(4)
EPC dated 28 August 1997 was received by the
appel l ants. The Legal Advice No. 15/98 (QJ EPO 1998,
113) was published after the conmunication had been

i ssued and the termfor a response had expired on

7 January 1998.
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The termfor filing the statenent setting out the
grounds of appeal expired on 15 June 1998. The date of
t he renoval of the cause of non-conpliance with the
time limt had been 9 April 1999, i.e. when the
appel l ants recei ved the comuni cati on of the Board
dated 30 March 1999. The termfor filing a request for
re-establishment of rights thus expired on 9 June 1999.

Even if the anmendnment of Rule 51 EPC entered into force
on 1 Septenber 1987, this anendnent was silent about
the handling of cases with main and auxiliary requests.

In decision T 234/86 (QJ EPO 1989, 79) the conpetent
Board pointed out that the EPC did not clearly |ay down
t he procedure to be followed in dealing with main and
auxiliary requests.

The appellants did not want further processing of the
present European patent application after its refusal
but wanted to get a decision of the Board in a question
whi ch was several tinmes and in detail discussed with

t he Exam ning Division. They did not request further
processi ng of the present application since it was not
to be expected that said further processing would have
led to another result than the refusal of the
appl i cation.

The request for further processing of the present

Eur opean patent application with the consequent refusal
of the patent application would not have been in
agreenent with the Legal Advice No. 15/84 concerning
mai n and auxiliary requests in proceedi ngs before the
EPO for the grant of a European patent, which was still
in force in Septenber 1997. Also such a course of
action woul d have been unnecessarily conplicated and
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expensive since the right to get a decision of the
Board woul d be granted only after a further processing
of the application.

The appel | ants' proposed direct way of getting a
deci sion of the Board was conparable with the EPO s
est abl i shed practice of delivering appeal abl e
interlocutory decisions under Article 106(3) EPC to
mai ntai n a patent as anended.

The Legal Advice No. 15/98 dealt under item 1.5b with
the refusal of an applicant to agree to the version
conmuni cated and with his naintaining one of the
precedi ng requests. Before its publication, the
procedural way in handling main and auxiliary requests
in the exam nation proceedi ngs had not been | aid down,
and the procedural steps prescribed in this Legal

Advi ce and in the "Quidelines for Exam nation" of July
1999 were neither in force nor known when the

conmmuni cation under Article 51(4) EPC for the European
patent application in suit was issued on 28 August
1997.

Reasons for the Decision

Adm ssibility

1869. D

According to established case | aw of the boards of
appeal, the grounds of appeal should specify the |egal
and factual reasons on which the case for setting aside
t he deci sion under appeal is based (cf. T 220/83 [QJ
EPO 1986, 249], point 4 of the reasons). The argunents
nmust be clearly and concisely presented to enable the
conpetent Board to understand i nmmedi ately why the
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deci si on under appeal is alleged to be incorrect, and
on what facts the appellant bases his arguments (cf.

T 493/ 95 of 22 Cctober 1996). Fromthis it follows
that, in order to be sufficient for the admssibility
of an appeal, a statenent setting out the grounds of
appeal nust deal with the reasons given for the
deci si on under appeal (cf. T 213/85 [QJ EPO 1987
482]). There are sone exceptions to these principles
(cf. "Case Law of the Boards of Appeal of the European
Patent O fice", 3rd edition 1998, Chapter VII, D, 7.5.2
to 7.5.5) which, however, do not apply to the present
case.

The statenent setting out the grounds of appeal does
not deal with the reasons given for the decision under
appeal (cf. point Il above). Rather, the statenent
deals only with the issues of adm ssibility and

al lowability of new clains according to the appellant's
requests, which were filed together with the statenent.
Consequently, the statenment does not neet the

requi renent of Article 108 EPC, third sentence.

Re- est abl i shnent of rights

For the question of re-establishnment of rights, the
omtted act was the filing of a statenent of the
grounds of appeal within the time limt meeting the
requi renent of Article 108 EPC, third sentence.

The representative was inforned in the conmunication of
t he Board dated 30 March 1999 that the statenent
setting out the grounds of appeal filed on 10 June 1998
di d not appear to neet the requirenent of Article 108
EPC, third sentence. The application for re-
establishment of rights was filed on 9 June 1999, i.e.
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exactly two nonths after the above-nentioned

communi cati on was deened to have been received and | ess
than one year after the tinme limt for filing the
statenent of the grounds of appeal expired. Thus, the
application for re-establishnment of rights is filed
within the time-limts specified in Article 122(2) EPC.

Setting aside the question whether the response filed
with the application for re-establishnent of rights can
be regarded as a conpletion of the omtted act as

requi red under Article 122(2), second sentence EPC and,
consequently, whether the application for the re-
establishment of rights is adm ssible, the Board finds,
for the reasons which follow, that the requirenent of
"all due care required by the circunmstances” under
Article 122(1) EPCis not net, and therefore the
application for re-establishnment of rights has to be
refused:

The application for re-establishnment of rights is in
essence based on the argunent that the representative
of the appellants handl ed the present case in good
faith in accordance with the Legal Advice No. 15/ 84,
poi nt 2, concerning main and auxiliary requests in the
procedure before the Exam ning D vision.

The Legal Advice No. 15/84, point 2.6, refers to

Rule 51(4) EPC in its previous version, hereinafter
Rul e 51(4) EPC (previous version), which was in force
until 31 August 1987. Rule 51(4) EPC (previous version)
provi ded: "Before the Exam ning Division decides to
grant the European patent, it shall informthe
applicant of the text in which it intends to grant it,
and shall request to pay within three nonths the fees
for [...... ]. If the applicant has conmmunicated his
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di sapproval of the patent being granted on the basis of
this text within that period, the conmmunication of the
Exam ning Division shall be deenmed not to have been
made, and the exam nation shall be resuned."”

The Legal Advice No. 15/84, points 2.4 and 2.5, is
concerned with the situation when the Exam ning
Division inforns the applicant under Rule 51(4) EPC
(previous version), first sentence, that a European
patent may be granted in respect of a text according to
an auxiliary request, but not in respect of a text
according to a main request, and the applicant
neverthel ess deci des to safeguard his rights by
pursuing the text according to the main request,

al t hough he has been notified by the Exam ning D vision
of the grounds for refusal of the main request (cf.
Legal Advice No. 15/84, point 2.2). Frompoints 2.4 and
2.5 it follows that "in the event that the applicant
neither submts a new text nor agrees to the version
proposed by the Exam ning Division, the application
will be refused inits entirety and the decision is

t hen open to appeal”, and that the decision to refuse

t he application "does not conme as a surprise to the
applicant in that he will have been notified beforehand
of the grounds for such a decision (Article 113(1)
EPC)". In the Board's judgenent, this statement has to
be interpreted as follows: |If the applicant neither
submits a new text nor agrees to the version proposed
by the Examning Division within the tinme [imt of

t hree nonths under Rule 51(4) EPC (previous version),
first sentence, the application according to the nmain
request will be refused under Article 97(1) EPC. Thus,
in the absence of a conmuni cated approval or

di sapproval by the applicant, it was apparently assuned
that the applicant's intention was to request the grant
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of a European patent on the basis of the text in
accordance with the main request and that the provision
of the second sentence of Rule 51(4) EPC (previous
version) was brought into effect.

However, in decision J 22/86 of the Legal Board of
Appeal (QJ EPO 1987, 280) it is held that a

conmuni cation of disapproval by an applicant pursuant
to Rule 51(4) EPC (previous version), second sentence,
nmust be an express conmuni cation of disapproval and
that, consequently, silence and inactivity do not
constitute communi cation of the applicant's di sapproval
of the text, such as to bring the second sentence of
Rul e 51(4) EPC (previous version) into effect (cf.
point 6 of the reasons).

As a consequence of decision J 22/86, Rule 51 EPC
(previous version) was anmended by the decision of the
Adm ni strative Council of 5 June 1987 (published in QJ
EPO 1987, 276), which entered into force on 1 Septenber
1987. Part C, Chapter VI, 15 of the "Cuidelines for
Exami nation in the European Patent O fice" (Cuidelines)
relating to Rule 51 EPC was anended accordingly, and

t he anmended text of Part C, Chapter VI, 15 of the

Qui delines was reproduced in the "Notice fromthe EPO
dated 24 June 1987 concerni ng anendnment of the

Qui delines for Exam nation in the European Patent
Ofice" (published in Q0 EPO 1987, 329). Mdreover, in
the "I nformation concerning anmendnent [to] the

Qui delines for Exami nation in the European Patent
Ofice (Part C" (published in QJ EPO 1987, 387), the
amendnent to the Guidelines relating to Rule 51 EPC was
di scussed in detail.

In the present case, Rule 51 EPC as anended by the
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decision of the Adm nistrative Council of 5 June 1987
(cf. point 5.5 supra) applies, and the anmended text of
Part C, Chapter VI, 15 of the Cuidelines, reproduced in
the Notice fromthe EPO dated 24 June 1987 (cf. point
5.5 supra), has to be taken into consideration.

Al t hough the Guidelines have been revised several tines
since 1987, the text of Part C, Chapter VI, 15.1 and
15. 4 remai ned essentially unchanged. In Part C,

Chapter VI, 15.1, all possible reactions of the
applicant after receipt of the comunicati on under

Rul e 51(4) EPC and their |egal consequences are dealt
with.

Rul e 51(4) EPC provides that, before taking the
decision to grant the European patent, the Exam ning
Division "shall informthe applicant of the text in
which it intends to grant it and shall request himto
indicate, within a period to be set by it [....], his
approval of the text notified". Subject to Rule 51(5)
EPC, second sentence, the European patent application
shall then be refused pursuant to Rule 51(5) EPC, first
sentence, if the applicant fails to conmunicate his
approval within that period. The sane applies if within
that period he expressly states that he does not
approve the text but fails to suggest any anendnents,
since no text on the basis of which the patent can be
granted then exists (cf. Part C, Chapter VI, 15.1.1 of
the Guidelines). In both cases, the European patent
application shall be refused under Article 97(1) EPC
because it does not neet the requirenent of

Article 113(2) EPC. However, this | egal consequence
shall be retracted if the applicant, in accordance with
Part C, Chapter VI, 15.4 of the Cuidelines, requests
further processing under Article 121 EPC, which inplies
inter alia that the omtted act, i.e. either the
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express approval of the text notified or the proposal
of amendnents to that text, is conpleted within two
nont hs of the date on which the decision to refuse the
Eur opean patent application was notified (cf.

Article 121(2) EPC). The request is allowabl e because
t he European patent application is refused follow ng
failure to reply within a tinme limt set by the EPO
under Rule 51(4) EPC (cf. Article 121(1) EPC)

Because further processing of the European patent
application under Article 121 EPC can be requested by
the applicant in case of failure to reply within the
period under Rule 51(4) EPC and the ensuing refusal of
the application, it clearly follows that the applicant
i s supposed to nmake an express statenent to the effect
that he either approves the text notified or proposes
amendnents to it within that period. Concerning the
procedural situation where the Exam ning Division
informs the applicant under Rule 51(4) EPC that a

Eur opean patent may be granted in respect of a text
according to an auxiliary request, but not in respect
of a text according to a main request, the applicant
can therefore not be assuned to request the grant of a
Eur opean patent on the basis of the text in accordance
with the main request when he fails to reply within the
period set by the Exam ning Division under Rule 51(4)
EPC, as had been the case before Rule 51 EPC (previous
version) was revised (cf. point 5.3 supra). As a matter
of fact, the applicant may just as well have failed to
communi cate his approval of the text notified under
Rul e 51(4) EPC in tine. Fromthe above it follows
therefore that the procedural way in handling main and
auxiliary requests as set out in the Legal Advice

No. 15/84, points 2.4 and 2.5 (cf. point 5.3 supra),
was clearly no |onger relevant after the revision of
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Rul e 51 EPC (previous version).

The paper by Al exander Wtte (cf. point X supra) is not
rel evant either because, notw thstanding the fact that
it was published in 1997, i.e. ten years after the
anended Rule 51(4) EPC had entered into force, it stil
refers on page 293, right-hand colum, paragraph 6, to
the period of three nonth as provided in Rule 51(4) EPC
(previous version).

In decision T 234/86, it was consi dered whet her an
Qpposition Division can, wthout infringing

Articles 102(3) and 113(2) EPC and Rule 58 EPC, decide
to maintain a European patent on the basis of a

subordi nate auxiliary request by the patent proprietor
if the latter pursues a main request plus non-allowable
auxi liary requests which precede one which is

al l omabl e. This decision is thus not concerned with the
exam nation procedure under Rule 51 EPC. Since the
opposition procedure is an independent and separate
procedure follow ng the grant procedure (cf. decision

T 198/ 88; QJ EPO 1991, 254), and not designed to be an
extensi on of the exam nation procedure (cf. decision

T 182/89; QJ EPO 1991, 391), decision T 234/86 is to be
di sregar ded.

From t he comuni cation by the Exam ning Division dated
28 August 1997 (cf. point | supra), it was clearly
derivable that (i) the appellants were requested to
state their approval of the text specified within four
nont hs of the notification, and that (ii) the European
pat ent application would be refused if they neither
approved the text notified, nor proposed anmendnents to
that text, within said period. Furthernore, fromthe
reasons given for the decision under appeal (cf.
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point Il supra), it also clearly followed that the
Eur opean patent application was refused because there
was no text to serve as a basis for the grant of a
Eur opean patent pursuant to Article 113(2) EPC. The
deci si on was noreover acconpanied by a witten
comuni cation of the possibilities of further
processi ng of the European patent application under
Article 121 EPC and of appeal (cf. point Il supra).

Further processing of a European patent application
under Article 121 EPC and appeals are two distinct
| egal renedies which serve different purposes:

In case of failure to indicate approval of the text or
to propose anendnments within the period set by the
Exam ni ng Division under Rule 51(4) EPC, and the
ensui ng refusal of the European patent application, the
refusal will be retracted if the applicant requests
further processing of the European patent application.
The failure, which by the way is not contested by the
applicant, may quickly and easily be overcone, in
effect by the paynent of a small fee, and prosecution
of the European patent application can be conti nued
before the Exami ning Division, wthout even any need to
explain or justify the failure.

By way of contrast, the right to | odge an appeal is
confined to a party adversely affected by the decision
under appeal (Article 107 EPC). Therefore, apart from
sone exceptions (cf. "Case Law' of the Boards of Appeal
of the European Patent Ofice, 3rd edition 1998,

Chapter VII, D, 7.5.2 to 7.5.5) which do not apply to
the present case, an applicant who | odges an appeal
must, in his statenent setting out the grounds of

appeal (Article 108, third sentence EPC), deal with the
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reasons given for the decision under appeal and

i ndi cate why the decision is alleged to be incorrect.
Consequently, the appeal procedure is not, and may not
be considered, a kind of further processing of the

Eur opean patent application before the second instance.

5.13 Fromthe foregoing it follows that the appellants and
their representative should have realised that:

(1) t he procedural way in handling main and
auxiliary requests as set out in the Legal
Advi ce No. 15/84, points 2.4 and 2.5, was no
| onger relevant after the anended Rule 51 EPC
had entered into force on 1 Septenber 1987;

(i) t he European patent application in suit was
refused on the grounds that there was no text to
serve as a basis for the grant of a European
patent pursuant to Article 113(2) EPC, and

(tii) it had to be indicated in the statenment setting
out the grounds of appeal (Article 108 EPC,
third sentence) why the conclusion of the
Exam ning Division that there had been no text
to serve as a basis for the grant of a European
patent was not correct.

Consequently, if the appellants and their
representative had taken all due care required by the
ci rcunstances within the neaning of Article 122(1) EPC,
t hey woul d have perfectly been able to observe the tine
l[imt of four nonths for filing a statenent setting out
t he grounds of appeal which would have net the

requi renent of Article 108 EPC, third sentence.

1869. D Y A
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6. Since the requirenment of "all due care required by the
circunstances” under Article 122(1) EPC is not nmet in
the present case, the application for re-establishnment
of rights has to be refused.

7. Concl usi on
Since the re-establishnment of rights is to be refused,
t he appeal has to be rejected as inadm ssible, pursuant

to Rule 65(1) EPC.

Or der

For these reasons it is decided that:

1. The application of re-establishnent of rights is
refused.

2. The appeal is rejected as inadm ssible.

The Regi strar: The Chai r man:

D. Spigarelli R Shukl a
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