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Summary of Facts and Submn ssions

2950.D

The opponent and sol e appellant filed this appea
agai nst the interlocutory decision of the opposition
di vi si on mai ntai ni ng European patent No. 373 970 in
anended form according to the patentee's first

auxi liary request.

The statenment of grounds of appeal, inter alia, set out
that the decision under appeal was based on an

i ncorrect construction of the terns of claim1 and that
one of the features which played an essential role in
the reasoning for acknow edgi ng an i nventive step
(storing of past data and projected use data in a user
data base) was not disclosed in the application as
filed.

The respondent's reply to the statenent of grounds of
appeal enphasized that the decision under appea

consi dered the special technical features for carrying
the idea into effect to be inventive, in particular the
transm ssion of past and projected usage data under
automatic control of, or pronpting by, the central data
station.

In a communi cation sent with the summons to ora
proceedi ngs in accordance with Article 11(2) RPBA, the
Board observed that the feature of storing projected
usage data in a user data base did not seemto be

di sclosed in the application as filed and that the
storage and transm ssion of projected usage data under
automatic control of the central data station seened to
be of great inportance in the assessnent of inventive
st ep.
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proceedi ngs were held before the Board on

6 Novenber 2001.

(i)

(i)

(iii)

At the beginning of the oral proceedings the
respondent observed that the rapporteur of the
Board had participated in the opposition
proceedi ngs | eading to the decision under appeal
in that he had signed, as a chairman, the
sunmons to the oral proceedi ngs before the
opposi tion division. The acconpanyi ng

comuni cati on had expressed the provisional

opi nion that the patent could not be maintained
as granted and that the dependent clains did not
appear to contain inventive matter.

The chairman of the Board pointed out that the
rapporteur had not participated in the decision
under appeal (Article 24(1) EPC), which

mai nt ai ned the patent in a form anended after

t he sunmons had been issued and which was now
appeal ed by the opponent. The general remark on
dependent clains in the provisional opinion of
the opposition division referred to above did
not appear to indicate that the rapporteur could
be suspected of partiality (Article 24(3) EPQC
nor did the rapporteur consider that he should
not take part in this appeal (Article 24(2)

EPC). Al though, for these reasons, there was no
| egal obligation to exclude the rapporteur
pursuant to Article 24(1) EPC, the chairman
observed that the Board would normally have
chosen a different conposition and expl ai ned why
this was not done in this case.

The respondent declared that his observation was
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in any case not intended to be a forma
obj ection under Article 24 EPC and did not
pursue this point further.

(iv) In the debate on the allowability under
Article 123(2) EPC of claim 1 as nmaintai ned by
t he deci si on under appeal, the parties
attention was drawn to the principles governing
the allowability of requests to file anmendnents
in view of the prohibition of reformatio in
pei us devel oped by decision G 1/99 of the
Enl arged Board of Appeal (QJ EPO 2001, 381). The
respondent filed a new set of clains 1 to 6 and
a replacenment page 2 with an insert to colum 1.
The appellant did not object to the allowability
of these anmendnents, neither in view of the
principles set out in G 1/99 nor as regards the
provisions of Article 123(2) and (3) EPC.

Caimlis now wrded as foll ows:

"Apparatus for providing a billing plan, that is a
paynment schedul e for a custonmer based upon the
custoner's needs and financial situation, and possibly
i ncludi ng a conbination of sale, rental and click
charges or service fees, resetting fees and sal es,
conpri si ng:

a central data station (18),

a plurality of user stations (10, 12, 14) each having:

a user data base storing usage data including past
dat a;
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means for accessing the central data station to request
a billing plan;

a comuni cation |ink connecting each user station to
the central station

the central data station (18) having:

a data base of usage information and billing data;

means responsive to a user station request for a
billing plan to access the data base of the user
station to cause the user station to transmt said
usage data fromits database to the central data
station and to access user input data on projected
usage and to transmt the projected usage data to the
central data station

nmeans for anal yzing the usage data and proj ected usage
data of the user station to establish past and

proj ect ed usage patterns;

nmeans (46) responsive to the usage patterns of the user
to calculate billing data,;

means for transmtting the billing data via said
communication link to the user station; and

the billing data including a billing plan based on the
usage patterns."

Clainms 2 to 6 are dependent on claim 1.

The appel | ant (opponent) requested that the decision
under appeal be set aside and that the European patent
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No. 373 970 be revoked.

The respondent (patentee) requested that the decision
under appeal be set aside and the patent be naintai ned
in amended formin the foll ow ng version:

- clains 1 to 6 filed in the oral proceedings

- description, page 2 with insert to colum 1 filed
in the oral proceedi ngs

- ot herwi se in the form approved by the opposition
di vi si on.

The appel |l ant argued essentially as follows:

US- A-4713761 (docunent D1) disclosed an apparatus
conprising all the technical neans, in particular a
communi cation |ink between a central data station and a
plurality of user stations, for transmtting usage data
and for providing a billing plan based on the usage
patterns. This apparatus had a "rate shoppi ng" function
(D1, columm 10, lines 26 to 33) which would be
initiated by a user station. A "hypothetical shipnent”
woul d then be rated by the central data station
"W t hout however accounting for or paying the costs
determ ned". The central data station, responsive to a
user station request, would return the costs "including
any di scounts" to the user station for conparison with
the costs of other carriers. Fromthe definition of the
term"rates" given in DL (colum 1, lines 21 to 27), it
was clear to the person skilled in the art that the
rate shoppi ng function contenpl ated the transm ssion of
a billing plan which contained a paynent schedul e based
on the custoner's needs including rebates and credits
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"agai nst future services" (D1, colum 5, lines 50 to
56). In the context of business transactions of this
kind, it was usual to take past and future usage
patterns of a potential custoner into account when
determ ning reductions in standard costs. D1

(colum 11, lines 63 to 68) explicitly disclosed, as an
exanpl e, special rates for off hour shipnents in a tine
dependent rate schedul e. An operator at the user
station would thus have to input projected usage data
(as inplied by the term "hypothetical shipnent") and
access its usage data base where past data were al ready
stored. The rate shopping function required that the
usage data were transmtted to, and anal ysed by, the
central data station before costs and di scounts coul d
be returned to the user station.

The fact that D1 did not explicitly nention how usage
data were accessed and which usage data were
transmtted to the central data station could not
justify the presence of an inventive step. The
apparatus of D1 had the technical neans for accessing
the user data base, eg as disclosed in the context of
the rate change acknow edgenent (D1, column 6, |ines 10
to 19) and the considerations involved in calculating a
billing plan which was based on usage patterns were
obvi ous in business transactions. Mreover, claim1 of
the contested patent did not specify either that the
usage data and a billing plan were automatically
transmtted by the apparatus. The specification of the
opposed patent (colum 8, lines 13 to 15 and Fi gures 4A
and 4B) made clear that the user and a data centre

sal es representative interactively accessed a system
data base. Past data and projected usage data were
obtai ned in separate and consecutive steps, the forner
t hrough accessing the user station data base and the
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| atter by accessing the user input.

X The respondent (proprietor) argued essentially as
fol | ows:

The user stations of the apparatus disclosed in D1 did
not permanently store usage data in a user data base.
The data were stored in the central data station (D1,
colum 3, line 66 to colum 4, line 3). The centra
data station thus could not automatically access the
data base of a |local user station and cause the user
station to transmt usage data. Carrying out the rate
shoppi ng function in accordance with the teaching of
D1, an operator of a user station would input and
transmt the data required for a particular shipnent.
These data woul d not be anal ysed at the central data
station to establish past and projected usage patterns.
Various other reasons for giving rebates and credits

m ght be taken into account for setting up the terns of
a quotation based on the data as transmitted. D1
(colum 9, line 63 to colum 10, line 1; colum 10,
lines 45 to 51) enphasi zed paynent before any shi pnent
was made. The hypot hetical shipnment referred to in D1
(colum 10, lines 26 to 33) thus did not constitute a
paynment schedul e based on the custoner's needs and
financial situation, but an offer for a particul ar
transacti on made for conparison with the costs of other
carriers to find out the nost econom cal way of

shi pping. Therefore, D1 did not suggest a central data
station causing an automatic flow of usage data from
the user station to the central data station. Nor did
it suggest a central data station conprising neans

whi ch, responsive to a user station request and under
automatic control, or pronpting by, the central data
station, could anal yse the usage data, predict the

2950.D Y A
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custonmer's future behaviour, and transmt a billing
plan as specified in claim1l of the opposed patent.

Reasons for the Decision

1

2.1

2.2

2950.D

The appeal is adm ssible.

Anmendnent s

The deci si on under appeal found that the patent as
anended according to the first auxiliary request net
the requirenents of the Convention. Cdaim1l in this
version specified user stations each having "a user
data base storing usage data including past data and
proj ected use data". The phrase "and projected use
data" has been deleted fromthis part of Claim1l and
repl aced by additional features of the central data
station specifying that it had neans to access the data
base of the user station "and to access user input data
on projected usage and to transmt the projected usage
data to the central data station” and that it had neans
for anal ysing the usage data "and projected usage
data". These added features are disclosed in the
application as filed (clains 1, 2 and claim 12, feature
(d); page 17, line 17 to page 18, line 4; page 19,
lines 8 to 14; Figures 4A and 4B) and simlarly in
clains 1 and 2 as well as in correspondi ng passages of

t he opposed patent (colum 8, lines 40 to 55; colum 9,
lines 32 to 39; Figures 4A and 4B).

The opponent and sol e appellant did not object to the
filing of these anendnents to the opposed patent (see
point V, (iv) supra). The Board considers that these
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anmendnents arise fromthe appeal and are appropriate
and necessary because the deleted feature had been
objected to as an i nadm ssi bl e anendnent. The
principles of prohibition of reformatio in peius

devel oped by the Enl arged Board of Appeal in G 1/99
(supra), and in previous decisions referred to therein,
concern the question whether a contested decision may
be anended "to the appellant's di sadvantage", in
particul ar "put the opponent and sole appellant in a
worse situation than if it had not appeal ed" (see

G 1/99, point 3.1 and Oder). Since the respondent has
not objected to the deletion of the above feature
(volenti non fit injuria), the Board need not exam ne
of its own notion whether other amendnents in the
nmeani ng of the Order of G 1/99 were possible or not, as
| ong as the anendnents are within the limts of
Article 123(3) EPC. Since the deleted feature "and
proj ected use data" was not present in claim1l as
granted, but was introduced in the opposition

proceedi ngs, the protection conferred by the clains of
t he amended patent has not been extended.

The appel lant did not raise any objection to the
anmendnents made during the appeal proceedings, or to
t hose anmendnents nade in the opposition proceedi ngs
whi ch have been retained in the present claim1l. The
Board is satisfied that they do not infringe

Article 123(2) and (3) EPC. The sane applies to the
anmendnents of dependent clains 2 to 6 and the

descri ption, which have been adapted to the present
claim 1.

I nventive step

Novelty of the subject-matter of claim 1l has not been
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contested. It is common ground that Dl represents the
cl osest prior art.

D1 (Figures 3 to 6) discloses apparatus conprising a
central data station (data processing center 30), a
plurality of user stations (shippers 10) and a

comruni cation link (35) connecting each user station to
the central data station (Figures 3 and 4). The centra
data station has a data base of usage information and
billing data (D1, colum 7, lines 48 to 59; colum 9,
lines 46 to 63; Figure 6). Each user station (10) has a
user data base storing usage data including past data
(D1, colum 5, lines 8 to 23; Figure 4) and neans for
accessing the central data station to request the costs
for a hypothetical shipnent. Wien the "rate shoppi ng
function"” is used, a quotation which may include

di scounts woul d have to be transmtted via the

communi cation link to the user station, although D1
does not give any details as to how, or when, this is
done. Such di scounts may take the form of imredi ate
reductions in standard costs or issuance of credits or
rebates froma seller (carrier) to a buyer (shipper),
eg an all owance nade by a carrier to a shipper against

future services (D1, colum 1, lines 21 to 30;
colum 5, lines 50 to 56; columm 9, lines 46 to 53;
colum 10, lines 26 to 33). However, the rate shopping

function contenplated in DL as a beneficial use of the
exi sting shipnment rating function would nmerely return
the costs for an individual "hypothetical™ shipnent in
accordance with the applicable rates for a particular
shi pper (user station). The rates nmay be different for
di fferent shippers, or m ght change at predeterm ned
times (D1, colum 8, line 66 to colum 9, line 1;
colum 11, lines 63 to 68).
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The subject-matter of claim1l of the opposed patent
differs fromthis prior art in that the central data
station has "neans responsive to a user station request
for a billing plan to access the data base of the user
station to cause the user station to transmt said
usage data fromits database to the central data
station and to access user input data on projected
usage and to transmt the projected usage data to the
central data station", neans for anal ysing the usage
data to establish past and projected usage patterns,
and neans for calculating and transmtting billing data
including a billing plan, as specified in claim1.

The probl em sol ved by the apparatus of claim1 may be
seen as inproving the known systemregarding the
automati on of information processing between a
plurality of user stations and the central data station
(patent specification, columm 3, lines 28 to 31,

colum 10, lines 20 to 37).

The general reference in D1 (colum 10, lines 26 to 33)
to a rate shopping function m ght suggest to a skilled
person a certain automation of, for exanple,

di stingui shing an incom ng "hypothetical shipnment” from
a real transaction (which will be accounted for). A
guot ati on m ght al so i nclude conventional terns and
condi tions, such as costs, discounts, rebates and terns
of paynent, fixed in accordance with custonmer specific
rates which are stored, at the central data station, in
the data base for usage information and billing data.
However, the central data station would only transmt a
quot ation which is determ ned by data which are input
and transmtted by the user operator and by the rates
stored at the central data station
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Therefore, Dl does not suggest the central data station
coul d access the user data base ("responsive to a user
station request"”) and "cause" the user station to
access and transmt usage data, for anal ysing and
establ i shing usage patterns on which the transmtted
billing plan will be based. Thus, in accordance with
the teaching of the opposed patent, the central data

station is capable of controlling a billing plan
session which is triggered by a user station request
for a billing plan and (normally) ends with the
transm ssion of a billing plan, ie a paynent schedul e

for a custoner based upon the custoner's needs and
financial situation (cf first part of claim1). The
nmeans for anal ysing past and projected usage data and
the nmeans for calculating billing data, under contro
of the central data station, enable the central data
station to automatically and flexibly respond to a user
station request. For exanple, in the enbodi nent
described in the opposed patent (columm 8, lines 13 to
15; colum 9, lines 7 to 9; colum 10, lines 20 to 37;
Fi gures 4A and 4B), control is exercised by the centra
data station in that a user may be |ed through various
menu sel ections for the purpose of recal culating a

billing plan based upon user input requirenents and, in
this context, the user and a data centre representative
interactively access a conprehensive billing system
dat a base.

Therefore, in the judgenent of the Board, having regard
to the state of the art cited by the appellant, the
subject-matter of claiml1l as well as that of the
dependent clains 2 to 6 is not obvious to a person
skilled in the art and shall be considered as invol ving
an inventive step (Article 56 EPC).
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No ot her objections having been raised, the Board
considers that the anended patent and the invention to
which it relates neet the requirenents of the
Convention (Article 102(3) EPC).

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to nmaintain the patent in amended formin the
foll ow ng version
- claims 1 to 6 filed in the oral proceedings;

- description, page 2 with insert to colum 1, filed
in the oral proceedings;
- otherwi se in the form approved by the opposition
di vi si on.
The Regi strar: The Chai r man:
M Hor nel | W J. L. Weeler
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