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Summary of Facts and Subm ssi ons

1518.D

The appeal |ies against the decision of the Opposition
Division to revoke European Patent 0 532 646, posted on
7 May 1998. The Notice of Appeal was filed on behal f of
t he appellant (proprietor of the patent) by its

previ ous representative on 7 July 1998, and the appeal
fee was paid on the sane date. The Statenent of G ounds
of Appeal was filed by letter dated 17 Septenber 1998
fromthe previous representative received by the EPO as
a facsimle at 1:44 (Central European Tine) in the
nmor ni ng of Thursday 18 Septenber 1998.

The opposition was based on the grounds that the

cl ai med subject-matter of the patent in suit |acked
novelty and did not involve an inventive step as
indicated in Article 100(a) EPC, |acked sufficiency

wi thin the neaning of Article 100(b) EPC, and extended
beyond the content of the application as filed

Article 100(c) EPC. It was supported by several
docunent s i ncl udi ng:

(1) Zeolite Chem stry and Catal ysis, American Chem cal
Soci ety, Washington DC (1976), Chapter 8,

pages 437-528, and

(10) EP-A-0 370 553.
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Claim1l of the patent in suit as granted read as
foll ows:

"A process for conversion of an n-olefin of 3 to 9
carbon atons to another unsaturated conpound conpri sing
contacting the olefin in the liquid or vapour phase
with a catal yst which conprises a nol ecul ar sieve
contai ning a conbination of sites consisting of Lew s
acid and base sites, the Lewis acid sites having been
provi ded by ion exchanging the nol ecular sieve with a
cation.”

The decision of the Opposition Division was based on
Clains 1 to 10 filed on 25 July 1997.

Claim 1 corresponded to Claim1 as granted, except that
the Lewis acid sites had been provided by ion
exchangi ng the nol ecul ar sieve with a dival ent cation.

The Opposition Division held with respect to the

obj ection under Article 100(b) EPC that the patent in
suit disclosed the invention in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art. However, it decided that the
claimed subject-matter |acked novelty in view of the
cited docunments (1) and (10).

The appel | ant defended the patentability of the
subject-matter of the patent in suit on the basis of
Clainms 1 to 7 filed on 18 Septenber 1998 as main
request or Clains 1 to 7 submtted on the sane date as
first auxiliary request.
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Claim1 of the main request read as foll ows:

"A process for the skeletal isonerisation of an n-
olefin of 4 to 6 carbon conprising contacting the
olefin in the liquid or vapour phase with a catal yst
whi ch conprises a nol ecul ar sieve having catalytic
sites, characterised in that the catalytic sites are

t he conbination of a Lewis acid and base site, and that
the Lewis acid sites have been provided by ion
exchangi ng the nol ecul ar sieve with a divalent cation.”

Claim1 of the first auxiliary request was further
restricted by the proviso that the nol ecul ar sieve
catal yst was substantially free of Broensted acid
catal ytic sites.

By a communi cation dated 29 Septenber 1998 fromthe
Regi stry of the Boards of Appeal, the appellant was
informed that it appeared that the witten statenent
setting out the grounds of appeal was not filed in due
time, and that therefore it could be expected that
pursuant to Rule 65(1) EPC in conjunction with

Article 108 EPC the appeal would be rejected as

i nadm ssi bl e.

On 9 Novenber 1998 the present representative filed an
application for re-establishment into the tinme [imt
for filing the G ounds of Appeal, and at the sane tine
paid the fee for such application. Supporting evidence
and further subm ssions were filed on 27 Novenber 1998.
The opponent filed comments on the application for re-
establishment by letter dated 9 March 1999 and the
appel  ant responded to these by letter of 20 Apri

1999.
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The opponent withdrew his opposition by letter dated
3 April 2000.

The subm ssions and evidence filed relating to the
application for re-establishnment can be summari zed as
fol | ows:

- The previous representative had transferred from
one firmto another on 1 July 1998, taking with
hi m a hi gh workl oad of cases, including the
handl i ng of the present patent.

- The relevant tinme limts for filing the notice of
appeal and the statenment of grounds, had been
entered both in the conmputer based diary system of
his previous firmand in that of his newfirm The
time limts were entered cal cul ated by reference
to the date of the decision under appeal, w thout
reference to the additional 10 days avail able
under the deemed delivery provisions of Rule 78(3)
EPC then in force (now Rule 78(2) EPC). The
previous representative did not normally rely on
t hese additional ten days, unless exceptional
circunstances nmade it necessary.

- The previous representative agreed with the
manager of the admi nistrative services of his new
firmthat for an interimperiod, until all the
cases transferred had been entered not to use the
back-up system available in the newfirms
conput er based diary system under which all due
dates woul d be entered independently for each new
deci sion or official conmmunication received.

- At the beginning of Septenber 1998, the previous
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representative being fully aware of the tinme limt
of 7 Septenber 1998 entered as the tinme limt for
filing the grounds of appeal (not allow ng for the
10 days) agreed with his client to exceptionally
rely on these extra ten days so that additional
points to be made in the Statenent of G ounds
deened coul d be agreed. For sonme reason which the
previ ous representative was unable to explain even
to hinmself he calculated the final date as

18 Septenber 1998. The only expl anation was the
pressure of work he was under. The previous
representative thus sent the grounds of appeal by
fax fromhis hone sonme two hours too |late, instead
of as he thought twenty-two hours before expiry of
the tinme limt.

It was only on receipt of the comunication dated
29 Septenber 1998 fromthe Registry of the Boards
of Appeal that the previous representative becane
aware that the tinme limt had not been net, and he
then took i medi ate action to renedy the
situation.

It was submitted that cause of the non-conpliance
was the m scal culation of the tinme limt, and that
this cause was only renoved by the comrunication
dated 29 Septenber 1998. The application for re-
establishment was thus filed in tine. Apart from
this mscal culation, all due care had been

exerci sed. The previous representative was fully
aware of the need to neet the tine limt, and the
rem nder systens used were adequate and
operational. This was a case for the application
of the principle of proportionality as enunci ated
in cases T 869/90 of 15 March 1991 and T 111/92 of
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3 August 1992 where representatives while fully
aware of the need to file within the tinme limt,
and taking all action apparently necessary to neet
this end, had simlarly mscal cul ated the date by
a day or two. Further in case T 469/93 of 9 June
1994 it was recogni zed that transfers of cases
created a difficult situation in which errors
could occur despite all due care being taken.

The appel |l ant requested re-establishnent into the tine
l[imt for filing grounds of appeal, and that the

deci sion be set aside and a patent be granted on the
basis of Clainms 1 to 7 of the main request or Clains 1
to 7 of the first auxiliary request.

Reasons for the Decision

1.2

1518.D

Re-establishnent into the tine Iimt for filing grounds
of appeal

Article 122 EPC allows the re-establishnent of rights
where a proprietor of a European patent in spite of al
due care required by the circunmstances having been
taken, was unable to observe a tinme limt, provided the
application for restitution is made within two nonths
fromrenoval of the cause of non-conpliance. This
requires first that the cause of non-conpliance be

est abl i shed.

In this case the Board can accept that the cause of the
non- conpliance with the time limt for filing the
grounds of appeal was the one-day m scal cul ati on of
that time [imt by the previous representative, and
that this cause was only renoved on receipt of the
conmuni cation fromthe Registry of the Boards of Appeal
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dated 29 Septenber 1998. The application for re-
establishment was filed on 9 Novenber 1998 within two
nmont hs of the issue of the conmunication, and the
application for re-establishment was thus filed in due
tinme.

When consi deri ng whet her the non-observance of the tine
[imt occurred despite all due care required by the

ci rcunst ances havi ng been taken, the jurisprudence
devel oped by the Boards of Appeal has not considered
that a single m stake nust automatically be treated as
| ack of due care. However, there should normally be in
operation a system of cross-checks to avoid m st akes,
and the m stake should not be attributable to the
syst em used.

Here the previous representative concerned had taken
sole responsibility for ensuring conpliance with tine
limts for alimted period in the exceptional
circunstances of a |arge nunber of cases being
transferred fromthe records of one firmto another,
until the tinme-consum ng task of an accurate transfer
of the records had been conpleted. The systens used for
monitoring time limts in both firnms appear
satisfactory. The decision of the representative to
take sole responsibility until the transfer of records
had been conpl eted can be regarded as reasonable in the
ci rcumst ances.

Normal |y the previous representative took all steps
well within any given tine limt, by not relying on the
addi tional period given by the deened delivery

provi sions of then Rule 78(3) EPC (now Rule 78(2) EPC).
In the special circunstances of this case where the
grounds of appeal had not yet been satisfactorily
finalized at this nornal date, the representative
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decided to exploit the full time limt. The facts show
that he had the tinme imt well in mnd, and but for

t he unfortunate m scal cul ati on, would have been twenty-
two hours early in neeting the time Iimt, instead of
sonme two hours late. As pointed out by the
representative of the former opponent, given that the
ground for revocation in the decision under appeal was
| ack of novelty, the Statenment of Gounds filed was

| onger than the m ni mum necessary for an adm ssible
appeal, in that it dealt also with inventive step. It
was thus solely the mstake in calculation of the tine
l[imt, and not any lack of tinely preparation of
docunents that caused the time limt to be m ssed.

1.6 Action to renmedy the situation was al so taken pronptly
and conpletely once the mssed tinme limt came to |ight
on receipt of the comunication fromthe EPO This can
be treated as confirmation that the systemin operation
was normal ly satisfactory.

1.7 G ven the care that was given to neeting the tine
[imt, and the fact that it was m ssed by | ess than two
hours, it would be disproportionately severe not to
regard as nmet the precondition laid down in Article 122
EPC for re-establishnent, nanely that the tine limt
was m ssed despite all due care required in the
ci rcunst ances having been taken. The appellant is
therefore granted re-establishnment into the time limt
for filing the grounds of appeal. The requirenments for
adm ssibility of the appeal under Articles 106 to 108
and Rule 64 EPC are thus net and the appeal is
adm ssi bl e.

Mai n request

2. Amendnents (Article 123(2) and (3) EPQ

1518.D Y A
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2.1 Present Claim1 is supported by Clainms 1 and 4 of the
patent application as filed in conbination with the
foll owi ng passages of the description of the
application as filed:

- page 3, lines 11 to 14, concerning the skel etal
i sonerisation of the specified ol efines,

- page 7, lines 1 to 5, concerning the use of n-
olefines of 4 to 6 carbon atons as starting
conmpounds,

- page 3, lines 24 to 28, with respect to the
application of a catal yst having a conbi nati on of
Lew s acid and base sites, and

- page 4, lines 17 to 25, concerning the provision
of the Lewis acid sites by a divalent cation.

Present Clains 2 to 6 correspond to Clains 2, 3 and 5
to 7 of the originally filed application, respectively.

Present Claim7 finds its support on page 7, lines 15
to 19, of the description of the application as filed.

2.2 Thus, in view of these considerations and the fact that
t he amendnents only represent restrictions to the scope
of Claiml as granted, the Board finds that the
subject-matter of present Caim1l neets the
requi renents of Article 123(2) and (3) EPC.

3. Novel ty
3.1 The Opposition Division revoked the patent in suit on

the ground of lack of novelty of the subject-matter of
Claim1l1l then on file in view of docunments (1) and (10).

1518.D Y A
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Therefore, the only question to be decided is whether
the subject-matter of present Claim1l is novel over
t hese docunents.

Concerning the issue of novelty, the Board firstly
observes that it is a generally applied principle that
for concluding | ack of novelty, there nust be a direct
and unanbi guous teaching in a prior art docunent, which
woul d inevitably lead the skilled person to sonething
falling within the scope of what is clained.

In the present case, docunent (1) discloses hydrocarbon
transformations catal ysed by zeolites, such as the

skel etal isonerisation of olefines, for instance of 1-
but ene (see page 437, second paragraph, and page 439,
second paragraph, lines 1 to 4, reaction (2)). This

di scl osure concerns a general review of the types of
reacti ons known to be catal ysed by zeolites. It does
not directly and unanbi guously describe the skel et al

i sonerisation of 1-butene using the specific zeolite
catal yst as defined in present Caiml.

Moreover, it summarises the results of conmparisons of
activity of zeolites as a function of exchanged cation
type for a nunber of transformations such as

i sonerisation of 1-butene in the presence of, for

i nstance, Ca and My cation exchanged zeolites (see
pages 468 and 469, Table Il and the discl osure under
"Role of Cation Type"). In this context, it has been
indicated that in case of rare earth cations a rough
correlation between activity and total Broensted
acidity was shown (see page 469, lines 5 to 10).
Therefore, also this disclosure does not directly and
unanbi guously di scl ose the skeletal isonerisation of a
n-olefin using a zeolite having a conbi nati on of
catalytic Lewis acid sites and base sites.
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In fact, the only specific disclosure of a skeletal

i sonerisation in docunent (1) concerns the

i sonerisation of 3,3-dinethyl-1-butene (see the

par agr aph bridgi ng pages 486 and 487), which reaction
does not fall under the scope of present Caiml.

Furt hernore, docunment (10) relates to basic
conpositions conprising a zeolite and one or nore netal
conpounds of Goup IA Il1A the Transition Metals or
the Rare Earth Metals wherein the sumof the anmount(s)
of the metal conpound(s) and any netal cation exchanged
into the zeolite is in excess of that required to
provide a fully netal cation-exchanged zeolite (see
page 2, lines 28 to 31). It discloses a |l arge nunber of
chem cal reactions for which the conpositions are
suitable as catalysts including the isonerisation of

ol efines (see page 8, line 47 to page 11, line 25).
Therefore, there is no direct and unanbi guous

di sclosure in this docunent of the process of present
Claim1l1l of the patent in suit which is characterised by
t he skeletal isomerisation of certain n-olefines in the
presence of a zeolite catalyst having Lewis acid sites
provi ded by ion exchanging with a dival ent cation.

In this context, the Opposition Division referred to an
illustrative enbodi nent concerning the preparation of a
basic zeolite having Lewis acid sites provided by ion
exchanging with a calciumcation and its use for the

i sonerisation of 1-octene (see page 112, line 34 to
page 114, line 52). This particul ar enbodi nrent does not
fall under the scope of present Claim1l which is
restricted to the isonerisation of n-olefines of 4 to 6
car bon atons.

Thus, in view of the fact that neither docunent
conprises a direct and unanbi guous di scl osure of the
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cl ai med process, in the Board's judgnent, neither
destroys the novelty of the subject-matter clained.

4. First auxiliary request

4.1 In the light of the above findings, it is not necessary
to consider the appellant's auxiliary request.

5. Remttal to the first instance

5.1 The Opposition Division decided that the clained
subj ect-matter was not patentable on the ground of | ack
of novelty, but did not consider the question of
i nventive step.

In these circunstances, and in view of the fact that
the function of the Boards of Appeal is primarily to
give a judicial review of the decision taken by the
first instance, the Board in the exercise of its

di scretion under Article 111(1) EPC remts the case to
the first instance for further prosecution on the basis
of the present set of clains. This would not preclude

t he Appellant fromfurther anmending these clains as may
beconme necessary.

Or der

For these reasons it is decided that:

1. The appellant is granted re-establishnment into the tinme
[imt for filing the grounds of appeal.

2. The appeal is adm ssible.

1518.D
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3. The deci sion under appeal is set aside.

4. The case is remtted to the first instance for further
prosecution on the basis of the Clains 1 to 7 filed on
18 Septenber 1998 as main request.

The Registrar: The Chai r man:

N. Maslin A. Nuss

1518.D



