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Summary of Facts and Submn ssions

1104. D

Eur opean Patent 260 105 was revoked by a deci sion of

t he Qpposition Division announced at oral proceedi ngs
on 2 July 1997 with the witten reasons posted on

20 April 1998, on the grounds that none of the requests
put forward were found to neet the requirenents of the
Eur opean Patent Conventi on.

The parties notified of the decision were:

(1) the then patent proprietor on record at the EPQ
CGenencor, Inc.;

(2) opponent 02 now respondent |I;

(3) then opponent 03 Novo Nordi sk A/S;

(4) opponent 04 now respondent I11.

For mer opponent 01 had withdrawn its opposition prior
to the decision under appeal, and thereby ceased to be
a party to the opposition proceedings.

The representatives on record for the then patent

proprietor CGenencor, Inc filed on 30 June 1998 a notice
of appeal on behal f of:

"The proprietor: CGenencor International Inc, of
925 Page M || Road,
Pal o Alto,

CA 94304-1013, USA "

Grounds of appeal were filed on 18 August 1998.
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| V. The board issued a conmunication dated 9 Septenber 1998
gquerying the fact that the nane and address of the
proprietor on record at the EPO were not those stated
for the appellant, and commenting that if the latter
was a different |legal entity, then a question arose
whet her the appeal was filed by a party to the
proceedi ngs for the purpose of Article 107 EPC. The
appel l ant's conments were invited.

V. On 16 Cctober 1998 a letter fromthe representatives of
the appellant was filed stating inter alia:

You have noted that EP 0260105, the subject of
appeal T 656/98 stands in the nane of

Genencor, Inc, but the appeal was filed in the
nanme of Genencor International, Inc.

Thi s was because EP 0260105 was transferred from
Genencor, Inc. to its associated conpany, Genencor
International, Inc., before the appeal was fil ed.

We assune that we sinply need to file an
application to register the transfer to Genencor

International, Inc. in order to put the record
straight..."
\Y/ A further letter dated 4 Novenber 1998 fromthe

representatives of the appellant (fax copy received

5 Novenber 1998, originals received 6 Novenber 1998)
encl osed a certified copy of an assignnent of European
Pat ent 0260105 from Genencor, Inc. to Genencor
International, Inc. for all designated countries,
headed "Effective date 2 January 1997" and signed on
behal f of both conpanies. The letter stated inter alia:

1104.D Y A
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Eur opean Patent 0260105 was transferred from
Genencor, Inc. to Genencor International, Inc.
after the patent was granted and before the Notice
of Appeal was filed on 30 June 1998. Since
CGenencor International, Inc. was proprietor of the
Eur opean patent as at 30 June 1998, the appeal had
to be filed by Genencor International, Inc..

The transfer fee was al so paid.

The transfer was recorded by the | egal section of the
EPO, and notification dated 17 Decenber 1998 sent that
t he European patent had been transferred to the

appel lant with effect from6 Novenber 1998.

Respondent 111 filed a subm ssion on 16 January 1999
asking that the appeal be declared inadm ssible inter
alia on the ground that at the tinme of filing the
appeal the appellant was not a party to the

pr oceedi ngs.

The board issued a conmunication dated 10 February 1998
referring to Rules 20(3), 61 and 66 EPC, and giving its
provi si onal opinion that the appeal appeared

i nadm ssi bl e as not having been filed by a party to the
proceedi ngs as required by Article 107 EPC.

Respondent 11, Novozynes A/'S, was recogni zed as
successor to original Opponent 03, Novo Nordisk A/'S, on
the basis of evidence provided show ng that Novozynes
Al'S was fornmed by a denerger from Novo Nordisk A/S
approved on 13 Novenber 2000, wth all the enzyne

busi ness, including the opposition passing to
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Novozynes A/ S.

Furt her subm ssions were made by the parties and ora
proceedi ngs took place on 18 May 2001 on the question
solely of the adm ssibility of the appeal, at which
oral proceedings all parties were represented.

The argunents in witing, insofar as maintained, and at
t he oral proceedi ngs on behalf of the appellant can be
summari zed as foll ows:

- Since the end of 1990 CGenencor, Inc. until it was
finally wound up on 9 July 1997 had been a wholly
owned subsi diary of Genencor International, Inc.,
both of them bei ng Del aware corporations. Wl
bef ore 1997 Genencor, Inc. was no |onger trading
or active. The two conpanies would be treated in
EU | aw as a single economc unit.

- In answer to a question fromthe board, it was
al so stated that under EU law, it would be
possible to enforce an order for costs given in
EPO proceedi ngs not only agai nst the proprietor of
record, but al so agai nst anot her conpany
consi dered together with proprietor as a single
econom c unit.

- Though i n nanme the patentee was Genencor, |nc.
representati on was by Genencor International,
Inc.. For the purpose of Article 107 EPC the party
adversely affected was a conbi nati on of Genencor
Inc. and CGenencor International, Inc.. Already in
correspondence | ong before the appeal, the
representative had referred to Genencor
International, Inc. as being the proprietor: no
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di stinction could be nmade between Genencor, Inc.
and CGenencor International, Inc., otherw se there
woul d be a m smatch between the real world and how
the EPO | ooked at the position.

The situation was a classic one for the
application of Rule 65(2) EPC. If the nane was
wong this provided a safety net as shown by the
case T 1/97 Nam ng of appel |l ant/ CROAN CORK of

30 March 1999.

As a matter of |aw on the dissol ution of
CGenencor, Inc., Genencor International, I|Inc.
acquired all its assets with imedi ate effect.

To interpret Rule 20 EPC relating to registering a
transfer of a European patent application and in
particular Rule 20(3) EPC stating that "A transfer
shal |l have effect vis-a-vis the European Patent
Ofice only when and to the extent that docunents
referred to in paragraph 1 have been produced" as
requiring that the transfer be produced to the EPO
before any action by the transferee could be
recogni zed as validly taken in the proceedi ngs,
woul d be to discrimnate unjustifiably between a
pat ent ee- appel | ant on the one hand and an
opponent - appel | ant on the other hand, as

Rul e 20(3) EPC would not apply to transfers of
opposi tions.

Rul e 88 EPC woul d only apply if Rule 65(2) EPC did
not apply. The m stake was that the representative
believed that the transfer of the patent to
CGenencor International, Inc. had been properly
recorded: this was a m stake of fact, not of |aw
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The foll ow ng questions (as stated in the

subm ssion received 18 April 2001 as rearranged
and anplified at the oral proceedings) were
suggested for referral to the Enl arged Board of
Appeal before any question of adm ssibility was
deci ded adversely to the appellant:

1. - Wat is the neaning of "party" in
Article 107.

- Does it cover a situation where the
appel lant is the successor in title to the
regi stered proprietor who was the party to
the proceedi ngs but at the tine of |odging
the Notice of Appeal has not been recorded
as such in accordance wth Rule 20.

2. - Wat is the effect(if any) of Rule 20(3) on
the provisions of Articles 106 to 108.

- in particular where the patentee of record
transfers his interest in the patent prior
to the Notice of Appeal being | odged but the
transfer is not recorded until after the due
date for | odging the Notice of Appea

- does Rule 20(3) prevent the Ofice from
considering facts prior to recording the
transfer, in particular the date of transfer
and any acts taken by the transferee in the
interimto protect the rights of the
transferee.

3. - Under what circunstances would the erroneous
nam ng of the proprietor in the Notice of



1104. D

- 7 - T 0656/ 98

Appeal constitute a m stake correctable
under Rul e 88.

Does Rule 88 apply where there is a

di screpancy between the name and address of
the regi stered proprietor and the nane and
address of the appellant fromwhich it is
apparent to the Appeal Board that

Article 107 may not have been conplied with
and where such di screpancy was due to a

m st aken belief as to the proper party.

Does Rul e 88 apply where the appellant, as
owner, has m stakenly been naned in the

Noti ce of Appeal instead of the registered
proprietor when the registered proprietor no
| onger exi sts.

What is the effect of Rule 65(2).

Does it apply where (as here) the Technica
Board of Appeal has drawn attention (noted
and communi cated) to the patentee that the
appeal does not conply with Rule 64 sub-
paragraph (a) in that the nanme and address
of the appellant are not the sane as the
nanme and address of the registered
proprietor.

If so does Rule 65(2) override Rule 65(1)
regardi ng conpliance with Article 107 and as
to whether the incorrectly nam ng of the
appel | ant can be renedi ed under the

provi sions of Rule 65(2).
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XIl1l. The argunments of the respondents were inter alia that:

- Article 107 EPC required an appellant to fulfil
two separate requirenents:

(1) to show his status as a party in the
proceedi ngs which |ed to the decision under
appeal ; and

(2) to show adverse effect.

- No- one could act in proceedi ngs unl ess he was of
record as a party, or had been recorded, on
adequat e evi dence, as the successor to a previous
party on record.

- Bei ng adversely affected in sonme general economc
sense did not confer the status of a party.

- Decision G 4/88 (QJ EPO 1989, 480) showed that the
status of opponent could only be transferred
subject to stringent conditions: there was no
discrimnation in requiring that Rule 20(3) EPC be
conplied with before soneone coul d be recognized
as the successor to the original patent
proprietor; any difficulties could be avoi ded by
regi stering the assignnent at the EPO

- The exi stence of an unregistered assignnent was
not to be taken into account for the purpose of
determ ning who was a party entitled to appeal,
see T 675/93 of 16 Septenber 1997.

- The purported appeal did conply with the
requi rement of Rule 64(a) EPC of containing the

1104.D Y A
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nanme and address of the appellant: there was thus
no scope for the application of Rule 65(2) EPC

- No correctable m stake had been shown - the firm
intention was to file an appeal in the nanme of
Genencor International, Inc..

The appel | ant (patentee) requested that the decision
under appeal be set aside and as nmin request that the
appeal be decl ared adm ssi ble and that the proceedi ngs
be continued in witing and as auxiliary request that
t he questions suggested in the annexe to the

subm ssions of 11 April 2001 as anplified by the sheet
submtted at the oral proceedings on 18 May 2001 be
referred to the Enl arged Board of Appeal.

The respondents (opponents) requested that the appea
be rejected as i nadm ssi bl e.

Reasons for the Deci sion

1104. D

Article 107 EPC

Article 107 EPC is concerned with those entitled to
appeal and to be parties to appeal proceedings. It nust
be possible to determ ne these precisely and easily if
the appeal process is not to be tangled up al ready at
the outset in conplicated investigations as to the

rel ati ons between the original parties and |ater woul d-
be parties and woul d-be appellants. This nmakes the only
sensible interpretation of "party"” in Article 107 EPC
one limted to the parties of record in the first

I nstance proceedi ngs which led to the decision under
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appeal and their duly recorded successors.

This neaning of "party" in Article 107 EPC appears nore
clearly fromthe French and German texts, than the
English text, as the forner explicitly refer to a party
to the proceedings which led to the decision under
appeal . In accordance with general procedura

principles "party" will also cover soneone who has
conpleted all the formalities necessary to be

recogni zed as the | egal successor of a party in the
first instance proceedings or to be recogni zed by the
tribunal concerned as a new party to the proceedi ngs.
In the case of a patent proprietor the rules for
recogni zi ng a successor are laid down by Rule 20 EPC
The only provision in the EPC for joining as a new
party is Article 105 EPC, but this is not rel evant

her e.

The need for interpreting "party" in Article 107 EPC as
being confined to the parties of record and their duly
recorded successors, also energes fromthe fact that
the EPO has no jurisdiction to decide disputes as to
the right to a patent but nust by Article 60(3) EPC
recogni ze the applicant as entitled to exercise the
right to the European patent, unless there is a

deci sion by a conpetent national court in accordance
with the Protocol on Jurisdiction and the Recognition
of Decisions in Respect of the Right to the Gant of a
Eur opean patent.

Consi deration of what m ght be recogni zed under EU | aw
as "econom c units" associated with a party of record,
seens wholly outside any remt given to the European
Patent O fice. Nor can any genui ne need for such a w de
interpretation of "party" be seen. If soneone entitled
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under some agreenent to becone the registered
proprietor, is incapable of fulfilling the sinple

requi renents of Rule 20 EPCin tinme to preserve all his
rights, then he nust bear the consequences. No good
reason can be seen for involving the EPO or the other
parties is a roving enquiry as to what "econom c units"
m ght justify party status. A departure fromstrict
conpliance with the formal requirenents of Rule 20 EPC
woul d I eave no clearly defined limt on who m ght not

al so be considered a party.

Question 1 to the Enlarged Board of Appea

To the board the answer to suggested Question 1 for the
Enl arged Board of Appeal is thus clear on the wording
of the EPC. "party"” in Article 107 EPC does not include
soneone who is neither the proprietor of record, nor
has filed the necessary docunents (and paid the fee) to
be recorded as successor under the provisions of

Rul e 20 EPC. There are no cases contradicting this
view, and as the neaning is clear the point cannot be
consi dered an inportant point of |aw needing a

ref erence.

Articles 107 and 108 EPC, Rules 20, 61 and 66 EPC
Rul e 20(3) EPC provides that

"A transfer shall have effect vis-a-vis the European
Patent O fice only when and to the extent that the
docunents referred to in paragraph 1 have been

produced. "

Rul e 61 EPC headed ' Transfer of the European patent'’
r eads:
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"Rul e 20 shall apply nmutatis nutandis to any transfer
of the European patent made during the opposition
period or during opposition proceedings."

Rul e 66(1) EPC headed ' Exam nation of Appeals' reads:

"Unl ess otherw se provided, the provisions relating to
proceedi ngs before the departnent which has nade the
deci sion from which the appeal is brought shall be
applicable to appeal proceedings nutatis nutandis."”

The purpose of Rule 20 EPC is to ensure that transfers
have to be produced to the EPO (and the rel evant

adm nistrative fee paid) before the EPOis obliged or
entitled to take note of such transfer. The procedure
is particularly sinple and easy to conply with, rather
nore so than nost procedures for recordi ng assignnents
in national patent offices. The wording is clear and by
virtue of Rules 61 and 66 al so mandatory i n appea
proceedi ngs. Merely because the requirenent is so
sinple to conply with, is no reason to ignore it.

That the text of an assignnent refers to an effective
date, can only be a reference to that date being
effective as between the parties to the assignnent. It
cannot be the date at which the transfer is effective
vis-a-vis the European Patent Ofice, as this would be
in direct contradiction of the express wordi ng of

Rul e 20(3) EPC. Taking as effective date vis-a-vis the
Eur opean Patent Ofice an earlier "effective date"
recited in the assignnent docunent m ght
retrospectively throw in doubt whether procedural steps
taken after the "effective date" stated in the

assi gnnent docunent but before its subm ssion to the
Eur opean Patent O fice were validly taken. The
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possibility of as yet unsubm tted assignnents being
retrospectively effective, would nean that there would
be no certainty that the EPO was dealing with the
correct "proprietor”. Further problens m ght arise for
the EPO if an assignnment containing an earlier
"effective date" were not submtted until after
recordal of an assignnent docunent stating a |ater
"effective date". Al these problens are avoi ded by
taking Rule 20(3) EPC at face value, which is the
interpretati on adopted by the board.

The effective date of transfer to Genencor
International, Inc. being thus the date of recordal of
the assignnment, which falls outside the period for
filing the notice of appeal as laid down in

Article 108 EPC, prima facie no appeal has been filed
by a party to the proceedings which led to the decision
under appeal, wthin the period for filing an appea

| aid down by Article 108 EPC. Thus under Rule 65(1) EPC
t he appeal nust be rejected as inadm ssible.

Question 2 to the Enlarged Board of Appeal

For the reasons given above, the answer to proposed
Question 2 for referral to the Enlarged Board of Appea
Is clear and no reference is necessary. The conbi ned
effect of Articles 107 and 108 EPC requires the notice
of appeal to be filed wwthin two nonths of the date of
notification of the decision appealed fromby a party
to the proceedi ngs. Soneone not a party to the
proceedi ngs cannot file a valid appeal, and Rule 20(3)
EPC prevents retroactive validation of the appeal if

t he necessary docunents have not been produced to the
EPO unti|l after the expiry of the appeal period. That
the transfer docunent may state an earlier date as
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being the effective date of the transfer as between the
transferor and the transferee is irrelevant: the

i nportant date is the date of production to the

Eur opean Patent O fice of docunents satisfying it that
the transfer has taken pl ace.

The argunents of the appellant that "party" in

Article 107 EPC shoul d be given sone extended neani ng,
whet her under EU | aw or ot herw se, would be to bypass
the requirenents of Rule 20(3) EPC. To argue for

i ncluding as "parties" persons not already on record at
the EPO including in particular unrecorded assi gnees,
ignores that this would convert a part of sinple check
on admssibility, required under Article 110 EPC as a
prelimnary step in every appeal, into possibly
conplicated investigation as to what econonmic rel ations
or unrecorded assignnents the proprietor of the patent,
as on record at the EPO had entered into. The board
can see no reason why the drafters of the EPC should
have contenpl ated such investigations, rather than the
sinpl e check needed if Rule 20(3) EPC is taken at face
val ue.

By decision G 4/88 (supra) assignnents of oppositions
are only possible in restricted circunstances: that
different conditions are inposed on opponents and

pat ent ees when assigning their status as parties does
not seemto anmount to any sort of unjustifiable

di scrim nation. Patents can be assi gned nuch nore
freely than oppositions, subject only to the
formalities of Rule 20 EPC being conplied wth.

Rul e 88 EPC

The letters received 16 Cctober and 5 Novenber 1998
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fromthe appellant's representatives, witten after
recei pt of the board's comuni cation that the nane of
the appellant is different fromthat of the proprietor
on record, can only be taken as confirmng that it was
the intention to state the nane and address of Genencor
International Inc as appellant in the notice of appeal.
The board is unable to see here a m stake of fact,

whi ch m ght make the nam ng of soneone not on record
correctabl e under Rule 88 EPC.

The difference to the situation in J 7/80 (Q EPO 1981
137) is not one of |aw but one of fact. The board
deci di ng that case was able on the evidence before it
to find that there had been an error in identifying the
correct applicant and its nationality, so that
correction under Rule 88 EPC was al | owed.

Question 3 to the Enlarged Board of Appeal

On the facts, the notice of appeal reflects what the
representatives intended to say, as confirned by
comruni cations fromthe representatives received

16 October and 5 Novenber 1998. The board thus sees no
factual basis for referring the first part of the
suggested question on Rule 88 EPC

On the second part of the suggested question on Rule 88
EPC again no need for a reference is seen. Wat m ght
or m ght not be apparent to the Appeal Board seens
irrel evant when considering a notice of appeal: only
for a correction concerning a description, clainms or
drawi ngs would it be rel evant whether the correction
was obvious or not. On the facts the board can only see
a mstake of law as to who was entitled to appeal,
which is not correctable under Rule 88 EPC.
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On the third part of the suggested question on

Rul e 88 EPC, there is no evidence that the registered
proprietor did not exist at the tine of appeal (see
bel ow points 9.1 to 9.3), so the suggested question is
irrelevant. The appellant did not ask for tine to file
sone evidence to try and substantiate this subm ssion

Thus no question of |aw concerning Rule 88 EPC ari ses
that can be regarded as needi ng an answer fromthe
Enl arged Board of Appeal pursuant to Article 112(1)
EPC.

Rul es 64 and 65 EPC

The notice of appeal did conmply with the requirenents
of Rule 64(a) EPC that the nane and address of the
appel l ant be stated. Accordingly, there was no basis
for an invitation by the board to renedy any deficiency
as referred to in Rule 65 EPC. there was no defi ciency.

The communi cation of 9 Septenber 1998 was sent to query
t he di screpancy between the nane and address of the
proprietor on record, and the stated nanme of the
proprietor and appellant in the Notice of Appeal. What
m ght have happened if the response had been that a

m st ake had been nmade, and the appeal was neant to be
filed in the nane of the then registered proprietor can
remain a conjecture: no such response was nade. |nstead
by two letters dated 16 October and 4 Novenber 1998 it
was confirmed that the appeal was deliberately in the

nanme of Genencor International, Inc., and an assi gnnent
from Genencor, Inc. to Genencor International, Inc. was
filed.

No roomis seen here for any application of Rule 65(2)
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EPC to make the appeal adm ssible.

8. Question 4 to the Enlarged Board of Appea

8.1 On the facts here as there was no case for applying
Rul e 65(2) EPC, the questions concerning this rule are
irrelevant and no reference i s required.

9. Successi on ot her than by way of transfer

9.1 The board understood that it was al so being submtted
that at the tine of the appeal CGenencor, Inc. did not
exi st anynore, and that as a natter of |aw on the
di ssol ution of CGenencor, Inc., Genencor International,
Inc. acquired all its assets with imedi ate effect. No
docunentary evidence relating to the dissol ution of
Genencor, Inc. was submtted, nor was any evidence
relating to Del aware corporation | aw produced. Laws of
states other than those of the nenber states of the
Eur opean Patent Convention are to be treated as matters
of facts on which evidence should be provided. If by
its subm ssions, the appellant intended to show that
the patent becane vested in it other than by transfer,
so that Rule 20 EPC woul d not apply, then not only is
any evidence for this |acking, but the subm ssion is
also in contradiction to the appellant's reliance on an
assi gnnent as evidence of its entitlenent.

9.2 Pursuant to Article 114(1) EPC, the European Patent
Ofice has the power to exanmine the facts of its own
notion and shall not be restricted to the facts
produced by the parties. Accordingly for |ack of any
evi dence, the board checked on the information
avai |l abl e on the Internet on the Del aware Code, the
rel evant portion appearing to be Title 8 Corporations.

1104.D Y A
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If as submtted by the appellant, Genencor, Inc. was
di ssol ved, then § 278 and 281 of this title do not
appear to provide any support for Genencor, Inc. not
exi sting for any purpose at the tinme of appeal, or for
its property vesting as a matter of |law in Genencor
International, Inc. even if the latter is the sole
sharehol der. The apparently relevant parts of the

Del aware Code, Title 8 Corporations found by the board
and put to the parties at oral proceedings read:

"§ 278. Continuation of corporation after
di ssol ution for purposes of suit and
wi nding up affairs

Al l corporations, whether they expire by their own
limtation or are otherw se dissolved, shal
nevert hel ess be continued, for the termof 3 years
fromsuch expiration or dissolution or for such

| onger period as the Court of Chancery shall in
its discretion direct, bodies corporate for the
pur pose of prosecuting and defending suits,

whet her civil crimnal or adm nistrative, by or
agai nst them and of enabling themgradually to
settle and cl ose their business, to dispose and
convey their property, to discharge liabilities
and to distribute to their stockhol ders any
remai ni ng assets, but not for the purpose of

conti nui ng the business for which the corporation
was organized. Wth respect to any action, suit or
proceedi ng begun by or agai nst the corporation
either prior to or within 3 years after the date
of its expiration or dissolution, the action shal
not abate by reason of the dissolution of the
corporation; the corporation shall, solely for the
pur pose of such action suit or proceedi ng, be
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conti nued as a body corporate beyond the 3-year
period and until any judgenents, orders or decrees
therein shall be fully executed, w thout the
necessity for any special direction by the Court
of Chancery.

§ 281. Paynment and distribution to claimnts
and st ockhol ders.

(a) A di ssol ved corporation or successor entity
whi ch had foll owed the procedures descri bed
in 8§ 280 of this title:

(1) Shall pay the clainms made and not
rejected in accordance with 8§ 280(a) of
this title,

(2) Shall post the security offered and not
rej ected pursuant to 8 280(b) of this
title,

(3) Shall post any security ordered the
Court of Chancery in any proceeding
under 8§ 280(b) of this title, and

(4) Shall pay or make provision for al
other clains that are mature, known and
uncontested or that have been finally
determined to be owi ng by the
corporation or such successor entity.

Such clains or obligations shall be paid in
full and any such provision for paynent shal

be made in full if there are sufficient assets.
If there are insufficient assets, such clains
and obligations shall be paid or provided for
according to their priority, and anong cl ains
of equal priority, ratably to the extent of the
assets legally avail able therefor. Any
remai ni ng assets shall be distributed to the
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stockhol ders of the dissolved corporation,
provi ded, however, that such distribution shal
not be nmade before the expiration of 150 days
fromthe date of the last notice of rejections
given pursuant to 8 280(a)(3) of this title. In
t he absence of actual fraud, the judgnent of
the directors of the dissolved corporation or
t he governing persons of such successor entity
as to the provision made for the paynent of al
obl i gati ons under paragraph (4) of this
subsection shall be concl usive.

() ... "

Fromthis it does not appear that Genencor, Inc. ceased
to exist for all purposes on dissolution, nor that
Genencor International, Inc. would i nmediately be
entitled to Genencor, Inc.'s assets as a matter of |aw

The appel l ant has not submitted that it becane
successor as a matter of law by nerging into itself its
whol | y owned subsi diary Genencor, Inc. pursuant to

§ 253 of the Delaware Code Title 8, so this cannot be
presunmed to apply.

The only comment made by counsel for the appellant was
that the board's investigations had not produced the
correct part of the Del aware Code. Wether this is so
or not, the board is left with no facts on which to
base a finding in favour of the admssibility of the
appeal on this line of argunent.

Principle of protection of |legitinmate expectations

The EPO has recogni zed, pursuant to a principle well
established in European Community |aw, that neasures
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taken by the EPO should not violate the legitimte
expectations of its users. The appellant has referred
to the fact that the representatives acting for the
proprietor already before 1997 referred to CGenencor
International, Inc. as the proprietor of the patent in
suit. Indeed, in the opposition file there appears in
Decenber 1996, a change of heading in the
representatives' letters from Genencor, Inc. to
Genencor International, Inc.. The EPO however in al
its correspondence continued to refer to the proprietor
as Genencor, Inc..

If the attention of the EPO had been drawn to the fact
that the proprietor had changed, or that the
representative was now acting for soneone el se, the
board m ght have felt it necessary to consi der whether
under the above doctrine, because the EPO had not drawn
attention to the requirenents of Rule 20 EPC, a case
could be made out for a legal fiction under which the
transfer could be deened filed in tine.

However, the EPO cannot be deenmed to take on the burden
of spotting every possible action that a proprietor or
unrecorded transferee should take in his own interest.
A different name does not necessarily involve a change
of proprietor. The proprietor or transferee is in a
position to know what has happened, and it is well
known in the patents field that not recording transfers
may have consequences.

The subm ssion was nmade that not considering Genencor,
Inc. and Genencor International, Inc. as one entity,

ei ther of whomcould in its own nane take any necessary
procedural steps irrespective of the provisions of the
EPC, would lead to a m smatch between the "real world"
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and how the EPO | ooked at the position. However,
formalities for registering the changes in the

owner shi p of what may be val uabl e property, a patent,
are part of the "real world". The patent here renuai ned
in the nane of the original patentee for years when the
|atter was a nere husk operated by the appellant, for
what ever reasons they chose to proceed in this nmanner.
A msmatch with reality lay also in this conduct, which
had sone inherent risks. The board cannot here see any
case that the EPO by its conduct raised any legitimte
expectation that the appeal could be filed in the nane
of an unrecorded transferee.

11. No general power to accept change of party

11.1 In decision J 16/96 (Q) EPO 1998, 347) concerning an
application to regi ster an associ ation of
representatives, the | egal board of appeal allowed a
request for a change of party in ex parte appea
proceedi ngs as there such change was procedurally
convenient. In that case, however, there were no
provi sions of the EPC, such as Rule 20 EPC, preventing
retroactive recognition of a change of party, and
procedural ly the change of party was nore conveni ent
for the parties and the EPO than requiring a further
application to be filed by the correct parties. No
general power of the boards of appeal to consider, and
where appropriate allow, requests for a retrospective
change of a party can be deduced fromthis in a
situation, such as here with Rule 20 EPC, where a
specific provision of the EPC forbids retrospective
recognition.

12. Referral in genera

1104.D Y A
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12.1 For a reference to be nade to the Enlarged Board of
Appeal, Article 112(1) EPC requires that it be referred
to ensure uniform application of the | aw or because an
I mportant point of |aw arises.

12.2 The board considers that insofar as questions of |aw
arise on facts established in this case, the view taken
by the board is in accordance with the cl ear and
explicit wording of the Articles and Rul es concerned.
There is no conflicting case | aw. Thus no questions of
law require to be referred to the Enl arged Board of

Appeal .

12.3 This case shows the inportance of proprietors and their
representatives taking steps to record transfers as
soon as possible after these have occurred, to prevent
situations such as in the present case becom ng
frequent. The nunber of changes of proprietor occurring
as a result of sales of part of businesses, nergers and
denmergers has increased to such an extent that problens
are now frequently encountered, and proceedi ngs
del ayed, and wi thout reasonably pronpt recordal of
transfers other cases where the right to file an appea
is lost may wel |l occur.

Or der

For these reasons it is decided that:

1. The request for referral of questions to the Enl arged
Board of Appeal is refused.

2. The appeal is rejected as inadm ssible.
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The Regi strar: The Chai r wonan:

P. Crenona U. Kinkel dey
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