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Summary of Facts and Submn ssions

0617.D

The applicants | odged an appeal agai nst the decision of
t he exam ning division issued on 28 January 1998

wher eby the European patent application 91 913 465.0
(publ i shed as WO A-91/19977) was rejected. Basis of the
rejection were clains 1 to 11 filed on 15 Novenber

1996. Clains 8 to 11 thereof were considered by the
exam ning division to relate to a diagnostic nethod

whi ch was not susceptible of industrial application
and, thus, non-patentable under Article 52(4) EPC. This
was because, contrary to the case of decision T 385/86
(QJ EPO 1988, 308), the feature "for locating sites of

l ung mal i gnancies" related to establishing a clinica
picture in a patient. Mreover, it was held that, since
the cited conpounds had a site selective therapeutica
treatnment effect, the clains in question had the
character of a nedical treatnent.

Wth the statenent of grounds of appeal, the appellants
filed clains 1 to 13 of a new nmain request and of an
auxiliary request. In both requests, clains 1 to 7 were
identical to clains 1 to 7 of the request before the
exam ning division, and clains 12 and 13 were in the
formof a "second nedical use" (cf G 5/83, QJ EPO 1985,
64). In clains 8 to 11 of the main request the feature
"for locating sites of |lung malignancies”, which had
been objected to by the exam ning division, was

repl aced by the feature "for providing pictures usable
in the localisation of sites of |lung malignancies". In
the auxiliary request, the latter clains were in the
formof a second nedical use.

The exam ning division did not rectify its decision



V.

0617.D

- 2 - T 0629/ 98

under Article 109(1) EPC, and remtted the appeal to
the board of appeal, cf Article 109(2) EPC

In respect of clains 8 to 11 of the mmin request, the
appel l ants submtted that the feature "for |ocating
sites of lung malignancies"” only indicated the field of
use of the nethod, and that the features i) injecting
the substance into the blood streamand ii) form ng an
i mage were technical features in the sense of decision
T 385/86 (supra). As for the selective destruction
effect of the quoted conpounds on | ung nalignanci es,

t hey observed that the %Cu conpound was nerely a

radi otracer which had no such an effect. As for the °Cu
conpound, they submtted that, when inagi ng was
concerned, the radioactive dose was limted to what was
required to obtain an inmage.

On 8 August 2000, the board issued a communi cation
pursuant to Article 110 EPC with a provisional opinion
on the case, expressing reservations on the
patentability under Article 52(4) EPC of clainms 8 to 11
of the main request in the light of the case |aw of the
boards of appeal, and notw t hstandi ng the subm ssi ons
by the appellants.

In reply thereto, on 16 Cctober 2000, the appellants
filed newclains 1 to 13 as a sole request. These
clainms were identical to the clains of the auxiliary
request previously on file, cf Section Il above. O
them clainms 8 to 13 read:

"8. Use of the ®Cu conplex of 5, 10, 15, 20-tetrakis(4-
car boxyphenyl ) porphinato in the preparation of a
substance to be adm nistered to a patient for the

di agnosi s of |ung cancer, whereby an imge is forned
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fromthe emtted ganma radi ati on for |ocating sites of
| ung mal i gnanci es. "

"9. Use of the ®Cu conplex of 5, 10, 15, 20-tetrakis(4-
car boxyphenyl ) porphinato in the preparation of a
substance to be adm nistered to a patient for the

di agnosi s of |ung cancer, whereby positron em ssion

t onography of the emtted positron radiation is
performed for |ocating sites of |lung malignancies."”

"10. Use according to claim8 or 9, wherein said
substance is to be injected into the bl oodstream of the
patient”

"11. Use according to claim8 or 9, wherein said
substance is to be directed in aerosol forminto the
| ungs of the patient”

"12. Use of the ®Cu conplex of 5, 10, 15, 20-

t et r aki s(4- car boxyphenyl ) porphinato in the preparation
of a substance to be injected into the bl oodstream of a
patient for the treatnent of |ung cancer, whereby said
conpl ex provides a source of & radiation for selective
destruction of lung nmalignancies."”

"13. Use of the ®Cu conplex of 5, 10, 15, 20-

t et raki s(4- carboxyphenyl ) porphinato in the preparation
of a substance to be directed in aerosol forminto the
lungs of a patient for the treatnent of |ung cancer,
wher eby sai d conpl ex provides a source of & radiation
for selective destruction of |ung nmalignancies."”

The appel |l ants requested that the decision under appea
be set aside and a patent be granted on the basis of
clains 1 to 13 as filed on 16 Cctober 2000. They
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requested oral proceedings in the event that the board
of appeal should decide to nmaintain the refusal.

Reasons for the Deci sion

0617.D

Clains 1 to 7, which are identical with clains 1 to 7
as filed except for the addition of the qualifier "in
vitro" in respect of the nethod, are not under

di scussion here as they were not objected to by the
exam ni ng di vi si on.

There are no fornmal objections under Article 123(2) EPC
to clains 8 to 13 which are now fornul ated in terns of
the use of the quoted conpounds for the preparation of
a substance for a diagnostic (clains 8 to 11) or

t herapeutic application (clains 12 and 13), as both
sai d di agnostic and therapeutic applications are

di sclosed in the application as filed (cf eg clains 8
to 13 as filed).

Clainms directed to the use of a substance or
conposition for the treatnent of the human or ani nal
body by therapy or to a diagnostic nethod practised on
the human or animal body are not patentabl e under
Article 52(4) EPC. However, according to the
establ i shed case | aw of the boards of appeal, a patent
may be granted with clains directed to the use of a
subst ance or conposition for the manufacture of a

nmedi canent for a specified new and i nventive

t herapeutic or diagnostic application, even in a case
in which the process of manufacture as such does not
differ fromknown processes using the sane ingredient,
cf eg G 5/83, supra ("second nedical use" clains).
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Clains 8 to 13 nowon file are fornulated in terns of
the use of either the ®Cu conplex of 5, 10, 15, 20-

t et raki s(4- car boxyphenyl ) porphinato (clains 8, 10-13)
or the %cCu conplex of 5, 10, 15, 20-tetrakis(4-

car boxyphenyl ) porphinato (clainms 9-11) in the
preparation of a substance to be admnistered to a
patient for a diagnostic or a therapeutic application.
In clains 8 to 11 the nedical applicationis a

di agnostic nethod which allows to determ ne the
presence or absence of lung malignancies in a patient
to whomthe substance is adm ni stered (deductive

medi cal deci sion phase; cf decision T 385/86, point 3.3
of the reasons), ie a nmethod of diagnosis practiced on
t he human body which provides an imedi ate clinica
picture. In clains 12 and 13 the nedical application is
a therapeutic nethod for selective destruction of |ung
mal i gnancies in a patient to whomthe substance is
adm ni stered either by injection or by aerosol.

The formul ation of the said clains is thus in line with
the principles outlined in point 2 above, and no | onger
rai ses issues under Article 52(4) EPC

However, the substantive question whether the clains
relate to a new and inventive therapeutic or diagnostic
application has yet to be exam ned, in particul ar
having regard to the prior art related to the use of
radi ol abel ed por phyrin conpounds, eg in conjugation

wi th anti bodies, for tunmour inmaging and internal

radi ati on therapy, cf eg docunent US-A-4 783 529 as
well as the references cited on page 4 of the
application as filed.

In order to ensure that the appell ants have the
opportunity of having the question of the substantive
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patentability of the said clains decided by the

exam ning division, and with the possibility of a
further appeal renmining open, the board considers it
appropriate to make use of the power granted to it
under Article 111(1) EPC to remt the case to the
exam ning division for further prosecution.

7. Oral proceedings were requested by the appellants only
in the event that the board should decide to maintain
the refusal (cf Section VII supra). Thus, the present

decision, which is in favour of the appellants, can be
taken wi t hout appointing oral proceedings.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the exam ning division for
further prosecution on the basis of clains 1 to 13 as
filed on 16 Oct ober 2000.

The Regi strar: The Chai r person:

U. Bul t mann U. Kinkel dey
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