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Summary of Facts and Submn ssions

2966. D

Eur opean patent application No. 94 304 398.4 was
refused in a decision of the exam ning division dated
13 February 1998. The ground for the refusal was that
the subject matter of clains 1 to 3 filed with the

| etter dated 23 Decenber 1997 | acked an inventive step
having regard to the prior art docunent

D2: Patent Abstracts of Japan, vol. 7, No. 226 (E-202)
[1371], 7 October 1983 & JP-A-58-116 748.

Caiml as refused by the exam ning division reads as
fol | ows:

"1. A shape recogni sing apparatus for recognising the
shape of a sem conductor wafer (100), the
apparatus conprising an adhesive sheet (102)
capable of transmitting light, and on which, in
use, the sem conductor wafer is nounted; an inmage
pi ckup neans (3) disposed on one side of the
adhesi ve sheet for picking up an i nage of the
sem conduct or wafer and for providing video
signals representing the i mage; a shape
recognising unit (6) for recognising the shape of
the sem conduct or wafer (100) by processing the
video signal; and illumnating nmeans (1) for
il lumnating the adhesive sheet (102), the
i1lumnating neans (1) being disposed on the
opposite side of the adhesive sheet (102) to the
i mage pi ckup neans (3); characterised by the
illumnating neans (1) being a surface emtting
type conprising light source (8) and a plate (9)
for scattering the light source so as to
simul taneously illumnate the entire sem conduct or
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waf er (100) and the surroundi ng adhesive

sheet (102) with uniformlight so that an i nage of
the conplete sem conductor wafer is received by
the i mage pi ckup neans (3)."

The appel l ant (applicant) | odged an appeal on 30 March
1998, paying the appeal fee on 31 march 1998. A
statenment of the grounds of appeal was filed on 2 June
1998 together with new clainms. The appell ant requests
that the decision under appeal be set aside and a
patent be granted based on the foll ow ng docunents:

d ai ns: 1to3filed with the statenent of the

grounds of appeal;

Descri ption: pages 1 to 6, 8 to 19 as originally
filed,
page 7 filed with the letter dated
18 February 1997;

Dr awi ngs: Sheets 1/7 to 7/7 as originally filed.

In addition, oral proceedings are requested before any
deci si on adverse to the appellant are taken.

Caiml according to the appellant's request reads as
fol | ows:

"1. A dicing apparatus for dicing a sem conductor
wafer (100) into a plurality of sem conductor
chi ps, the apparatus conprising a shape
recogni si ng apparatus for recognising the shape of
a sem conductor wafer (100), the shape recognising
apparatus conprising an adhesive sheet (102)
capable of transmtting light, and on which, in
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use, the sem conductor wafer is nounted, an inage
pi ckup neans (3) disposed on one side of the
adhesi ve sheet for picking up an i nage of the
sem conduct or wafer and for providing video
signals representing the i mage, a shape
recognising unit (6) for recognising the shape of
t he sem conduct or wafer (100) by processing the
video signal, and illum nating nmeans (1) for
illumnating the adhesive sheet (102), the
i1lumnating neans (1) being disposed on the
opposite side of the adhesive sheet (102) to the
i mage pi ckup neans (3), wherein the illum nating
means (1) is a surface emtting type conprising
i ght source (8) and a plate (9) for scattering
the light source so as to sinultaneously
illumnate the entire sem conductor wafer (100)
and the surroundi ng adhesi ve sheet (102) with
uniformlight so that an image of the conplete
sem conduct or wafer is received by the inage

pi ckup neans (3); an alignnment apparatus (16-19)
to which the wafer is fed fromthe shape

recogni sing apparatus for detecting the circuit
pattern formed on the wafer and adjusting the
orientation of the wafer accordingly; and a
cutting blade (11) for dicing the correctly
orientated wafer into individual chips.”

The appel | ant argued essentially that, since the clains
are now directed to a dicing apparatus, the clained
apparatus deals with a different stage of the process
fromthat of docunent D2. Thus, a skilled person

consi dering the design of a new dicing apparatus woul d
not consider the docunent D2, but woul d rather consider
the devices disclosed in one of the following prior art
docunent s:
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Dl: Patent Abstracts of Japan, vol. 7, No. 49 (E-161)
25 February 1983 & JP-A-57 198 642;

EP- A-0 490 324; and

EP- A-0 288 233.

None of the above docunments, however, disclose or
suggest the claimed devi ce.

Reasons for the Deci sion

2966. D

The appeal conplies with Articles 106 to 108 and
Rul e 64 EPC and is therefore adm ssible.

Caim1l which was considered to be contravening the
requi renment of inventive step in the decision under
appeal was directed to a shape recogni si ng appar at us
for recognising the shape of a sem conductor wafer.
Claiml presently under consideration is now directed
to an apparatus for dicing a sem conductor wafer having
a shape recogni si ng apparatus, an alignnment apparatus,
and a cutting bl ade, where the shape recogni sing
apparatus has all the features which were present in
claim1 under consideration in the decision under
appeal .

The above anendnents to claim1 which the appell ant has
submtted in the appeal proceedings raise a nunber of
new i ssues which were not considered during the

exam nation proceedings. Firstly, it needs to be

consi dered whether the anendnents conply with the

requi renents of Articles 123(2) and 84 EPC. Secondly,
the argunents given in the statenent of the grounds of
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appeal regarding inventive step concentrate on the fact
that the subject matter of claim1 is now a dicing
apparatus, and therefore, docunent D2 should no | onger
be regarded to be the closest prior art. Instead, the
appel | ant suggests three prior art docunents as

candi dates for closest prior art where only docunent D1
appears to have been considered in the assessnent of

i nventive step during the exam nati on proceedi ngs.

The Board refrains from nmaki ng any comments as to

whet her docunent D2 or any other docunent shoul d be
consi dered the closest prior art. Nevertheless, the
Board notes that the docunents JP-A-4-109 652 and
JP-A-4-233 250, which were cited in the application as
filed (cf. page 13, lines 17 to 24), are both rel ated
to a dicing apparatus having a shape recogni sing
apparatus, an alignnment apparatus, and a cutting bl ade,
and therefore al so appear to be of relevance. These
docunents, however, do not seemto have been consi dered
in the assessnent of inventive step.

In the present case, since the appellant no | onger
seeks the grant of a patent including the subject
matter as rejected by the exam ning division, but has
filed a substantially anmended text for claim1l which
requi res substantial further examnation in relation to
both the fornmal and substantive requirenents of the
Convention, it is clearly appropriate that the case
should be remtted to the examning division in
accordance with Article 111(1) EPC

The Board also refers to Decision T 1032/92 (not
published in the Q) EPO, where it was stated that the
filing of a new request for the first tinme in the
statenent of the grounds of appeal, as in the present
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case, inevitably |l eads to undesirabl e procedural delay.

2966. D Y A
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Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the departnent of the first
i nstance for further exam nation of the application
having regard to the appellant's request as set out in
the statenent of the grounds of appeal.

The Regi strar: The Chai r man:

D. Spigarelli R K. Shukl a
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