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Summary of Facts and Subm ssi ons

2460.D

Eur opean patent No. 0 418 829 (application
No. 90 117 951.5) was granted with the follow ng single
claim

"1. An optical fiber ribbon, conprising:

a plurality of optical fiber strands arranged side
by side in a plane, each of said plurality of optical
fi ber strands conprising a glass optical fiber, a
coating layer of ultraviolet cured resin provided on an
outer periphery of said glass optical fiber, and a
| ayer of coloring material provided on said coating
| ayer of ultraviolet cured resin, wherein said coloring
material contains at |east one volatile conponent; and

an overall coating of ultraviolet cured resin
provi ded onto an outer periphery of said plurality of
optical fiber strands so as to integrate said plurality
of optical fiber strands with each other into a ribbon;

characterised in that the weight of said at |east
one vol atile conponent contained in said coloring
mat erial of said colored |layers at 60°C is selected so
as to be not |arger than 5% of the weight of said
coloring material."

The patent was revoked by the OCpposition Division on
the ground that the subject-matter of granted claiml
| acked novelty in view of the contents of docunent:

D1: JP-A-64 022 976, together with the Deweat abstract
and the English translation of the Japanese patent
docunent .
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In its decision the Qpposition Division acknow edged

t hat docunment D1 did not explicitly specify the anount
of volatile conponents present in the col ouring
materi al conposition disclosed there (see point 3 of
the reasons, first sentence). It however accepted that
the results, presented in test reports produced by the
opponent |, of neasurenents of the weight |oss
experienced by cured | ayers of a colouring material of
t he conposition disclosed in docunent D1 when heated up
to 60°C for two weeks actually provided a determ nation
of the content in weight of the volatile conponents at
60°C present in the coloured |layer, within the neaning
of claim1l (see point 3.2 of the reasons, |ast
sentence). Since the so neasured wei ght | oss was
between 1.9% and 2.6% i.e. substantially bel ow the
upper value of 5% specified in claim1l of the patent,
docunent D1 was considered to anticipate the subject-
matter of the claim(see point 3.3, |ast paragraph and
point 3.4 of the reasons).

The appel lant (proprietor of the patent) filed an
appeal against the decision revoking the patent.

Oral proceedings were held on 20 Septenber 2000.

At the outset of the oral proceedings, the Board
invited the parties to reconsider whether the weight

| oss neasured after heating |layers of col ouring
material at 60°C for two weeks actually represented the
wei ght of the volatile conponent "contained in said
colouring material at 60°C' within the neaning of the
characterising portion of claiml1, as had apparently
been assuned so far both by the parties and by the
Qpposi tion Division.
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The appellant in this respect declared that the
characterising portion of claim1l indeed referred to
t he weight of the volatile conponent which was stil
contained in the colouring naterial at a tenperature of
60°C. This weight could be determ ned fromthe

di fference between the known weight of the volatile
conponent initially included into the curable ink
material and the wei ght of such volatile conmponent
which left the material during its curing and heating
up to 60°C, as was evident fromthe sentence bridging
pages 3 and 4 of the patent specification.

The appeal ed deci si on was however based on the w ong
assunption that the weight of the volatile conponent
referred to in the characterising portion of claiml
corresponded to the weight of the volatile conponent
whi ch had left the material, rather than to the wei ght
of the volatile conponent which was still contained in
It.

The respondent | (opponent 1) insisted that the weight
of volatile conmponent referred to in the characterising
portion of claim1 actually corresponded to the wei ght

| oss neasured in his test reports. If his
interpretation of the claimcould not be accepted by
the Board, the way of neasuring the volatile conponent
contained in the coloured |ayers at 60°C becane an
essential feature of the invention. Since the patent
specification did not however disclose any nethod of
measuring the clained weight content, it was open to an
obj ection under Article 100(b) EPC (insufficiency of
the disclosure), and the case should be referred back
to the first instance.

The respondent |1 (opponent I1) accepted that the
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characterising portion of claiml referred to the

vol atil e conponent still present in the colouring
material at 60°C, rather than the weight of the
conmponent which had left the material in the curing and
heati ng processes. He however blamed the appellant for
havi ng suddenly departed fromhis own fornmer
interpretation of the claim He al so expressed doubts
as to whether the clainmed subject-matter net any

i ndustrial purpose, since the content of volatile
conponents at 60°C was totally inmaterial to the proper
operation of an optical fibre ribbon which was not

i ntended for being used at any hi gher tenperature.

At the end of the oral proceedings the appellant
requested that the decision under appeal be set aside
and that the patent be maintained on the basis of the
claimas granted or on the basis of an amended claimin
accordance with auxiliary requests 1 to 3 as specified
in his letter dated 18 August 2000.

The respondents for their part requested that the
appeal be di sm ssed.

Reasons for the Decision

2460.D

The appeal is adm ssible.

The optical fibre ribbon defined in claim1 of the
patent in suit is "characterised in that the weight of
said at |east one volatile conponent contained in said
colouring material of said coloured |ayers at 60°Cis
selected so as to be not |arger than 5% of the weight
of said coloring material" (enphasis added). In the
Board's view, the upper Ilimt of 5%referred to in the



2460.D

- 5 - T 0599/ 98

clainms thus applies to the weight of the volatile
conponent which is still contained in the col ouring
material after it has been heated up to 60°C. This is
confirmed by the specification which explicitly states
that "the wei ght percentages of the volatile conponents
were neasured after the ultra violet curable ink was
cured and heated up to 60°C" (enphasis added). The
upper limt referred to in the claimdoes not however
apply to the weight of any volatile conponent which has
| eft the colouring material during its heating up to
60°C, and is thus no longer contained in it at 60°C.

Accordingly, the results of nmeasurenents of the weight

| oss experienced by colouring |layers having the
conpositions disclosed in docunent D1 after two weeks
at 60°C, as produced by the respondent |, are not
representative of the weight of the volatile conponents
contained in the colouring material wi thin the meaning
of claim1l. They cannot therefore be relied upon to
denonstrate that the clained subject-matter |acks
novelty in view of the contents of docunent D1, as did
t he Opposition Division.

Thus, the appeal ed deci sion was based on a wong
under standi ng of the clained subject-matter and/or an
i ncorrect assessnent of the evidence on the file, and
it cannot be upheld by the Board, accordingly.

A nunmber of issues still have to be considered before a
final decision can be taken on the validity of the
pat ent .

It shall in particular be considered whether the
respondents shoul d be given an opportunity to present
nore appropriate evidence in support of their
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argunent ati on agai nst the novelty of the clai ned
subject-matter in view of the contents of docunent D1.

The respondents al so contested the inventive step

i nvol ved by the clainmed subject-matter and the
sufficiency of the description. These objections m ght
al so still require proper consideration.

Accordingly, in order not to deprive the parties of
their right to have the outstandi ng questions exam ned
by two instances of jurisdiction, the Board deens it
appropriate to make use of its discretion under

Article 111(1) EPC to remit the case to the first
i nstance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

P. Muartorana E. Turrini

2460.D



