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Summary of Facts and Subm ssi ons

The appeal is fromthe decision of the Opposition

Di vi si on announced 20 March 1998 and sent in witten
formto the parties on 6 April 1998, rejecting the
opposi ti on agai nst European Patent No. 0 494 521.

The i ndependent clains 1 and 4 of the patent in suit
read as foll ows:

"1. A shielding gas m xture suitable for use in arc
wel di ng and consisting of argon, helium carbon

di oxi de, plus usual inpurities characterised in that
the m xture contains, in percent by volune, 5 to 13 %
helium 0.1 to 0.9 % carbon di oxi de and t he bal ance
argon plus inpurities.™

"4. A process for welding superalloys of the type in
which a shielding gas is provided and surrounds an

el ectric arc during welding, wherein carbon dioxide,
hel ium argon plus usual inpurities are mxed to
provi de a shielding gas, characterised in that the

m xture contains, in percent by volune, 0.1 to 0.9%
carbon dioxide, 5 to 13% helium and the bal ance argon
plus inpurities.”

1. Agai nst this decision an appeal was filed by the
Appel I ant (Opponent 02) by fax on 3 June 1998, with
paynent of the appeal fee and subm ssion of the
statenent of grounds of appeal on that sane day.

L1l In preparation for oral proceedings auxiliarily
requested by both the Appellant and the Patent
Proprietor (Respondent) the Board, in its annex to the
sumons to oral proceedi ngs, addressed the question of
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sufficiency of disclosure of the invention clained.

Oral proceedings were held on 15 January 2002, in the
absence of the parties, the Appellant having w thdrawn
its request for oral proceedings, the Respondent having
notified the Board it would not attend.

The argunents of the Appellant in support of its
request for revocation of the patent inits entirety
can be summari sed as foll ows:

The ranges chosen in the clains were arbitrary and did
not contribute to solving a technical problem because
there was no additional advantage in respect of the
state of the art. If the ranges clained should be a
real selection providing unforeseen advantages, this
was not disclosed in the patent. This was illustrated
by the fact that the patent stated that there was a
need for the heliumcontent to be at |east 10%
(colum 8, lines 34, 35) and the available tests only
i nvol ved between 9 and about 10 vol.% helium whereas
t he cl ai m extended over a nmuch wi der range, nanely from
5to 13 vol . %

The objection therefore was that the patent did not

di scl ose the invention in such a way that it could be
performed over the whole range clainmed (see T 409/91
Q) EPO 1994, 653).

The Appellant further argued that the subject-matter of
claims 1 and 4 were not novel nor did they involve
i nventive step.

The Respondent (Patentee) requested dism ssal of the
appeal. It did not argue in respect of sufficiency of



VII.

- 3 - T 0591/98

di scl osure but only countered the Appellant's
subm ssi ons on novelty and inventive step.

The party as of right (Opponent 01) did not file any
requests or subm ssions in appeal.

Reasons for the Deci sion

1

0505.D

The appeal is adm ssible.

Extent of exam nation in appeal

During the oral proceedings before the Qpposition
Division the Appellant limted its request for
revocation of the patent to only the subject-matter of
claims 1 to 4 as granted. The deci sion under appeal as
well as the m nutes of the oral proceedings nention
this fact.

Now on appeal the Appellant requests revocation of the
patent in its entirety (see |last page of his statenent
of grounds of appeal).

The question whether this is adm ssible needs no
further consideration by the Board in view of its
findings, which follow bel ow, regarding the subject-
matter of claim4. This claimis under attack on both
accounts.

Sufficiency of disclosure (Article 83 EPC)
The Appel |l ant had rai sed the ground of opposition

pursuant to Article 100(b) EPC by crossing the
appropriate box on EPO Form 2300 and by i ncl udi ng
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reasons on this point inits notice of opposition,
page 2. The argunentation used was repeated by the
Appel lant in its statenent of grounds of appeal.

The Opposition Division not having treated this ground
of opposition in its rejection of the opposition, the
Board put the question to the parties whether the case
should be remtted to the Opposition Division for a
decision on this matter or whether the Board shoul d
make use of its powers pursuant to Article 111(1) EPC
to decide itself on this issue. The Board consi dered
the latter to be feasible. Only the Appell ant responded
to this invitation, expressing no particular
preference, but indicating that the concl usions drawn
in decision T 409/91 (supra) should be applied in their
entirety if the Board were to decide itself.

Si nce the Respondent has not reacted to the invitation
of the Board and the matter is straightforward, the
Board considers it appropriate to make use of its power
pursuant to Article 111(1) EPC and decide itself on
this matter.

According to Article 83 EPC the disclosure of the
invention in the patent nust be sufficiently clear and
conplete for it to be carried out by the skilled
person.

In contrast to claim1l1, which relates to a shielding
gas m xture on its own, the invention as defined by the
further independent claim4 as granted relates to a
process for electric arc welding superalloys in which a
shielding gas is used having 0.1 to 0.9 vol. % carbon

di oxide, 5 to 13 vol.% helium and the bal ance argon
plus inmpurities.
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The patent discloses three trials with different gas
conpositions used for arc wel ding of a Haynes 242
superal l oy, which lie within the range clained in
claim4, i.e (percentages are in volune percent):

Trial 4: 90. 75% Ar, 9% He and 0. 25% CG,

Mx A 89.05% Ar, 10.5% He and 0.55 CO,
M x B: 90.01% Ar, 10.74 He and 0.25 CO, (see
colum 5, line 10 to colum 6, line 25).

Al'l gas conpositions provided inproved bead appearance
by reducing the degree of oxidation, with no
significant inpairnment of weldability. The quantity of
hel i um showed little or no inprovenent in welding
characteristics when above about 10% vol . %

Simlar results were achieved with other superalloys
(nickel based and cobalt based) and on work with

di ssimlar welds between carbon steel and stainless
steel to various nickel-based alloys (colum 6,
lines 26 to 41).

The object of the invention as clainmed in claim4 is
thus related to providing arc stability, good

wel dability, inproved bead profile and -appearance and
a mnimum cost of the gas when arc wel ding superall oys
(see colum 8, lines 13 to 33 of the patent in suit).
In view of the enbodinments and trials described in the
patent in suit the Board is satisfied that this object
is achieved with the percentage of heliumin the
shi el ding gas being between 9 and 13 vol.%

However, the Board observes that the patent in suit
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clearly states that there is a need for a m ni mum of
about 10 vol.% helium see colum 8, lines 34 and 35.
This is further illustrated by the fact that it does
not di scl ose enbodi nents of the process of claim4 in
whi ch the volune of heliumin the shielding gas is in
the range between 5 and 9 vol . %

The Board therefore has to conclude that the above
menti oned obj ect cannot be obtained with the process
for arc wel ding superall oys according to claim4 using
a shielding gas in which the heliumcontent is in the
range between 5 and 9 vol.% The skilled person is
therefore not put in a position to carry out the
process of claim4 over the entire range cl ai nmed (see
T 409/91, supra). The invention as defined by this
claimtherefore does not fulfil the requirenents of
Article 83 EPC and therefore the patent cannot be
upheld with this claim

3.5 Since the request of the Respondent for maintenance of
t he patent as granted cannot be allowed for the reasons
menti oned above, in the absence of further requests the
patent has to be revoked because the Board can only
deci de upon the patent in the text submtted to it, or
agreed, by the proprietor of the patent (Article 113(2)
EPC) .

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
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2. The patent is revoked.
The Regi strar: The Chai r man:
M Patin P. Alting van Ceusau
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