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Summary of Facts and Subm ssi ons

1141.D

The respondent is proprietor of European patent

No. O 441 953 ("the Patent") which was granted on the
basi s of European patent application No. 90 914 225.9.
with 10 clains as foll ows:

"1. A conplex of technetium (°Tc or °™c) which
contains a nmoiety Tc=NR, Tc-N=NY or Tc(-N=NY),, and a
I i gand whi ch confers biol ogical target-seeking
properties on the conplex, wherein

R represents an aryl group, a substituted or
unsubstituted al kyl group, or the grouping - NRR?

Y represents an aryl group or a substituted or
unsubstituted al kyl group; and

Rt and R? are hydrogen, aryl groups or substituted or
unsubstituted aliphatic or cyclic al kyl groups, and may
be both the sanme or different, provided that both are
not hydrogen.

Dependent clainms 2 to 7 related to el aborations of the
conpl ex according to claim 1.

8. A method of preparing a conplex of technetium (°Tc
or %™c) which contains a nmoiety Tc=NR, Tc- N=NY or
Tc(-N=NY),, wherein R and Y are defined as in
claim1l1, which nethod conprises the derivatisation
of a technetium oxo-containi ng species by
condensation with a hydrazi ne, an am ne an
i socyanate, a sul phinylam ne or a phosphini mne."

9. A method of preparing a conplex of technetium (°Tc

or %"c) which contains the noiety Tc=NR, Tc-N=NY
or Tc(-N=NY),, wherein Rand Y are defined as in
claim1l1, which nmethod conprises the reaction of a
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hydrazine or amne with a conpl ex containing
t echnet i um hal ogen bonds.

10. A radiopharmaceutical which includes a conpl ex of
technetiumas clainmed in any one of clains 1
to 7."

The appellant originally filed notice of opposition
requesting revocation in full of the European patent
pursuant to Article 100(a) EPC for | ack of novelty and
inventive step. O the nunerous docunents cited during
the first-instance opposition and subsequent appeal
proceedi ngs, the following are referred to in the
present deci sion:

(1) EP-A-0 384 769

(2) DE-A-3 216 026

(4) EP-A-0 291 281

During prosecution of the case before the opposition

di vi sion, anmended sets of clains were filed by the
respondent, by way of mamin and auxiliary requests. In
an interlocutory decision posted on 16 April 1998, the
opposi tion division maintained the patent in anmended
formon the basis of clains 1 to 10 in the respondent's
seventh auxiliary request filed during the oral
proceedi ngs held before it on 4 March 1998. Claim1
corresponds to claim1l as granted (see | above) with
the addition of the follow ng proviso at the end of the
claimindicated in bold italic letters bel ow

"1. A conplex of technetium
............................ > provided that both are
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not hydrogen; with the proviso that the |igand which
confers biological target-seeking properties on the

conplex is not a macronol ecule.™

Clains 2 to 7, 9 and 10 are identical with those in the
pat ent as granted.

Claim 8 has been anended by del eti ng hydrazi ne as one
of the options for condensation with the technetium
0X0-cont ai ni ng species (see | above), the final portion
of the claimas anended reading as a foll ows:

"8. A nethod of preparing a conpl ex
S > whi ch nmet hod conprises the
derivatisation of a technetium oxo-contai ning species
by condensation with an am ne, an isocyanate, a

sul phi nyl am ne or a phosphi ni mne."

In its reasons for the decision the opposition division
hel d that anended clains 1 and 8 net the requirenents
of Article 123(2) and (3) and Article 84 EPC. It found
that introduction of the proviso (disclainer) at the
end of product claim1l (see IIl above) and del etion of
hydrazi ne as one of the reactants fromclaim38 were
appropriate anmendnents to establish novelty of the

cl ai med subject-matter in the patent over the prior art
of citations (1) and (2).

Concerning inventive step, the opposition division
determ ned the problemto be solved vis-a-vis the

cl osest state of the art according to citation (2) as
t hat of providing technetium99m | abell ed

radi opharmaceuticals containing a variety of |igands
capabl e of conferring specific biological target-
seeking properties on such radi opharnmaceuticals. It



VI .

VII.

1141.D

- 4 - T 0590/ 98

concluded that neither citation (2) nor citation (4)
gave any hint to those skilled in the art to solve the
probl em by the provision of the clainmed technetium
conpl exes in the patent.

The appellant filed a notice of appeal dated 5 June
1998 and paid the appeal fee on the sane date. Wth its
statenent of grounds of appeal filed on 26 August 1998,
t he appellant filed six new docunments (Docunents (7)

to (12)) and four annexes of conparative data.

Inits reply dated 1 March 1999 to the grounds of
appeal, the respondent objected to the introduction in
t he appeal proceedi ngs of new evi dence w thout an

expl anation as to why it was not filed at first

i nstance and requested an apportionnment of costs in its
favour on the grounds that the appellant's reliance on
such evi dence had caused the respondent to incur
unnecessary costs.

In the Board's conmunication dated 27 March 2002
acconpanyi ng the summons to oral proceedings, the
rapporteur indicated the Board' s view of the correct
interpretation of the clains upheld by the opposition
di vision and infornmed the respondent that, in the

opi nion of the Board, the disclainmer (proviso)
introduced in claim1l was neither supported by the

di sclosure in the application as filed nor by the

di sclosure in citation (1) and, noreover, that the
anmendnent s made during opposition proceedi ngs
enphasi sed a problemof clarity. In support of this
opi nion a copy of page 699 (entry "ligand") of Haw ey's
Condensed Chemi cal Dictionary, eleventh edition, was
attached to the Board's communi cati on.
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In reply to the Board' s conmuni cation, the respondent
submtted with its letter of 28 June 2002, in advance
of the oral proceedings fixed for 30 July 2002, further
argunents supporting its request for the appeal to be
di smssed and filed new auxiliary requests 1 to 4.

Claim1l of auxiliary request 1 is worded as foll ows:

"A conpl ex of technetium (°Tc or °™c) useful as a
radi ophar maceuti cal of formul a:

L,Tc=NR, L,Tc-N=NY or L,Tc(-N=NY),;
wherein
R represents an aryl group, a substituted or
unsubstituted al kyl group, or the grouping - NRR?
L represents a nono-dentate or nulti-dentate |igand;
nis 11, 2, 3 or 4
Y represents an aryl group or a substituted or
unsubstituted al kyl group; and
R and R? are hydrogen, aryl groups or substituted or
unsubstituted aliphatic or cyclic al kyl groups, and may
be both the sane or different, provided that both are
not hydrogen;
wherein the biological target seeking properties of the
conpl ex are determ ned by the nature of the |igands
present and/or of the substituents R and Y;
with the proviso that when the formula is L, Tc=N-NR'R® or
L,Tc-N=NY, where L is a chelating di-oxygen |igand, and
nis 2, the R R2 or Y groups do not conprise a
protein."”

Claim1 in auxiliary request 2 corresponds to claim1l
in auxiliary request 1, the proviso at the end of the
claimdiffering as foll ows:
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"with the proviso that when the formula is L, Tc=N-NRIR?
or

L,Tc-N=NY, where L is a chelating di-oxygen |Iigand, and
nis 2, the R“ R2 or Y groups do not conprise a

macr onol ecul e. "

Caim1l1l in auxiliary request 3 corresponds to claiml
in auxiliary request 1, the definition of ligand L
differing as foll ows:

"L represents a nono-dentate or nulti-dentate |igand
whi ch confers biological target-seeking properties on
t he conpl ex".

Caim1l in auxiliary request 4 corresponds to claiml
in auxiliary request 2, the definition of ligand L
i kewi se differing as foll ows:

"L represents a nono-dentate or nulti-dentate |igand
whi ch confers biological target-seeking properties on
t he conpl ex".

During the course of the appeal the nanme of the
respondent conpany was changed tw ce and these changes
were duly recorded.

In a letter of 26 June 2002 the appellant infornmed the
Board that its name, which was The DuPont Merck

Phar maceuti cal Conpany when the opposition had been
filed, had al so been changed twi ce thereafter, first to
DuPont Pharmaceuti cal s Conpany and then to Bristol -
Myers Squi bb Pharma Conpany. Two docunents said to

evi dence these changes were filed with that letter

In a comuni cation dated 24 July 2002 the Board
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observed, in relation to the appellant's changes of
name and those two docunents, that:

(A) The first docunent, an affidavit of 6 July 1998,
stated that DuPont Pharnmaceuticals Conpany is "no
| onger doi ng busi ness as The DuPont Merck
Phar maceuti cal Conpany"” and that "said business
was term nated on June 30 1998". It was uncl ear
whet her that "term nation of business" referred,
as the context mght suggest, just to a cessation
of business under the name of The DuPont Merck
Phar maceuti cal Conpany or, as the statenent taken
at face value would suggest, to a cessation of
busi ness per se. In the latter event, the question
woul d then arise whether there had been a
succession to the business by a party entitled to
conduct the proceedings as contenpl ated by
decision G 4/88 (QJ 1989, 480) and subsequent
jurisprudence of the Boards of Appeal.

(B) The second docunent, apparently a sworn
notification made under the partnership | aws of
the State of Del aware, indicated both another
change of nanme (from DuPont Pharnmaceutical s
Conmpany to Bristol-Mers Squi bb Pharma Conpany)
and a change of partners (two earlier partners -
E | DuPont de Nermours and Conpany and DuPont
Pharma, Inc. - having been replaced by two new
partners - E R Squi bb & Sons, LLC and Bristol -
Myers Squi bb Pharma Hol di ng Conpany, LLC), both
changes havi ng occurred on 2 October 2001. This
appeared to be the first indication on the file
that the appellant was a partnership of two
corporations. The Board was accordingly required
to consider whether there had been no nore than a

1141.D Y A
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nmere change of name or whet her one partnership had
ceased and been repl aced by anot her and whet her,
inthe latter case, there had been a transfer of
busi ness fromthe earlier to the later, again as
contenpl ated by G 4/88 and subsequent
jurisprudence.

(C© These matters could affect the adm ssibility of
t he appeal and their resolution would appear to
require evidence as to the relevant law, as to the
construction to be placed on the docunents
referred to above, and as to the exact terns of
t he changes of partnership and/or of any transfer
of business. While it was hoped that these matters
could be explained at the oral proceedings on
30 July 2002, the Board could not (in view of the
| at eness of filing of these docunents and the
consequent timng of its conmunication) require
any further evidence to be filed before those
proceedings. It mght therefore be necessary, at
the end of the oral proceedings, to continue the
appeal proceedings in witing for the sole purpose
of resolving such of these issues as renmained
unanswered at that tinme.

At the oral proceedings held on 30 July 2002, the
matters raised in the appellant's letter of 26 June
2002 and the Board's subsequent conmunication were

di scussed. The appel |l ant produced three further
docunents, nanely sworn notifications under Del aware
partnership | aw of 27 March 1997 show ng the origina
two nenbers of the partnership (E |1 DuPont de Nenours &
Co., Inc. and Merck & Co., Inc.) and that its date of
formation was 1 January 1991; of 6 July 1998 show ng

t he repl acenent as one partner of Merck & Co., Inc. by
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DuPont Pharma, Inc.; and of 8 February 1999 show ng

t hat change of partner occurred on 17 July 1998.

Ref erence was al so nade to the docunent described at
Xl (B) above to show the further subsequent changes of
both partners and nane.

In view of the very late notification by the appellant
of these matters, the Board proceeded at the oral
proceedi ngs to consider the formal and substantive
issues in the appeal while |leaving the issue of the
appellant's status (and thus of the adm ssibility of
the appeal) to be dealt with in further witten
proceedi ngs as directed by the Board.

In a comuni cation dated 30 July 2002 the Board nade
the follow ng directions:

(A) The Appellant was to file, within four weeks after
t he deened date of receipt of this comrunication
witten subm ssions and evidence on the issue
whet her there had at all tinmes during the appeal
proceedi ngs been an appel |l ant whi ch had been
either a party adversely affected by the decision
under appeal or the universal successor to such a

party.

(B) The Respondent might, if it so wished, file
witten argunents and evidence in reply within
four weeks of the deened date of receipt by it of
copies of the Appellant's said witten argunents
and evi dence.

(C The parties mght in their further subm ssions
referred to above nake requests for apportionnment
of costs but otherwi se no further requests would
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be adm ssi bl e.

(D) A decision mght be issued at any tinme after the
expiry of the time-limt in (B) above. In the
event the Board considered any ot her steps
necessary, those would be announced by neans of a
further communi cation.

(E) The appeal proceedings were to be continued in
witing but only for the purpose of giving effect
to the above directions.

Pursuant to that communi cation the appellant filed,
under cover of a letter of 13 Septenber 2002, the
witten opinion (and acconpanyi ng docunents) of its
Del aware | awyer that, under the |laws of Del aware, the
menbers of a partnership may change w t hout the
partnershi p being dissolved and that this had occurred
in the case of the appellant.

In reply to that subm ssion, the respondent filed a
letter dated 1 Novenber 2002 (w th acconpanyi ng
docunents) in which it argued that, because certain
products fornmerly sold by DuPont Pharmaceuticals
Conmpany were now being offered for sale by a separate
entity, a corporation entitled Bristol-Mers Squibb
Medi cal Imaging Inc., under trade marks all egedly
registered in the United States in the nane of that
corporation, the business formerly conducted by the
appel  ant partnershi p was now bei ng conduct ed by t hat
corporation, which was therefore the successor in
business to the partnership. Therefore, in the |ight of
decisions G 4/88 and T 298/97 (QJ EPO 2002, 83), the
appel l ant was not a party adversely affected by the
deci si on under appeal which should be considered either
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as inadm ssible or withdrawn. The respondent requested
an apportionnent of costs such that the appellant pay
all the respondent's costs incurred after "any date
that the Board rules that the appeal no |onger existed,
plus costs arising as a direct result of Bristol-Mers
Squi bb Pharma Conpany's unwarranted participation in,
and artificial continuation of, the appeal

pr oceedi ngs".

XVI . In a letter dated 22 Novenber 2002, the appell ant
refuted those subm ssions of the respondent. Yet
further subm ssions were filed thereafter, by the
respondent in a letter of 20 Decenber 2002 and by the
appellant in a letter of 17 February 2003. For the
reasons given bel ow (see paragraph 1 of the reasons),
the contents of these three subm ssions are not
sunmari sed here.

XVII. The argunents of the appellant, in witing and at the
oral proceedings, as regards the issues which are
rel evant to the present decision can be sunmarised as
fol | ows:

(A) The entity which commenced the opposition
proceedings is a Delaware partnership of two
corporations which has remai ned the opponent and,
subsequently, the appellant despite changes of
participating partners and of nane. There has been
no di ssolution or term nation of the partnership
whi ch has, despite those changes, remained in
bei ng as a partnership under Del aware | aw.

(B) daim1l of the main request, on its proper

construction in the light of the disclosure as a
whol e in the patent specification, including the

1141.D Y A
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formul ae L,Tc=NR, L,Tc-N=NY and L,Tc(-N=NY),
provided in the description and dependent clains 2

to 4, clearly related to conpl exes (coordination

conmpounds) of technetium containing

at least a nitrogen noiety (A), viz. =NR or -
N=NY; and

at least a ligand (B) which confers target-
seeking properties on the conplex, said |igand
(B) being a nono- or nulti-dentate |igand "L" as
shown in the description and any of dependent
clainms 2 to 4. The interpretation of claim1l1 on
the basis of its grammatical construction ("a
conpl ex of technetiumwhich contains the noiety
..... and a |ligand which confers biol ogical
target-seeking properties on the conplex") nade
it unambi guously clear that the feature "which
confers biological target-seeking properties on
the conplex" related to the ligand (B) and
neither to the conplex as such nor the nitrogen
noi ety (A).

As indicated in the m nutes of the oral
proceedi ngs before the opposition division, the
di scl ai mer had been introduced in claim1 of the
seventh auxiliary request before the opposition
division to renove an all eged overl ap between
claiml1l and the state of the art according to
(1). CGtation (1) related to bifunctional
hydrazi ne or hydrazi de conpounds capabl e of
linking netal ions, particularly technetium and
rhenium to biologically useful nolecules,

i ncl udi ng macronol ecul es such as proteins,

pol ypepti des and gl ycoproteins. In the state of
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the art according to (1), in a first step the

bi functional conpounds reacted wth nucl eophilic
groups on the nmacronol ecules to yield conjugates
cont ai ni ng free hydrazi ne/ hydrazi de groups as

t he remai ni ng second functionality. Such
conjugates were useful in a second step for

| abel | i ng macr onol ecul es by reacting the
conjugates with a suitable netal species. It was
thus clear that (1) referred to | abelled
macr onol ecul es conpri sed of conjugates and netal
ions. As was derivable fromthe fornul ae at

page 4, lines 33 to 38 of (1), the biologically
active nol ecul es or macronol ecul es (eg proteins)
of the conjugates referred to in (1) were, in
contrast to the ligands "L" in the patent,
clearly no ligands attached to the central atom
(technetium of a coordination conpound. It
necessarily followed that the disclainmer in
claiml ("that the ligand which confers

bi ol ogi cal target-seeking properties on the
conplex is not a macronol ecule") had no basis in
the state of the art according to (1) and that
claim1l as anended was thus contrary to

Article 123(2) EPC

The opposition division was wong to reject the
appel l ant's objection under Article 84 EPC to
the clarity of the definition of the ligand in
claim1l reading "a |ligand which confers

bi ol ogi cal target-seeking properties on the
conpl ex" and, consequently, to the wording of
disclainmer. In the present case, Article 84 EPC
had to be taken into account in view of the
anmendnent s nmade by the respondent during

opposi tion proceedi ngs. The neaning of the term
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"bi ol ogi cal target-seeking properties” was in
itself vague and indefinite and was neither
expl ai ned nor defined anywhere in the patent
specification. The neani ng and scope of the term
macronol ecul e was simlarly obscure, since it
related to anything fromanti bodies to
silicones. In accordance with decision T 4/80
(QJ EPO 1982, 149), originally disclosed
subject-matter, clearly definable by technica
features, may be excluded froma w der claim by
a disclaimer, if the subject-matter remaining in
t he claimcannot technically be defined directly
(positively) in a nore clear and conci se manner.
In the present case however, neither the

subj ect-matter excluded by the disclainer nor
the subject-matter remaining in claim1l was
clearly defined by technical features. It was
thus clear that the clains in the respondent’'s
mai n request did not conply with the

requi renents of Article 84 EPC

Apart fromthe fact that the auxiliary

requests 1 to 4 were filed only about one nonth
i n advance of the oral proceedings, and were
thus filed | ate wi thout any proper
justification, none of these requests was

adm ssi bl e under Rule 57a EPC. It was not
recogni sable that the anmendnents to the clains
in auxiliary requests 1 to 4 were occasi oned by
grounds for opposition in Article 100 EPC as
required by Rule 57a EPC. The clains in
auxiliary requests 1 and 2 al so contravened
Article 123(2) and (3) EPC. The admi ssibility of
all auxiliary requests was, noreover,

obj ectionable as reformatio in peius.
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Claim1l as originally filed, as granted and as
mai nt ai ned by the opposition division stipulated
that the clainmed conplex nust contain, in
addition to any of the noieties Tc=NR, Tc- N=NY
or Tc(-N=NY),, "a ligand which confers

bi ol ogi cal target-seeking properties on the
conpl ex". Deletion of this conpul sory feature
and its replacenent by "wherein the biological
target-seeking properties of the conplex are
determ ned by the nature of the |igands present
and/ or of the substituents Rand Y" in claim1l
of auxiliary requests 1 and 2 of fended agai nst
Article 123(2) and (3) EPC and was, noreover,

obj ectionable as reformatio in peius. The

consi derabl e reduction in scope of the
disclaimers in claim1l1 of all four auxiliary
requests produced sone extension of scope of
protection conpared to claim1l naintained by the
opposi tion division and thus anbunted simlarly
to reformatio in peius.

The respondent’'s requests for apportionnent of
costs shoul d be di sm ssed.

As regards the issues which are relevant to the present

deci sion, the respondent argued, in witing and at the

or al

(A)

(B)

pr oceedi ngs, that:

The appeal is either inadm ssible or has in effect
been w t hdrawn because the business of the

origi nal opponent has been transferred in whole or
in part to another entity.

By seeking to inply that the Tc conplex of claim1l
nmust contain a nitrogen noiety (A) [namely =NR or
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-N=NY] and "a |ligand which confers target-seeking
properties” (B), the appellant was attenpting to
di stort the nmeaning of claim21 by introduci ng new
termnology into the analysis of its wording. The
(A) and (B) term nology was not present in claiml
and its attenpted insertion by the appellant
served only to conplicate and confuse the picture.
Wth regard to its statenent "said |igand being a
nmono- or nulti-dentate ligand L as set forth in
claims 2 to 4", this was sinply not the case. It
was a conplete msinterpretation of the text of
claiml, since the term"L" did not appear until
claim2. In response to the coments in

par agraphs 2, 3, and 4 of the Board's

conmuni cation dated 27 March 2002, the respondent
remai ned of the view that there was nothing in
claiml which required the "ligand which confers
bi ol ogi cal target-seeking properties" to equate to
B

The appellant's objections to the | ack of support
for the disclainer in citation (1) were based on
t he erroneous construction of (A) and (B) in
claiml. Onits correct and perfectly clear
interpretation the disclainmer of claiml read on
the "ligand which confers biological target-
seeking properties"” wherever it was |located in the
claimed technetiumconplex in the patent. Hence

t he opponent's objections to the disclainmer were
irrelevant, being based on a transparently
incorrect interpretation of claim11. The
appellant's contention that the protein indicated
in the fornmulae at page 4, lines 33 to 38 of (1)
was nmerely a substituent and no | onger "a |igand
whi ch confers biol ogical target-seeking
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properties" went against all the teaching of
citation (1) where the protein or macronol ecul e
was explicitly described as being used to target

i magi ng or therapy agents. The appellant had al so
omtted an elenent in its analysis. If it was to
categori se the macronol ecule or protein in
citation (1) as a substituent and not "the |igand
whi ch confers target-seeking properties” then the
guestion remained as to where in this construction
was the ligand. The respondent also wi shed to draw
attention to the definition of the term"ligand"
whi ch appeared in Butterworths Medical Dictionary,
Second Edition. This definition included the
statenent that this termwas applied to a

"nmol ecul e which is bound specifically to one site
on a protein or nucleic acid". Since the field of
radi ophar maceutical s included the disciplines of
chem stry, biochem stry and nedicine, it was, as

t he Board suggested in its comunication, not so
clear that a purely chemi cal definition should be
applied to the word "ligand". Thus the disclainmer
did not offend against Article 123(2) EPC.

Since the wording "ligand which confers biologica
target-seeking properties” objected to by the
appel l ant was already in the patent as granted and
Article 84 EPC was not a ground for opposition,
any attenpt to introduce an objection under
Article 84 EPC at this stage was clearly

i nadm ssible. Since the text of the subsequently
added proviso in claim1l sinply replicated wording
which already existed in the claim attenpts now
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to attack terns |ike "biological target-seeking
properties” and the clarity of the disclainer nust
be hel d i nadm ssi ble. The opposition division had
al ready correctly ruled on this point.

Claiml in auxiliary requests 1 and 2 resulted
from consolidation of the chem cal fornulae of
claims 2, 3, and 4 as granted, together with the
elements of claim7. CQaim1l in auxiliary

requests 3 and 4 resulted from consolidation of
the chem cal formulae of clains 2, 3, and 4 as
granted. The clainms in all auxiliary requests were
thus clearly derived fromthe patent specification
and hence all owabl e under Article 123(2) and (3)
EPC. The revised disclainmers in all four auxiliary
requests were anmended to distinguish nore clearly
over the disclosure of citation (1). Ctation (1)
was avail abl e under Article 54(3) EPC only and as
such, a disclainmer to confer novelty over the
subject-matter of (1) was allowable. The

di scl ai mers had been made as specific as possible
to the disclosure of (1) (following T 434/92,

T 653/92 and T 426/94) and were therefore believed
to be allowable. The proposed anmendnents coul d not
t herefore contravene the principle of "prohibition
of reformatio in peius" set out in G 9/92

and G 4/93 (QJ EPO 1995, 875) and G 1/99 (QJ EPO
2001, 381).

There shoul d be an apportionnent of costs inits
favour because the appellant filed new evidence on
appeal w thout explaining why such evidence could
not have been filed at first instance and because
many of the subm ssions in the grounds of appeal
were m sl eading or contradictory. As a result the
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respondent considered it had been required to do
unnecessary additional work. A further
apportionment was also justified by the fact that,
if the transfer of business (which the respondent
al | eged had occurred) had been discl osed earlier
than the appellant's letter of 26 June 2002, the
appeal woul d probably have been rejected as

i nadm ssi ble or withdrawn before the oral

pr oceedi ngs.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dism ssed
and, as auxiliary requests, that the patent be

mai ntai ned on the basis of one of the four auxiliary
requests filed on 28 June 2002; and that there be an
apportionnment of costs in its favour to reflect the
late citation of docunents and the | ate disclosure of
the alleged transfer of the opponent's busi ness.

Reasons for the Decision

Procedural nmatters

1141.D

The directions in the Board' s conmuni cation of 30 July

2002 (see Xl Il above) were quite clear. Each party, the
appellant first and the respondent thereafter in reply,
was directed to file one witten subm ssion on the very
[imted i ssue "whether there had at all tinmes during

t he appeal proceedi ngs been an appell ant which had been
either a party adversely affected by the decision under
appeal or the universal successor to such a party".

That these subm ssions were to be [imted to one from
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each party was abundantly clear not only fromthe tine
[imts set but also from paragraph (D) of the

comuni cation which said "In the event the Board

consi ders any other steps necessary, those will be
announced by neans of a further conmunication”, and
from paragraph (E) which said "The appeal proceedi ngs
are to be continued in witing but only for the purpose
of giving effect to the above directions".

In the event, both parties ignored these directions by
filing further subm ssions, in the case of the
appellant by its letters of 22 Novenber 2002 and

17 February 2003 and, in the case of the respondent, by
its letter of 20 Decenber 2002. While the respondent's
first subm ssion on this issue may have appeared to the
appel lant so far-fetched that the need to reply seened
irresistible, its letter of 22 Novenber 2002 sinply
pronpted further subm ssions which had the effect of
prol ongi ng the appeal proceedi ngs unnecessarily. If
either of the parties considered it inperative to nake
further subm ssions, it could and shoul d have sought
further directions. The Board views the unsolicited
subm ssi ons as abuses of procedure and has accordingly
to ignore them

bility

Al t hough the docunents filed by the appellant with its
letter of 26 June 2002 gave rise to reasonabl e doubt as
to the continued existence of the partnership which

i nstigated the opposition proceedings, the Board is now
satisfied that, under Delaware |aw, that partnership
has, notw t hstandi ng changes of both participating
partners and of nane, continued in being throughout the
appeal proceedings. The rel evant provisions of Del aware
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law and their application to the appellant are

expl ained in the opinion of the Del aware | awer filed
with the appellant's letter of 13 Septenber 2002 and
need not be set out in extenso in this decision
because, that opinion not having been chall enged as
such by the respondent, it represents the only evidence
on this issue which the Board accepts. It follows that
t he appel | ant partnership which, as "any person” (see
Article 99 EPC), filed opposition to the patent in
suit, was also "a person aggrieved" (see Article 107
EPC) by the decision under appeal and therefore
entitled to conmence and prosecute the present appeal
proceedi ngs. Since, on the only evidence available to
t he Board, the appellant has throughout renained the
sane entity, no question arises of any transfer to
anot her party of the appellant's assets or of its
status as opponent or appellant.

Wil e the appellant may be open to criticismfor not
inform ng the Board pronptly of changes of its nane and
for produci ng somewhat anbi guous information when it
finally did so, that does not alter the factua

position as now di scl osed by the evidence produced in
response to the Board' s inquiries.

In the Board's judgnent the respondent's attenpts to
guestion the position (see XV above) were m sqgui ded.
The respondent did not seek to challenge the opinion
provi ded by the appellant as to the provisions of

Del aware | aw but sinply sought to infer, froma
collocation of randomitens of what it called “public
record” evidence, that the appellant's business had
been transferred to the company Bristol-Mers Squibb
Medi cal Imaging Inc., and then concluded that this
disentitled the appellant from continuing these appeal
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proceedi ngs. The respondent's argunents are, as to
matters of fact, wholly unconvincing and, as to maters
of law, wholly incorrect.

As to matters of fact the respondent, referring to the
appellant's statenent (in an affidavit of

Dr S. K Larsen, an enployee and patent attorney of the
appellant, filed with the appellant's letter of

13 Septenber 2002) that the business of the partnership
first called The DuPont Merck Pharnmaceutical Conpany
and now call ed Bristol -MWers Squi bb Pharma Conpany has
been continuously carried on, the respondent says in
its letter of 1 Novenber 2002 "The public record

i ndi cates ot herw se, and instead shows that a
corporation naned Bristol-Mers Squi bb Medi cal | maging
Inc., not Bristol-Mers Squi bb Pharnma Conpany, carries
on the relevant business of The DuPont Merck

Phar maceuti cal Conpany". To support this assertion it
points to the differences between the fornmer and nore
recent packaging of certain products, current website

i nformati on about those products and forner and nore
recent product approvals issued by the US Food and Drug
Adm ni stration which show that products formerly

mar ket ed by DuPont Pharmaceuticals Conpany (the second
nane of the appellant partnership) are now nmarketed by
the corporation called Bristol-Mers Squi bb Medi cal

| magi ng I nc. The respondent appears to rely in
particul ar, although not exclusively, on trade mark and
copyright notices attributing ownership of various
trade mark and copyright rights to that corporation.
After setting out this information as to the all eged
"public record", the respondent concludes "Based on the
foregoing, it plainly appears that Bristol-Mers Squibb
Medi cal Imaging Inc., and not Bristol-Mers Squibb
Phar ma Conpany, is the successor to the nedical inmaging
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busi ness of The Dupont Merck Pharnmaceutical Conpany. ™"

Al t hough the Board has not taken into account, for the
reasons in paragraph 1 above, the appellant's
subsequent letter of 22 Novenber 2002, it must in
fairness to the appellant be nentioned that it refuted
in some detail the information, such as evidence of

al | eged ownership of various intellectual property
rights, on which the respondent relied. However, even
if all the respondent's evidence on this issue was to
be accepted as correct, it would not prove the very
fact the respondent seeks to prove, nanely that there
has been a transfer of the appellant's business. It
does not denonstrate that the appellant is no longer in
business, or that it no |l onger has an interest in
opposi ng the European patent in suit, let alone that it
has actually transferred any of its business to anyone
el se. Al that the respondent’'s evidence (assumng it
to be correct) shows is that the marketing of certain
products fornmerly conducted by the appellant is now
conducted by soneone el se. To which the objective
inquirer can only ask, to use the vernacular, "So
what ?" .

In fact, when one considers the respondent’'s evidence
in any detail, it rapidly becones inpossible to accord
it any rel evance. How can the marketing of products in
one country (as it happens, outside the territories to
whi ch the European patent rel ates) necessarily affect
t he appel l ant's opposition or appeal ? How can any
nunber of "public record"” indications of changes in the
appellant's trade equate to the transfer of its entire
busi ness to a universal successor, let alone to a
transfer together with such business of the opposition
if, as is clear, neither the appellant nor the alleged
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successor have sought even to suggest such has
happened? The respondent’'s evidence coul d indicate any
of several possible scenarios. At one extrene, the
appel lant m ght sinply have |icensed or authorised,
excl usively or non-exclusively, another legal entity to
mar ket or sell sonme of its products in a certain
territory, but that would not anmount to a transfer of
even a part of its business. Equally, at another
extreme, the appellant m ght indeed have di sposed of
its entire business to a universal successor with the
exception of its right to prosecute its opposition, so
that apart fromthese proceedings it was dormant. On
ei ther scenario, and on the many possi bl e scenari os
bet ween those two extrenes, it would in the absence of
evidence to the contrary remain entitled to bring and
pursue this appeal.

2.6 As to its legal argument based on this largely if not
whol Iy irrel evant evidence, the respondent has again
m sdirected itself. Having erroneously concluded from
t hat evidence that a succession in business took place,
t he respondent cites opinion G 4/88 of the Enl arged
Board of Appeal for the proposition (in itself quite
correct) that an opposition may be transferred to a
third party as an inseparable part of the opponent's
busi ness assets, together with the assets in the
interest of which the opposition was filed. It then
cites decision T 298/97 of Board 3.3.6, with which it
says this present case has parallels, and states there
are two possibilities, nanely that either (i) the
appel l ant and the corporation Bristol-Mers Squi bb
Medi cal Imaging Inc. now jointly owm the appellant's
former business or (ii) the business is now solely
owned by Bristol-Mers Squi bb Medi cal | maging Inc.

1141.D Y A
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As to (i), the respondent says this situation closely
parallels that in T 298/97 "and the logic therein
inevitably leads to the conclusion that the appeal is

i nadm ssible since it is not possible to admt a
further party, which is a separate legal entity, to the
proceedi ngs". That latter statement, that a further
party may not be admtted to proceedings after the tine
for (as the case may be) opposing or appealing has
expired, is initself correct. But the respondent's
concl usion, that an appeal becones inadm ssible because
athird party may not so join the proceedings, is

whol Iy incorrect. Apart frominterventions under
Article 105 EPC, additional parties cannot becone
parties to proceedings after the time for doing so has
expired for the sinple reason that the tine has
expired; and refusal to allow themto do so has no
effect on the standing of existing parties. In fact,

t he respondent appears to have been m staken in finding
a "close parallel"” between this case and T 298/97. In
that earlier case, the opponent (as here) filed a
Notice of Appeal but a quite different opponent, a

rel ated conpany described as a "new |l egal entity",
filed the G ounds of Appeal. It subsequently appeared
that various parts of the original opponent's business
had beyond doubt been transferred to two ot her
conpani es. There was no argunent by the opponent, and
Board 3.3.6 could discover no factual basis for
finding, that the G ounds of Appeal were filed by the
new conpany either by m stake or on behalf of the
opponent. Nor could the Board on the evidence construe
that a transfer of the opposition to a universal
successor in business had taken place. The facts in

T 298/ 97 were thus not only highly unusual but far
renoved fromthe present case where there is unrefuted
evi dence (which the respondent has not even sought to
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refute) that the sanme party has throughout been the
opponent and no evidence of a transfer has been
adduced.

The respondent then argues that the "public evidence
suggests” the alternative possibility (ii), nanely that
t he opponent’'s business is now solely owned by Bristol -
Myers Squi bb Medical Inmaging Inc., is "the |egal
situation". It clains that "a different legal entity
(Bristol -MWers Squi bb Pharma Conpany) has presented
itself as the legitimte successor to the appellant,
when it is not". The respondent then concludes first
that, since Bristol-Mers Squi bb Pharma Conpany is not
t he true successor in business of the appellant, it is
not adversely affected by the decision under appeal and
is not a party to the proceedi ngs; and second, that
since Bristol-Mers Squi bb Medical Imaging Inc., which
the respondent calls "the legitinmate owner of the
appeal ", has "taken no part in the proceedi ngs since

t he change of business ownership in 2001", there has
been a de facto wi thdrawal of the appeal. This argunent
is, wwth all due respect to the respondent, wholly
fanciful. It not only flies in the face of the

appel lant's uncontroverted evi dence that the appellant
has been the same entity throughout but it relies on

t he respondent's own evi dence to suggest that there has
been a transfer of the appellant's business when in
fact the respondent's evidence shows no such thing (see
par agraphs 2.3 to 2.6 above).

It appears that here again the respondent has

m sunderstood T 298/97. It quotes a passage fromthat
decision in which Board 3.3.6, agreeing with a yet
earlier decision of Board 3.2.2 (T 659/92, QJ EPO 1995,
519), said "it is incunbent on those seeking the
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substitution by transfer of a new party to denonstrate
by appropriate evidence that a transfer which conplies
with the conditions allowed by the case-law has taken
pl ace". As regards its own option (ii) (and the very
fact it is one of two optional scenarios underlines the
weakness of the argunent), the respondent criticises

t he appellant's evidence for failing to nention the

al | eged succession in business. However, the respondent
makes no attenpt to refute the appellant's case that

t here has not been, indeed cannot have been, any such
transfer at all since the appellant has renained the
sanme | egal person throughout the proceedings. If, in
the face of that evidence, the respondent wanted to
show there had in fact been a transfer then, as the
party seeking to nmake that case, it was incunbent on

t he respondent to produce the necessary evidence of a
transfer but the respondent’'s evidence, even if assuned
to be factually correct as far as it goes, sinply does
not show that at all. Such a burden of proof would of
course have been extrenely hard for the respondent to
di scharge had it actually nmade an attenpt to do so: the
appel lant, like any other party, would be presuned to
know nore about its own corporate affairs than another
party and di sl odgi ng that presunption would in effect
require evidence that the appellant's evidence (that of
its Delaware | awer and of Dr Larsen) had been
deliberately falsified. There is not a scintilla of the
respondent’s case which even hints at any such

al l egati on of syndicated perjury.

Therefore, the appeal neets all the requirenents of
Articles 107, 108 and Rule 64 EPC and is adm ssi bl e.

Mai n request

1141.D
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Interpretation of the clains as upheld by the opposition

di vi si on

1141.D

The interpretation of the clains given bel ow was

al ready brought to the attention of the parties in the
Board's conmuni cation dated 27 March 2002 and appears
rel evant to the decision on the respondent's main
request (seventh auxiliary request in the proceedings
before the opposition division).

Claim1 as upheld by the opposition division relates to
a conplex of technetiumwhich is defined as foll ows:

"A conpl ex of technetium (°Tc or °™c) which contains
a nmoiety Tc=NR, Tc-N=NY or Tc(-N=NY),,

and

a ligand which confers biol ogical target-seeking
properties on the conplex, wherein

R represents an aryl group, a substituted or
unsubstituted al kyl group, or the grouping - NRR?

Y represents an aryl group or substituted or
unsubstituted al kyl group; and

Rt and R? are hydrogen, aryl groups or substituted or
unsubstituted aliphatic or cyclic al kyl groups, and may
be both the sane or different, provided that both are
not hydrogen; with the proviso that the |igand which
confers biological target-seeking properties on the
conplex is not a macronol ecule.™

Dependent claim2 relates to a conplex of technetium
which is defined as foll ows:

"A conplex as clained in claim1 of the fornmula
L,Tc=NR, wherein
L represents a nono-dentate or nulti-dentate
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i gand
nis 1, 2, 3 or 4
and R is as previously defined.

Dependent claim 3 relates to a conpl
which is defined as foll ows:

"A conplex as clainmed in claim
L,Tc- N=NY,

wherein

L represents a nono-dentate or
i gand

nis 11, 2, 3 or 4

and Y is as previously defined.

Dependent claim4 relates to a conpl
which is defined as foll ows:

"A conplex as clainmed in claim
LnTC( - N:NY) 23

wherein

L represents a nono-dentate or
i gand

nis 11, 2, 3 or 4

and Y is as previously defined.

T 0590/ 98

ex of technetium

1 of the fornul a

multi -dentate

ex of technetium

1 of the fornul a

multi -dentate

Dependent claim 7 as upheld by the opposition division

relates to a conplex of technetium which is defined as

foll ows:

"A conplex as defined in any of the preceding

claims [including claim1], useful as a

radi ophar maceuti cal, wherein the biol ogical

target-seeking properties of the conplex are

determ ned by the nature of the |igands present
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and/ or
t he substituents R and Y.

The description in the application as originally filed
(see International application PCT/GB 90/01330,
publ i shed under the PCT on 21 March 1991 as

WD 91/03262: page 5, lines 10 to 16) and the patent as
granted (see EP-B-0 441 953, Publication of the grant
of the patent on 6 Decenber 1995, Bulletin 95/49:

page 5, lines 5 to 13) contains the clear and

unequi vocal statenent: "Conplexes in accordance with
this invention have the formul ae:

L,Tc=NR, L,Tc-N=NY or L,Tc(-N=NY),

wherein L represents a nono- or nulti-dentate |igand;
nis 1l 2, 3 or 4
and

R and Y are as defined above".

It is apparent fromthe above that the patent itself

makes, in the definition of the clained conpl exes, a

cl ear distinction between

(a) "ligands L" [which are correctly shown in the
chem cal fornulae presented to be directly
attached to the technetiumcentral atoni;

(b) "moieties Tc=NR, Tc-N=NY or Tc(-N=NY),"; and

(c) "substituents R and Y"
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Aligand is by definition a nolecule, ion or atomthat
is directly attached to the central atomof a

coordi nati on conmpound, a chelate, or other conplex -
see e.g.

(a) Hawl ey's Condensed Chem cal Dictionary, eleventh
edition, page 699 (copy attached to the Board's
conmuni cation dated 27 March 2002): "ligand - A
nol ecule, ion or atomthat is attached to the
central atom of a coordination conmpound, a chelate
or other conplex. Thus the amoni a nol ecul es in
[ CO(NH;) ¢] +++ and the chlorine atons in Ptd g4 are
| i gands”;

(b) Butterworths Medical Dictionary, Second Edition
(copy attached to the respondent's letter of
24 June 2002): "ligand- In chem stry, a nolecule
whi ch is bonded usually to transition-netal
el enents, by neans of el ectron-donor bonds. The
termis applied to a nolecule which is bound
specifically to one site of a protein or nucleic
aci d".

The range of possible nono- or nulti-dentate |igands
envi saged in the patent specification itself for the

cl ai med conpl exes (see page 5, line 16 to page 7,

line 15; page 19, Table 1) includes w thout exception
nol ecul es capabl e of being bonded to the technetium
central atom by neans of el ectron-donor or coordination
bonds and are consequently in full agreenent with the
definition of the term"ligand" as used in chemstry
according to the above-nentioned dictionaries.

Thus, on the proper construction of claim1 as upheld
by the opposition division in its full context as set
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out above, this claimcannot, in the Board's judgnent,
reasonably be interpreted in any other way than as
relating to a conplex of technetium containing the

noi ety Tc=NR, Tc-N=NY or Tc(-N=NY), and necessarily at

| east one nono- or nmultidentate ligand L which is
directly bonded to the technetiumcentral atom by neans
of an el ectron-donor or coordination bond and which is
functionally defined by its capability of conferring

bi ol ogi cal target-seeking properties on the conpl ex.

mer introduced into claim1l

The opposition division referred in item6 (headed
"Art. 54 EPC - Novelty") of the decision under appeal
to the follow ng disclosures in citation (1):

"The invention relates to bifunctional conpounds
capable of linking netal ions, particularly technetium
and rhenium to biologically useful nolecul es”

(see (1): page 2, lines 4 to 5);

"“I'n anot her enbodi nent of the invention, conjugates are
formed by reacting bifunctional hydrazine or hydrazide
conpounds of the invention wi th macronol ecul es such as
proteins, polypeptides or glycoproteins. The

bi functi onal conpounds react w th nucl eophilic groups
on the macronol ecules (e.g. lysine residues) to yield
conj ugat es contai ni ng free hydrazi ne/ hydrazi de groups”
(see (1): page 2, lines 39 to 43).

"The technetium atons are believed to be bound to the
conjugate via a hydrazi de or diazenido |inkages:
Prot ei n-1inker-N,TcL,
or
Protein-1inker-N(-R)NTcL,
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wher ei n:
L is an ancillary dioxygen |igand.

Exanpl es of this type of |inkage have been descri bed
for Mo and Re (Conprehensive Coordination Chem stry,
Vol. 2, G WIkinson ed., Perganmon (Oxford 1987) and
several anal ogues conpl exes of °°Tc have been prepared
by the reaction of an organohydrazi ne derivative and
TC(V) oxo species" (see (1): page 4, line 33 to 42).

In point 6.2 of the reasons for its decision, the
opposition division stated that "the term macronol ecul e
is nmentioned several tinmes in (1), in particular on
page 2, lines 6, 11, 16, 24, 40, 41, 43 and 44 and that
t he macronol ecul es described in the exanples of (1)

are 1gG Fragnent E1 and nonocl onal anti body 5E8 (see
Exanples 9 to 12) which (as stated in Patentee's letter
dated 07.02.97) have nol ecul ar wei ghts of 155000, 56
754 and over 50 000 respectively".

On the basis of the above disclosure in citation (1)

t he opposition division considered in its decision the
introduction into claim1l1l of the disclainer ( "with the
proviso that the |igand which confers biologica

t ar get - seeki ng properties on the conplex is not a

macr onol ecul e") as appropriate and necessary to
establish novelty of the clainmed subject-matter in the
patent over the state of the art according to

citation (1).

Contrary to the opinion expressed by the opposition
division in the decision under appeal (see especially
page 8, fourth full paragraph) and the argunents
submtted by the respondent in its reply to the grounds
of appeal and during the hearing before the Board,
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citation (1) does not disclose a conplex of technetium
containing a ligand which is a macronol ecul e as such.
On the contrary, citation (1) discloses conjugates
formed by reacting bifunctional hydrazine or hydrazide
conmpounds wi th macronol ecul es such as proteins,

pol ypepti des or glycoproteins. The bifunctional
conpounds react with nucl eophilic groups on the
macronol ecul es to yield conjugates containing free
hydr azi ne/ hydr azi de groups. Labelled macronol ecul es
conprised of conjugates and netal ions and a nethod for
| abel I i ng macr onol ecul es by reacting a conjugate
according to (1) with a netal species are also

di sclosed in (1).

In (1) a clear distinction is nmade between a conjugate
(comprising a protein or macronol ecul e) which is bound
to the technetiumatomvia a hydrazi de or diazenido

I i nkages and ancillary di oxygen |igands which are
directly attached to the technetiumcentral atom by
nmeans of el ectron-donor or coordinati on bonds. Even if
the Board were nevertheless to accept that the term
macronol ecul e i s an acceptabl e generalisation and that,
for exanple, the conplete structures Protein-Ilinker-N,=
or Protein-linker-N(-R)N- represent |ligands attached to
the technetiumcentral atom (although this is not said
in (1) and appears in fact be incorrect), the

macronol ecul e (e.g. a protein) as such would constitute
nerely a partial structure of such conplete |igands
shown in citation (1) (see especially page 4, lines 33
to 39). The macronol ecule or protein itself clearly
does not, in the conplexes disclosed in (1), forma
ligand as that termis to be understood in accordance
with any of the definitions in point 3.4 above.
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It necessarily follows that the disclainer in claiml
of the main request reading "with the proviso that the
I i gand which confers biol ogical target-seeking
properties on the conplex is not a macronol ecule" is
not supported by the application as filed. Mreover, it
cannot be derived fromthe disclosure of citation (1).
Such a disclaimer is clearly contrary to Article 123(2)
EPC.

Al t hough an objection under Article 84 EPC cannot in
itself be a ground of opposition under Article 100 EPC,
it is generally accepted that such an objection can be
rai sed during opposition or opposition appeal
proceedings if anmendnents made in those proceedings
enphasi se a problemof clarity.

Since citation (1) does not disclose a conpl ex of
technetium containing a ligand which is a macronol ecul e
or a protein, neither the subject-matter to be excl uded
fromclaim1l nor the subject-matter remaining in the
claimfor which protection is sought is clearly defined
as required by Article 84 EPC.

The Board is aware that Board 3.3.5 has referred in
case T 507/99 (to be published in Q3 EPO) the follow ng
questions to the Enlarged Board of Appeal:

1. | s an anmendnent to a claimby the introduction of
a di scl ai mer unal | onabl e under Article 123(2) EPC
for the sole reason that neither the disclainer
nor the subject-matter excluded by it fromthe
scope of the claimhave a basis in the application
as filed?

2. | f the answer to question 1 is no, which criteria
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are to be applied in order to determ ne whether or
not a disclainmer is allowable?

(a)

(b)

(c)

(d)

(e)

In particular, is it of relevance whet her
the claimis to be delimted against a state
of the art according to Article 54(3) EPC or
against a state of the art according to
Article 54(2) EPC?

Is it necessary that the subject-matter
excl uded by the disclainmer be strictly
confined to that disclosed in a particular
pi ece of prior art?

Is it of relevance whether the disclainmer is
needed to make the cl ai med subject-matter
novel over the prior art?

Is the criterion applicable that the

di scl osure must be accidental, as
established by prior jurisprudence, and, if
yes, when is a disclosure to be regarded as
bei ng accidental, or

is the approach to be applied that a

di scl ai mer which is confined to disclaimng
the prior art and has not been disclosed in
the application as filed is allowabl e under
Article 123(2) EPC, but that the exam nation
of the subject-matter clainmed for the
presence of an inventive step has then to be
carried out as if the disclainmer did not

exi st?

Board 3.3.4 has referred in case T 451/99 (to be

1141.D
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published in Q3 EPO) the follow ng questions to the
Enl ar ged Board of Appeal

s the introduction into a claimof a disclainer
not supported by the application as filed

adm ssible, and therefore the claimallowable
under Article 123(2) EPC, when the purpose of the
disclaimer is to neet |ack-of-novelty objection
pursuant to Article 54(3) EPC? If yes, what are
the criteria to be applied in assessing the

adm ssibility of the disclainmer?

Since in the present case the disclainer has absolutely
no basis in the cited state of the art according to (1)
and its introduction into claiml results in a claim
whi ch contravenes Article 84 EPC, the decision of the
Enl arged Board of Appeal on the above questions
referred to it is not relevant to the decision in the
present case. The Board sees therefore no reason to
suspend the proceedings until the decision of the
Enl ar ged Board of Appeal (pending cases G 1/03 and

G 2/03) has been issued.

Dependent claim7 relates to a conplex as defined in
any of the preceding clains, useful as a

radi ophar maceuti cal, wherein the biological target-
seeking properties of the conmplex are determ ned by the
nature of the |ligands present and/or the substituents R
and Y. Consequently, claim7 makes, on the one hand, a
clear distinction between ligands (attached to the
technetiumcentral atom and the substituents R and Y
formng part of, or differently expressed attached to,
the L,Tc=NR, L,Tc-N=NY or L,Tc(-N=NY),=NR nvoieties.

On the other hand, claim7 is broader in scope than
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claiml1l as it covers an enbodi nent of the clained

i nvention not covered by claim1, nanely conpl exes
wherein solely the substituents R and Y confer

bi ol ogi cal target-seeking properties on the conplex. In
ot her words, claim7 would, in contrast to claim 1,
cover conpl exes contai ning no |igand which confers

bi ol ogi cal target-seeking properties on the conpl ex.
This contradiction contravenes Article 84 EPC.

It follows that the respondent’'s main request nust fai
since the clainmed subject-matter does not conply with
the requirements of Articles 123(2) and 84 EPC,

bility of the Respondent's auxiliary requests

In the present case the opponent is the sole appellant.
It objected during the hearing before the Board to the
adm ssibility of all auxiliary requests as reformatio
in peius. This requires that the Board, follow ng the
approach it adopted in decision T 724/99 of 24 Cctober
2001 (unpublished in QJ EPO see reasons, points 3

and 5), considers the follow ng question:

On a conparison of the clains (in effect claim1l, the
br oadest independent clain), is the anmended form of the
clainms in the auxiliary requests wi der than the clains
in the form mai ntai ned by the opposition division or,
differently expressed, would mai ntenance of the patent
in amended formon the basis of the clains in the

auxi liary requests put the opponent/appellant in a
worse situation than if it had not appealed? If the
answer is no, there can be no reformatio in peius and
the adm ssibility objection fails. If, however, the
answer to the question is yes, there is a prima facie

case of reformatio in peius.
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Claim1l in auxiliary requests 1 and 2 contains, in

conparison with claim21 as upheld by the opposition

division, the follow ng three anmendnments (see I

and VII1 above):

(A)

the definition of the clainmed conplexes in claim1l
as nai nt ai ned read:

"A conpl ex of technetium (°Tc or °™c) which
contains a noiety Tc=NR, Tc-N=NY or Tc(-N=NY),, and
a ligand which confers biol ogical target-seeking
properties on the conplex, wherein

R represents an aryl group, a substituted or
unsubstituted al kyl group, or the grouping - NRR?
Y represents an aryl group or substituted or
unsubstituted al kyl group; and

Rt and R? are hydrogen, aryl groups or substituted
or unsubstituted aliphatic or cyclic al kyl groups,
and may be both the sanme or different, provided
that both are not hydrogen”;

and has now been replaced in auxiliary requests 1
and 2 by the definition:

"A conpl ex of technetium (°Tc or °™c) useful as a
radi ophar maceuti cal of formul a:

L,Tc=NR, L,Tc-N=NY or L,Tc(-N=NY),;

wherein

R represents an aryl group, a substituted or
unsubstituted al kyl group, or the grouping - NRR?
L represents a nono-dentate or nulti-dentate

I i gand;

nis 11, 2, 3 or 4

Y represents an aryl group or substituted or
unsubstituted al kyl group; and
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R and R? are hydrogen, aryl groups or substituted
or unsubstituted aliphatic or cyclic al kyl groups,
and may be both the sanme or different, provided
that both are not hydrogen”;

whereas claim 1 as upheld stipulated the presence
of "a ligand which confers biological target-
seeking properties on the conplex” in addition to
the noieties Tc=NR, Tc-N=NY or Tc(-N=NY),, claim1l
in auxiliary requests 1 and 2 refers to the
options that the biological target seeking
properties of the conplex are determ ned by the
nature of the |igands present and/or of the
substituents R and Y;

t he scope of the disclainer in claim1 as upheld,
providing that the Iigand in general which confers
bi ol ogi cal target-seeking properties on the
conplex is not a macronol ecul e, has been

consi derably narrowed by anmending the proviso in
claiml of auxiliary request 1 so as to read "t hat
when the formula is L,Tc=N-NR'R?> or L,Tc- N=NY, where
L is a chelating di-oxygen ligand, and n is 2, the
R R® or Y groups do not conprise a protein"; and
likewise in claiml of auxiliary request 2 by
amendi ng the proviso so as to read "that when the
formula is L,Tc=N-NR'R?> or L,Tc-N=NY, where L is a
chel ating di-oxygen ligand, and nis 2, the Rv R
or Y groups do not conprise a macronol ecule.™

The Board considers that anendnent (A) results in a

narrowi ng of claim1 as upheld to the scope of

dependent clains 2 to 4, although the correct

interpretation of claim1 as naintained by the

opposi tion division suggests clearly that the conpl exes
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di sclosed in the patent are precisely those now cl ai ned
inclaiml of auxiliary requests 1 and 2 (see 3 to 3.6
above).

Amendnent B produces sone extension of the scope of
claiml1l to the scope of claim?7 upheld by the
opposi tion division (see point 4.8 above).

However, there is no doubt that anendnent (C) produces
a consi derabl e extensi on of scope, since what was
excluded by the disclainer [with the proviso that the

I i gand whi ch confers biol ogical target-seeking
properties on the conplex is not a macronolecule] in
claim1l as upheld, nanely the presence of a nono- or

mul ti-dentate ligand in general which confers target-
seeking properties on the conplex and which is a

macr onol ecul e wherever it is |located on the conplex, is
no | onger excluded fromclaim11 in auxiliary requests 1
and 2. Accordingly, claim1 in both these requests
covers ways of performng the clained invention which
wer e excluded by the anended cl ai n8 as nai ntai ned by
the opposition division (wth the result that the
proposed amendnents to the clainms in present auxiliary
requests 1 and 2 woul d anmount to an extension of scope
conpared with the amended cl ai ns upheld by the

opposi tion division).

In auxiliary requests 3 and 4, claim1l contains, in
conparison with claim21 as upheld by the opposition
division, the follow ng anendnents (see paragraphs 11
and VII1 above):

(A) the definition of the clainmed conpl exes has been
repl aced by the definition:
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"A conpl ex of technetium (°Tc or °™c) useful as a
radi ophar maceuti cal of formul a:
L,Tc=NR, L,Tc-N=NY or L,Tc(-N=NY),;
wherein
R represents an aryl group, a substituted or
unsubstituted al kyl group, or the grouping -
NRIR?;
L represents a nono-dentate or nmulti-dentate
I i gand whi ch confers biol ogical target-
seeking properties on the conpl ex;
nis 1, 2, 3 or 4
Y represents an aryl group or substituted or
unsubstituted al kyl group; and
Rt and R> are hydrogen, aryl groups or
substituted or unsubstituted aliphatic or
cyclic al kyl groups, and nay be both the
sane or different, provided that both are
not hydrogen”;

(B) The scope of the disclainer in claim1l as upheld
is narrowed in claiml1 of auxiliary requests 3
and 4 by the sanme anendnents as those in claiml
of auxiliary requests 1 and 2 (see 6.2 (C) above).

There can be no doubt that anendnent (B) produces in
the clains of auxiliary requests 3 and 4 the sane
extensi on of scope as anendnent (C) in the clains of
auxiliary requests 1 and 2. Accordingly, claim1 in the
auxiliary requests 3 and 4 |ikew se covers ways of
perform ng the clainmed invention which were excluded by
t he amended cl ains as mai ntai ned by the opposition

di vi si on.

The Board therefore concludes that, by filing auxiliary
requests 1 to 4 in the appeal proceedings the
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respondent (which has not itself appealed) would, if
any its auxiliary requests was to succeed, put the
appellant in a worse position than if it had not
appeal ed. This anpbunts to reformatio in peius - a worse
outcone for an appellant - as considered and defined in
the case law. (See the Enl arged Board decisions G 9/92
and G 4/93 (QJ EPO 1995, 875) and G 1/99 (QJ EPO 2001
381).

When repeatedly asked by the Board during discussion of
the auxiliary requests at the oral proceedings, the
respondent confirmed that it was well aware of the
principles governing the adm ssibility of requests to
file amendnents in appeal proceedings in view of the
principle of prohibition of reformatio in peius

devel oped by the decisions nentioned above. Moreover,
when the respondent's attention was drawn by the Board
to decision G 1/99 (loc. cit.), it confirnmed its

know edge of and famliarity with this decision
Decision G 1/99 gives a non-appealing patentee three
possibilities to anend even if this leads to reformatio
in peius, provided the prohibition in Article 123(3)
EPC agai nst extension of the scope of the patent as
granted is observed. As the first possibility, a
patentee is allowed to amend by introducing one or nore
originally disclosed features which limt the scope of
the patent as nmaintained. If, and only if, such a
[imtation is not possible, a patentee may then, as a
second possibility, within the limts of Article 123(3)
EPC, file a request which would extend the scope of the
pat ent as mai nt ai ned.

Consequently, the conclusion nust be drawn that the
respondent had every reason to expect that its
auxiliary requests would be held inadm ssible by the
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Board as reformatio in peius. Moreover, by the Board's
reference to decision G 1/99 (loc. cit.), its attention
was drawn to the possibility of filing other requests
than present auxiliary requests 1 to 4. Finally, it
appears that, for exanple by consolidation of dependent
claim3 with claim1 in each of the current auxiliary
requests, requests could have been filed to make the

di scl ai mer superfluous and whi ch woul d have overcone
the problemof reformatio in peius. The respondent's
current auxiliary requests 1 to 4 nust therefore be
hel d i nadm ssi bl e.

The respondent's first request for costs relates to new
evidence filed by the appellant on appeal. The
respondent conplains, first, that there is no

expl anation fromthe appellant why such evidence could
not have been filed at first instance and, second, that
many of the subm ssions in the grounds of appeal were

m sl eadi ng or contradictory. As to the first conplaint,
nearly all evidence filed on appeal can, unless
pronpted by a wholly new argunent from anot her party or
a comuni cation fromthe Board, be characterised as

| ate and the appellant should have explained why it did
not produce all its evidence at first instance. In
fact, of the six itenms of evidence of which the
respondent conpl ains, three, docunments (D7) to (D9),
were extracts fromdictionaries and one, docunent

(D12), was a patent of the respondent itself. Thus the
vol ume of evidence new to the respondent with which it
was obliged to deal was not great and the respondent in
fact took anple tinme (from August 1998 to March 1999)
in which to consider and answer it.
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As to the second conplaint, the Board notes that the
respondent sinply alleges the appellant's subm ssions
were m sl eading and contradi ctory w thout giving any
particul ars other than the words "as di scussed above",
t hen requests an apportionnent of costs saying that "as
a direct consequence"” it has been required to do
"unnecessary additional work and details of the

associ ated costs will be furnished upon request"”.
However, it is for a party making a request to provide
the Board with sufficient information to enable it to
consider the request. It is not for the Board first to
di scern the reasons for the underlying conplaint from
el sewhere in the party's subm ssions, then secondly to
guess how nuch (if any) additional work the party has
been put to, and then lastly to make inquiries of the
party for further information. In the present case,
even the first of those steps is inpossible - as is
only to be expected, the respondent’'s subm ssions
criticise the appellant's case frequently, enploying
not only the terns "m sl eadi ng" and "contradictory” but
al so making |iberal use of expressions such as
"distortion”, "inaccurate", "vague", "inconsistent",

"i nadequate”, and "inproper". Yet the respondent gives
no indication as to which of its many criticisns form
the basis for its request. This request, which is
supported only by a further inherent request that the
Board in effect finds the substantiation itself, is, in
the | egal sense of the term enbarrassing.

The respondent's second request for costs relates to
the adm ssibility issue as to whether throughout the
appeal proceedings there was an appel |l ant whi ch was

ei ther an adversely affected party or the universal
successor to such a party. That request was clearly
based on the respondent’'s confidence in the correctness
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of its own argunents, in particular that the
appel l ant's busi ness had been transferred in whole or
in part to another |egal person. For exanple, the
respondent says that if Bristol-Mers Medical |nmaging
Inc. had "attenpted to record thensel ves as the

| egiti mate successor appellant at an earlier stage"
then "in all probability no oral proceedi ngs woul d have
t aken place" (the respondent actually refers here to
Bristol - Myers Squi bb Pharma Conpany but nust have neant
Bristol-Mers Medical Imaging Inc., since otherw se the
costs request would make no sense). That argunent shows
clearly that the costs request is not only based on the
respondent’s view of the "legitimte successor” (which
it has failed to establish) but also on nere

specul ation as to how the proceedi ngs woul d have

devel oped had that unsubstantiated view proved correct.
Since the respondent has failed on that issue, the

rel ated costs request cannot succeed. The Board woul d
add that (as indicated in section 2 above) the
respondent’'s use of its own evidence and argunents on
the adm ssibility issue was, to use the respondent's
own words, m sleading and contradictory.

The Board observes that both parties are open to
criticismas regards their conduct of this appeal. The
appel I ant shoul d not have fil ed new evi dence on appeal
wi t hout any explanation for not producing it at first

i nstance, should not have waited until shortly before
the oral proceedings to disclose its changes of nane,
and shoul d not at that point have produced amnbi guous
evidence in that respect. The respondent shoul d not
have sought on the admissibility issue to make out a
case which, on the all the avail abl e evidence including
its own, was sinply devoid of credibility, and should
not have nade requests for costs which were manifestly
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hopel ess. And both parties should not have continued
the witten proceedi ngs beyond the point stipulated by
the directions in the Board's conmuni cation. An order
for apportionnment of costs may only be nade "for
reasons of equity" (see Article 104(1) EPC). In the
present case the conduct of both parties would nake the
bal ance of equity (or lack of equity) al nbst inpossible
to assess. The respondent’'s costs requests nust be

di sm ssed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The patent is revoked.
3. The respondent’'s requests for apportionnent of costs

are di sm ssed.

The Regi strar: The Chai r man:

A Townend J Rolo

1141.D



