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Summary of Facts and Subm ssi ons

2086.D

Eur opean patent No. 0 299 004 based on international
application No. PCT/FI87/00177 was granted on the basis
of 7 clainmns.

| ndependent claim 1 as granted reads as foll ows:

"1. Surgical conposite conprising a material selected
froma resorbable (co)polyner, said material containing
oriented, at |least partially fibrillated structural
units which have been induced by drawi ng the materi al
in solid state, characterized in that the conposite is
a device for use in bone surgery or fornms part thereof,
wherein at |east the surface of the device has a
profiled structure which includes said fibrillated

structural units.”

Notice of opposition was filed against the granted
patent by the opponent.

The patent was opposed under Article 100(a) EPC for
l ack of novelty and | ack of inventive step and under

Article 100(b) for insufficiency of disclosure.

The follow ng docunments were inter alia cited during
t he proceedi ngs:

(1) EP-A-202 090

(6) Akt. Traumatol., 15, 145-149, 1985

(12) EP-A-204 931
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The interl ocutory decision of the Opposition Division
established that the patent could be nmaintained in an
anmended formunder Article 106(3) EPC on the basis of
the set of clains of the main request filed during the
oral proceedings on 9 June 1997.

In its decision, the Opposition Division first
established that the main and auxiliary requests
submtted during the oral proceedings fulfilled the
requi renents of Articles 84 and 123(2)(3) EPC and of
Rul e 57(a) EPC.

As to Article 83, the Opposition Division noted that
the only objection maintained by the opponent rel ated
to the expression "at least partially fibrillated" used
inclaiml. It expressed the view that this wording
nmerely inplied the obvious technical fact that the
fibrillation my never be really conplete. It therefore
considered that the objection raised under Article 83
was not wel | -founded.

Concerni ng novelty, the Qpposition Division found that
the subject-matter of claim1l was novel as none of the
avail abl e prior art docunents disclosed a surgical

devi ce made of a resorbable (co)pol yner having
fibrillated structural units and a non-snooth surface.

As regards inventive step, the Opposition Division was
of the opinion that docunment (12) represented the
cl osest state of the art.
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It further defined the problemto be solved over this
docunent as to provide a resorbabl e bone surgica

devi ce having inproved strength and fixation
properti es.

Thi s probl em was sol ved by the presence of fibrillated
structural units in the conposite constituting the
devi ce.

In its view, since the next closest relevant prior art
docunents (1) and (6) were both silent about the
occurrence of fibrillated structural units in the

di scl osed conposites, which were al so used for making
surgi cal devices, it considered that the clained

subject-matter involved an inventive step.

The appel | ant (opponent) | odged an appeal against the
sai d deci sion

In a comuni cation of the Board dated 11 April 2002,
the Board expressed inter alia its prelimnary view
that the sentence in claim1l of the set of clains as
mai ntai ned by the Opposition Division, ie "the surface
of the device has a profiled structure which includes
said fibrillated structural units", had no basis in the
application as originally filed.

In reply to this notification the appellant filed on a
new i ndependent claim1 as claim1l of its main request
with its letter dated 20 Decenber 2002.
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Thi s cl ai mreads:

"1. Device for use in bone surgery conprising a

resor babl e (co)polyner, said (co)polynmer being drawn in
solid state to a conposite containing oriented, at

| east partially fibrillated structural units, wherein

t he drawn conposite is shaped into the device for use
in bone surgery, and wherein the surface of the device
has a profiled structure which includes said
fibrillated units.” (Enphasis added).

It further filed three auxiliary requests with its
letter dated 2 June 2003.

| ndependent claim1 of the first auxiliary request
r eads:

"1. Device like a screwor arod with a scaly covering
for use in bone surgery conprising a resorbable
(co)polyner, said (co)polynmer being drawn in solid
state to a conposite containing oriented, at |east
partially fibrillated structural units, wherein the
drawn conposite is shaped into the screw or rod with a
scaly covering for use in bone surgery, and wherein the
surface of the screwor rod with a scaly covering
includes said fibrillated units."” (Enphasis added).

| ndependent claim1 of the second auxiliary request
r eads:

"1l. Screw or rod with a scaly covering for use in bone
surgery conprising a resorbable (co)polyner, said
(co)polynmer being drawn in solid state to a conposite
containing oriented, at least partially fibrillated
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structural units, wherein the drawn conposite is shaped
into the screwor rod with a scaly covering for use in
bone surgery, and wherein the surface of the screw or
rod with a scaly covering includes said fibrillated
units."” (Enphasis added).

| ndependent claim1 of the third auxiliary request
r eads:

"1. Screw for use in bone surgery conprising a

resor babl e (co)polymer, said (co)polyner being drawn in
solid state to a conposite containing oriented, at

| east partially fibrillated structural units, wherein
the drawn conposite is shaped into the screw for use in
bone surgery, and wherein the surface of the screw
includes said fibrillated units."” (Enphasis added).

Oral proceedings were held before the Board on 22 July
2003. During the oral proceedings, the respondent filed

a new set of clains as fourth auxiliary request.

| ndependent claim 1 of this set of clains reads:

"1. Screw for use in bone surgery conprising a

resor babl e (co)polyner, said (co)polynmer being drawn in
solid state to a conposite containing oriented, at

| east partially fibrillated structural units, wherein
the drawn conposite is shaped into the screw for use in
bone surgery, and wherein at |east the surface of the
screw includes said fibrillated structural units.”
(Enmphasi s added).
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VIII. During the oral proceedings, the Board asked the
respondent to show the basis in the application as
originally filed for the technical feature of claim1l
requiring that the surface of the device includes the
fibrillated structural units obtained by draw ng the
conposite in solid state. In reply, the respondent
first argued that, since this feature, which was
present in claim1l of the set of clains of the patent
as granted and of the patent as maintained by the
Qpposition Division, was neither contested by the
opponent nor by the Qpposition Division, the Board was
not allowed to raise any objection under Article 123(2)
wWith respect to this particular feature in the |ight of
t he Enl arged Board of Appeal's decisions G 9/91 (QJ
1993, 408) and G 10/91 (QJ 1993, 420).

It further submtted that the basis for this feature
could be derived fromthe teaching of the application
as originally filed taken as a whole. In fact, the
application as filed disclosed that by drawing a
(co)polynmer in solid state to a conposite at | east
partially fibrillated structural units were obtained in
the material. Inits view, it was therefore clear to
the skilled person reading exanple 6, which described

t he moul ding of a screw using such a material, that the
cross-section of the screw and consequently the surface
of the screw thus obtained nust include the fibrillated

structural units.

I X. The appellant submtted that the reference to G 9/91
and G 10/91 was m splaced as in the present case
obj ections under Article 123(2) were raised during the
opposi ti on proceedi ngs and consi dered by the Opposition

Di vi si on.

2086.D
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It noreover argued that no basis could found in the
application as filed for the Iinkage of "fibrillated

structural units" to "the surface".

In its witten subm ssions, it also nuaintained
objections with respect to Articles 84, 123(2), 83, 54
and 56 EPC agai nst the patent as nmi ntai ned.

X. The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 0 299 004
be revoked.

The respondent requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the set of clains maintained by the Opposition
Division with the wording of claiml as filed with its
letter of 20 Decenber 2002 (main request) or on the
basis of its first, second or third requests filed with

its letter of 2 June 2003 or of its fourth auxiliary
request filed during the oral proceedings.

Reasons for the Decision

1. The appeal is adm ssible.

2. Mai n request

2.1 Article 123(2) EPC

| ndependent claim1 as originally filed reads:

2086.D
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"1. Surgical materials and devices, which have been
manuf act ured of resorbabl e polynmer, copolyner or

pol ymer m xture and can be used as bone fracture,
osteotony, arthrodesis or joint danage fixation
materials or their conponents and as bone tissue
reconstruction- and augnentation materials or their
conponents, characterised in that the nmentioned

mat eri al s and devices or their conponents contain at
| east partially fibrillated structural units."”

| ndependent claim 1 of the main request has now been
directed to a device for use in bone surgery nade of a
resor babl e (co)pol ynmer conposite containing at | east
partially fibrillated structural units, wherein the
surface of the device has a profiled structure which
includes the fibrillated units. The product is further
defined by two process steps, nanely a drawi ng step of
t he copol yner to a conposite containing at |east
partially fibrillated units and step of shaping the
conposite into the device.

As all the requests on file contain the feature
requiring that the surface of the device includes the
fibrillated units it appears suitable to exam ne first
whet her this common feature has been disclosed in the
application as originally filed.

As to the first argunent of the respondent that,
according to decisions G 9/91 and G 10/ 91,

Article 123(2) should not be at issue as far as this
feature is concerned because it has never been at issue

previ ously, the Board observes the foll ow ng:
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It is indeed true as nentioned by the respondent that
decisions G 9/91 and G 10/91 both state that "in case
of anmendnents of the clains or other parts of a patent
in the course of opposition or appeal proceedings, such
anmendnents are to be fully exam ned as to their
conpatibility with the requirenent of the EPC

(section 19).

It is however not correct to deduce fromthis sentence
that the Opposition Division wiuld not be allowed to
check whet her unanended features in a claimfulfil the
requi renment of Article 123(2) if no such objection was
rai sed by the opponent.

As is apparent fromthe Opposition Division's decision
this is precisely what the Opposition Division did. In
fact, in the Opposition Division's decision on page 4,
paragraph 2 it is stated that "The anended clains 1 to
7 of the main request filed during Oal Proceedi ngs and
the amended clainms 1 to 7 of the auxiliary request and
t he new pages 4,8,9,11 and 12 of the description filed
with the letter of 25/8/97 neet the requirenments of
Art. 123(2) and Art. 123(3)".

The only concl usi on which can be drawn fromthis
statenment is that, in the Opposition Division's
opinion, all the features of the clains of the main and
of the auxiliary requests, ie the whole subject-matter,
fulfills the requirenents of this Article, otherw se

t he sentence quoted above woul d nake no sense.

Accordingly, as the appellant's request dated 21 My
1998 is that the interlocutory decision be set aside
and that the patent be revoked in its entirety, the
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Board clearly has jurisdiction to give a decision upon
the correctness of this earlier decision taken by the
Qpposi tion Division.

It therefore appears that the decisions cited by the
respondent do not apply to the present case.

As regards the structure of the material, the
application as originally filed recites: "Such a
resor babl e material consists anong other things of
oblong crystalline mcrofibrils and of tie-nolecules
connecting mcrofibrils and of oriented anorphous
regions. In a partially fibrillated structure the
anor phous regi ons between mcrofibrils forma nore
significant part of the material than in an
ultraoriented material where in the extrene case
anor phous material exists only as crystal defects
around the ends of the pol yner nol ecule chains.”
(page 7, lines 22 to 30).

In addition, the mcroscopic structure of the oriented
fibrillated unites are schematically shown in figures 1
and 3 of the application as originally filled.

The Board notes however that the application as filed
is totally silent about the distribution of the
fibrillated units within the conposite. In fact, the
application as filed does not disclose whether the
fibrillated structural units are either evenly or
unevenly distributed in the conposite or whether they
are preferably present in a certain particular area of
t he conposite.
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The Board observes also that the word "surface" in
itself appears only once in the application as filed
but in relation to an al veol ar ridge (page 14, lines 18
and 19; ...the surface of the alveolar ridge.).

Accordingly, the Board concludes that the feature
requiring that the surface of the device includes the
fibrillated units was not disclosed in the application
as originally filed.

The subject-matter of claim1 of this request therefore
infringes the requirenments of Article 123(2) EPC.

Concerning the basis for the contested feature provided
by the respondent in the application as originally
filed, ie the application as a whole and exanple 6 in
particular, the Board, as it is apparent frompoint 2.3
above, could not find any direct and unanbi guous

di scl osure of the fact that the surface of the device
includes said fibrillated units.

Exanple 6 nmerely recites that fibrillated rods are
conpression noulded in a nould with a screwlike nould
cavity at about 160°C. However, this exanple, |ike the
rest of the application, remains silent about the
distribution of the fibrillated units in the material.
Mor eover, this exanple does not say anything in
relation to the behaviour of the fibrillated units
during the noul di ng process.

Thus the respondent's second argunent, that it is clear
to the skilled person reading the application as filed
that the fibrillated units are in fact evenly

di stributed everywhere in the material and that they



2086.D

- 12 - T 0571/98

are not affected by the noul ding process, anounts
nmerely to a statenment which is not supported by any
particul ar disclosure in the application.

It is noreover contradicted by the anmendnent introduced
into the description as filed in the course of the

exam nation proceedi ngs before the exam nation division
reciting that "it is advantageous to provide the
surface of the device nmade of the conposite with a
profiled structure which includes said fibrillated
structural units", which presents this enbodi nent as a
preferred one (page 4, |line 10) (Enphasis added).

Under these circunstances, there is no basis to be
found in the application as filed for the |inkage of
"fibrillated structural units" to "the surface".

Auxiliary requests 1 to 3

As these requests also contain the feature requiring
that the surface includes the fibrillated units, the
concl usi on under 2.2 holds good for these requests as
wel | .

Auxi liary request 4

Adm ssibility of the request

This request was submitted during the oral proceedings.
In that respect, the Board notes that this request is
the result of very m nor anendnents made to the third

auxiliary request. In fact, they nmerely consisted in
reintroduci ng part of the wording of claim1 as granted
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inclaiml of auxiliary request 3 (ie "at |east the
surface of the device has a profiled structure which
includes said fibrillated structural units" instead of
"the surface of the device has a profiled structure
whi ch includes said fibrillated units ").

As these anmendnents constituted an attenpt to overcone
t he objections under Article 123(2) EPC di scussed
during the course of the oral proceedings, the Board
deci ded this request is adm ssible.

Article 123(2)

The introduction of the term"at least” in this request
does in fact not change the situation described above
since the claimstill enconpasses the enbodi nent
wherein the surface includes the fibrillated structural

units.

Accordi ngly, the conclusion under 2.2 holds good for
this request as well.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked

The Regi strar: The Chai r man:
A. Townend U Oswald

2086.D

T 0571/98



