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Summary of Facts and Submn ssions

1225.D

The appellants I, Il and Il (opponents 01, 02 and 04)

| odged an appeal agai nst the decision of the Qpposition
Di vision rejecting the oppositions against the European
patent No. 0 373 903.

Oppositions were filed against the patent as a whole
and based on Article 100(a) EPC (lack of inventive
step, Article 56 EPC) and Article 100(b) EPC

(i nsufficiency of disclosure of the invention under
Article 83 EPC). The Opposition Division held that
neither of the cited grounds for opposition prejudiced
the mai ntenance of the patent in suit as granted and
rej ected the oppositions.

Oral proceedings were held before the Board of Appea
on 22 Novenber 2001. Appellant | and the party as of
ri ght (opponent 03), although duly sumoned, were not
repr esent ed.

The appellants I, Il and Il requested that the
deci si on under appeal be set aside and that the
Eur opean patent No. 0 373 903 be revoked.

The respondent (patentee) requested that the appeal s be
di sm ssed, or, as an auxiliary request, that the
deci si on under appeal be set aside and that the patent
in suit be maintained on the basis of the foll ow ng
docunents filed on 18 COct ober 2001:

(a) clains 1 to 5 and

(b) description, pages 3 to 15.
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The party to the appeal proceedings as of right under
Article 107 EPC refrained from nmaki ng any subm ssi ons.

Claim1l of the patent in suit as granted (main request)
reads as foll ows:

"1l. A thernp-sensitive recording |abel paper conprising

a | am nate which conprises

(1) a thernop-sensitive col or-devel opi ng | ayer
containing at least a colorless or lightly col ored
| euco-dye and a col or-devel oper for devel oping the
col or of the | euco-dye provided on one surface of
a paper support,

(2) a protective |ayer provided on said color-
devel opi ng | ayer, and

(3) at least one of a back |ayer and a protective
under| ayer, said back |ayer being provided on the
ot her surface of said paper support, and said
protective underl ayer being provided between said
paper support and sai d col or-devel oping | ayer;

said |lam nate having an internal bond strength of

2.5 kg-cmor nore according to Tappi Uw 403, and the

surface of said protective |layer of the | am nate having

a Bekk snpot hness of 500 seconds or nore according to

JI'S P8119. "

In the course of the appeal procedure, the follow ng
docunents have, inter alia, been referred to:

Al: US 4 717 709;

Al2: US 4 682 191,

Al6: JP-A 63-15873 with partial English translation;
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Al7: JP-A 63-53093 with partial English translation;

TAPPI UM 403: "Test for interfiber bond using the
internal bond tester", 66/1991 TAPPI Useful Methods,
Techni cal Association of the Pulp and Paper |ndustry,
New Yor k

Appellants I, Il and Ill argued essentially as foll ows:

According to TAPPI UM 403, the internal bond strength
had the di nensi on of an energy, and the average,

maxi mum and m ni mum val ue of that strength had to be
reported. According to the patent in suit, however,
only one single value was indicated using the
apparently incorrect dinension "kg-cni.

Furthernore, the patent in suit did not disclose how
the desired internal bond strength of the lamnate, in
particul ar that of the non-paper |ayers, could be
achieved. It was further not conceivable that the

i nternal bond strength of a paper support increased
froma value of "3.2 kg-cm' to a value of "3.5 kg-cnf
when included in a lamnate, as pointed out in Tables 1
and 2 on pages 8 and 11, respectively, of the patent in
Suit.

Therefore, the patent in suit did not disclose the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art.

Furthernore, the subject-matter of claim1l of the
patent in suit did not involve an inventive step.

Docunent Al was considered to represent the cl osest
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prior art. It disclosed a therno-sensitive recording

| abel paper conprising a | am nate of the sane
construction as that referred to in claim1l of the
patent in suit. The surface of the protective |ayer had
a Bekk snpot hness of 500 s. Docunent Al did not nention
the internal bond strength of the |am nate. However, it
suggested using high quality paper and providing good
adherence between all the layers of the | am nate.

The only renmai ning object was thus to avoi d breakage of
the skeleton during its renoval after die-cutting of
t he | abel paper.

I f such problens occurred, then a person skilled in the
art woul d consider strengthening the | abel paper and,
consequently, would provide a | abel paper having an
appropriate internal bond strength.

Mor eover, docunent Al6 suggested a cover paper applied
to a rel ease sheet, wherein, in order to avoid sheet
rupture during re-rel ease of the cover paper, the cover
paper had an internal bond strength above 2.76 kpcm

The patent in suit referred to the internal bond
strength of the [am nate. However, it had to be
considered that, in the thernp-sensitive recording

| abel paper according to the patent in suit, the

t hi ckness of the paper was a nultiple of the thickness
of the other layers. Thus, in order to avoid breakage,
t he paper layer had to have a sufficiently high
internal bond strength, as indicated in the patent in
suit, page 5, lines 39 to 40.

Docunent Al16 m ght al so be considered to represent the
cl osest prior art. In that case, it would be obvious to
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adapt the | abel disclosed in docunent Al16 to a therno-
sensitive recordi ng paper by adding the | ayers
suggested for that purpose in docunent Al.

Furt hernore, docunent Al7 disclosed a thernop-sensitive
recordi ng paper conprising a base paper, a heat-
sensitive recording | ayer, an underl ayer and a
protective overcoat |ayer. The base paper had an

i nternal bond strength of up to 2.76 kpcm Docunent Al7
did not indicate the surface snoothness of the overcoat
| ayer. However, a Bekk snpot hness of 500 s or nore of
that surface, as clainmed in claim1l of the patent in
suit, had already been suggested in the prior art (eg.

i n docunents Al and Al2) for the purpose of providing a
t herno-sensitive recordi ng | abel paper having good
printing properties.

Docunent Al2 al so suggested a therno-sensitive
recordi ng paper conprising a paper support having an
i nternal bond strength of 2.5 kpcm

Thus, in order to avoid breakage of the skeleton of the
| abel paper, a person skilled in the art had been
notivated to provide a therno-sensitive recording | abe
paper conprising a |lamnate having an internal bond
strength of 2.5 kpcm or nore according to Tappi UM 403.
The subject-matter of claim1l of the patent in suit
thus did not involve an inventive step.

The respondent argued essentially as foll ows:

The patent in suit indicated the values of interna
bond strength in terns of kg-cm However, in nornal
daily life, pound mass and pound wei ght were

I nt erchangeabl e terns. There was thus no cause to doubt
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t hese indi cations.

Furthernore, the difference in internal bond strength
bet ween the paper support, referred to in Table 1 of
the patent in suit, and the respective | am nate,
referred to in Table 2, were obviously the result of
the | am nation process.

The patent in suit indicated the value of internal bond
strength of the lam nate, and a person skilled in the
art would readily be able to increase the bond strength
of the | am nate.

As regards the question of inventive step, docunent Al,
whi ch concerned a therno-sensitive recording | abe
paper, represented the closest prior art. The probl em
firstly addressed by the respondent was the breakage of
the skeleton of a | abel paper in a die-cutting

oper ati on.

The solution to this problemwas to use a | am nate
havi ng an internal bond strength of 2.5 kg-cm or nore.
The paper support itself, the various |ayers on the
paper support and the interface between the |ayers, al
had to have an internal bond strength of 2.5 kg-cm or
nore. To arrive at such a solution had required the
realisation that such breakage upon | abel processing
(die cutting) was caused by inpact forces inparted to
the lam nate in the thickness direction, which resulted
i n cracking occurring between | ayers of the skel eton.
The nmechani cal properties conventionally considered to
relate to the breaki ng phenonmenon were tensile strength
and tearing strength.

The cited prior art neither referred to the probl em of
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breakage of the skel eton, nor suggested a therno-
sensitive recording | abel paper having the conbi nation
of features specified in claiml of the patent in suit,
in particular, a recording | abel paper wherein the

| am nate had an internal bond strength of 2.5 kg-cm or
nor e.

Docunment Al16 did not concern thernop-sensitive recording
| abel papers. It was concerned with avoi di ng sheet
rupture on re-rel easi ng an adhesi ve sheet. The patent
in suit, however, concerned papers used for price

i ndi cation and bar code indication wherein re-rel ease
of the | abels should be avoi ded.

Docunent Al2 was concerned with the internal bond
strength of the paper support and taught away fromthe
use of higher internal bond strength above 2.5 kg-cm
because of potential recording density problens.

Docunment Al7 |ikew se taught away fromthe use of high
i nternal bond strength and contai ned no teaching
concerning the internal bond strength of the | am nate.

Reasons for the Deci sion

1225.D

Mai n request

Sufficiency of disclosure

The patent in suit indicates the internal bond strength
of a lamnate by referring to the known test nethod
Tappi UM 403. According to that test nethod, the
internal bond strength has the di mension of an energy
("foot pound" or "kpcnt). Therefore, a person skilled
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in the art would understand that the term"kg" used in
the patent in suit has to be construed as representing
a wei ght rather than a nass.

Furthernore, the patent in suit indicates specific

val ues of internal bond strengths of a | am nate and
paper |ayers. The patent in suit does not concern a
test report on the internal bond strength of specific
specinmens. Only the latter would, according to Tappi UM
403, require, anong others, an indication of the
average, nmaxi mum and m ni mum val ues resulting from
these tests for both principal directions of the

speci nmen.

Moreover, there is no indication that the test nethod
according to Tappi UM 403 could not be applied to

| am nates. There is further no evidence that a person
skilled in the art would not be able to produce a

| am nate having the indicated internal bond strength.
Fromthe patent in suit, page 5, lines 52 to 54, it
follows that "the internal bond strength of the coat

| ayer itself and the adhesive strength thereof with the
support is controlled by suitably selecting the kind
and the anmount of the binder ... to give a desired

i nternal bond strength of the intended | abel paper”

The patent in suit further nentions a nunber of

subst ances and binders to be used for naking such a
recordi ng | abel paper, cf. in particular, page 7, and
di scl oses, in detail, a plurality of exanples of making
recordi ng | abel s having the desired properties, cf.
pages 8 to 15. It can further not be excluded that, due
to | am nation and cal endering, the internal bond
strength of the | am nate exceeds that of the paper

mat eri al used for naking the | am nate.
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Thus, the patent in suit discloses the invention in a
manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art. Hence, the
patent in suit neets the requirenents of Article 83
EPC, and the ground laid down in Article 100(b) EPC
does not projudice its maintenance.

I nventive step

Cl osest prior art

The patent in suit concerns a thernp-sensitive
recordi ng | abel paper suitable for being used as a

| abel for price and bar code indications in POS systens
(point-of-sale systens). It conprises a paper support,
a therno-sensitive col our-devel opi ng | ayer, an
under |l ayer or back layer and, in order to prevent the
penetration of foreign matter into the col our-

devel opi ng | ayer, a protective cover |ayer, cf. page 3,
lines 5 to 7 and 24 to 33 of the patent in suit. These
| abel papers are subjected to die-cutting and,
thereafter, the skeleton is renoved, cf. page 3,

lines 34 to 41 of the patent in suit.

Docunent Al al so concerns a therno-sensitive recording
paper suitable for use as a | abel for attachnent to
commercial articles for indicating prices, article and
shop names, cf. colum 1, lines 6 to 12 and 55 to 59.

It also discloses a | abel paper including a | am nate
conprising a paper support, a therno-sensitive col our-
devel opi ng | ayer, an underlayer |ayer, and a protective
cover layer of high snoothness, cf. abstract and

colum 2, lines 4 to 7.

Due to these simlarities in purpose and structure of
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t he | abel paper, docunent Al, in the Board' s view,
represents the closest prior art.

Pr obl em Sol uti on

The probl em underlying the patent in suit may be seen
in providing a therno-sensitive recording | abel paper
superior in die-cutting processability, recording
sensitivity, and readability of recorded inages.

The problemis solved by providing a therno-sensitive
recordi ng | abel paper conprising in conbination the
features specified in claiml of the patent in suit.

Wi | st docunent Al al ready suggests a Bekk snpot hness
of at |least 500 s of the protective cover layer in
order to provide good imge quality, the object of a
superior die-cutting processability is sol ved,
according to the patent in suit, by providing a | abe
paper conprising a |lamnate having an internal bond
strength of 2.5 kg-cm (corresponding to 2.5 kpcm
according to Tappi UM 403.

Non- obvi ousness

The patent in suit reports attenpts which had been nade
! to increase the cutting speed of |abel paper and
to decrease the wdth of cut residue called a

"skel eton" resulting fromthe cutting for the purpose
of inproving the yield and productivity", cf. page 3,
lines 39 to 41 of the patent in suit. However, this |ed
"to an increase of the nechanical inpact force given to
the skeleton on cutting, which is liable to cause
breakage of the skeleton, and to nake difficult the

renoval of the skeleton fromthe | abel”, cf. page 3,



2.3.2

1225.D

- 11 - T 0570/ 98

lines 41 to 44 of the patent in suit.

According to the patent in suit, conventionally, "the
mechani cal properties of thernop-sensitive recording

| abel paper that relate to breaki ng phenonena of a
skel eton upon die-cutting have been considered to be
tensile strength (JI'S P8113) and tearing strength (JIS
P8116)", cf. page 5, lines 21 to 23. However, it had
been found "that skel eton breakage is caused
principally by low internal bond strength of the
therno-sensitive recording |label ... This neans that
t he breaki ng phenonmenon does not principally correl ate
with the tensile strength in [ongitudinal and | ateral
directions, but has to be understood as a nechanica
behavi our caused by inpact force inparted to the | abe
paper in the thickness direction upon die-cutting.
Anal ysis of the breaking reveals that cracking occurs
bet ween | ayers of the skeleton by inpact force in the
t hi ckness direction caused by separating the skel eton
fromthe rel ease paper imedi ately after the die-
cutting, and that the breaking is induced by
concentration of the tensile stress generated by

wi ndi ng the skeleton", cf. page 5, lines 26 to 33.

None of the cited docunents nentions the probl em of
skel eton breakage and, as a consequence, none of these
docunents suggests, in order to solve that problem
providing a |lam nate having an internal bond strength
of 2.5 kg-cm or higher.

The fact that the prior art does not nention the
probl em of skel eton breakage does not allow the

concl usion that the problem has al ready been solved in
the prior art, in particular, by the |abel paper

di scl osed in docunent Al.
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Docunent Al focuses on the adhesive properties between
the various |layers of the | am nate and suggests using a
hi gh quality paper. However, it is silent about the
probl em of skel eton breakage and about the interna

bond strength of any of these layers. Thus, the

di scl osure of docunent Al al one does not |ead a person
skilled in the art to focus on the internal bond
strength of the lam nate in order to inprove the
strength of the | abel paper and the skel eton.

Docunent Al6 does not relate to a therno-sensitive
recordi ng | abel paper. It concerns a re-rel ease paper
and suggests using a fibre sheet having an interna

bond strength of 2.76 kpcmor nore in order to avoid
sheet rupture during re-release. This represents an
application different from if not contrary to, that of
the patent in suit and the closest prior art wherein a
transfer of a label, eg. a price indicating |abel, from
one object to another should be prevented or at |east
made difficult.

Thus, there was no notivation to apply the fibre sheet
suggested in docunent Al6 to the | abel paper disclosed
i n docunent Al, for the purpose of inproving its re-
rel ease properties.

Mor eover, any conbi nati on of the teachings of docunents
Al and A16 (wi th docunment Al or docunent Al6 consi dered
to represent the closest prior art) does not result in

a | abel paper wherein the internal bond strength of the
whol e | am nate anmounts to 2.5 kpcm or higher.

Docunent Al7 concerns a heat-sensitive recordi ng paper
giving clear recorded i mages excellent in gradient and
suggests using a base paper having an internal bond
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strength of 2.76 kpcm (0.200 ft Ib/in? or |ower.
Docunent Al7 does not refer to the internal bond
strength of the whole | am nate and, as far as the base
paper i s concerned, gives preference to using papers
having a substantially |lower internal bond strength
than those usually used, cf. translation of page 2,

| eft bottomcolum, lines 1 to 4.

Thus, there is no indication in docunent Al7 of a

t herno-sensitive recording | abel paper conprising in

conbi nation the features of claiml of the patent in

suit, and a conbi nati on of the teachings of docunents
Al and Al7 further does not result in such a therno-

sensitive recording | abel paper.

Docunment Al2 concerns a heat-sensitive recording paper.
However, it does not disclose a recording paper

i ncluding a | am nate conprising an underl ayer or back

| ayer, and a protective cover layer. It further
suggests using a paper having an internal bond strength
of 2.5 kgcmor less in order to obtain high recording
densities, cf. abstract and colum 3, lines 12 to 25.

Thus, docunent Al2 does not suggest a therno-sensitive
recordi ng | abel paper wherein a |lamnate conprising a
protective |ayer and an underl ayer or back |ayer has an
i nternal bond strength of 2.5 kpcm or nore.

To sumup, the cited prior art (docunents Al, Al2, Al6
and A 17) does not refer to the problem of skel eton
breakage. Furthernore, it only refers to the interna
bond strength of the paper substrate (docunents Al2,
Al6 and Al17) and, when used in conbination with a

t herno-sensitive recording | ayer (docunents Al2 and
Al7), gives preference to the use of papers having
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| ower internal bond strengths. Thus, the cited prior
art does not suggest the therno-sensitive recording

| abel paper according to claiml1l of the patent in suit
wherein the | am nate has an internal bond strength of
2.5 kpcm or nore.

Al t hough the paper |ayer of a therno-sensitive
recordi ng | abel paper may formthe thickest |ayer
within the lam nate, the latter as a whole nmay have an
internal bond strength different fromthat of the paper
layer, and it is the patent in suit which firstly
focuses on the internal bond strength of the | am nate
and each of its conponents.

The ot her docunents cited in the course of the appea
procedure are |less relevant than the above nentioned
docunents.

Therefore, the subject-matter of claim1 of the patent
in suit as granted (rmain request) involves an inventive
step within the nmeaning of Article 56 EPC. The subject-
matter of clains 2 to 5 which are appendant to this
claiml1l simlarly involves an inventive step.

It is, accordingly, not necessary to consider the
auxi liary request of the respondent.

The present decision is not based on facts or evidence
put forward for the first tine during oral proceedings.
Thus, the decision could be given orally at the end of
t hese proceedi ngs even in the absence of appellant |
and the party as of right (cf. decision G 4/92; Q EPO
1994, 149).
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O der

For these reasons it is decided that:

The appeal s are di sm ssed.

The Regi strar: The Chai r man:

M Dai nese W Moser

1225.D



