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Summary of Facts and Subm ssi ons

3027.D

Eur opean patent application 91 912 004.8 based on
PCT/ US91/ 04150 was published with clains 1 to 11 as WO
92/00191. Caim1l read as foll ows:

"A flexible composite conprising a high tensile
strength fibrous conponent dispersed within a flexible
or resilient polynmeric matrix, the matrix and fibrous
conponent being essentially unbonded to each other so
that the conposite retains essentially the flexibility
of the polynmeric matrix."

Clainms 2 to 7 were dependent clains directed to
derivatives of the conposite of claiml.

Claim8 was a nethod claimreading as foll ows:
"The met hod of making the conposite of claim21 which
conprises dispersing the fibrous conponent within the

polymeric matrix."

Claims 9 to 11 were dependent clainms directed to
derivatives of the nethod of claim 8.

During exam nation proceedings inter alia the follow ng
docunents were cited:

Dl1: US-A-4 766 014

D2: US-A-3 597 307

The applicant nmade further reference to:
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D7: (GB-A-1 192 598

D8: US-A-3 483 015

In a decision dated 15 Decenber 1997, the exam ning

di vision refused the above application. That decision
was based on a hand witten claim1 filed during oral
proceedi ngs on 18 Novenber 1997 and clains 2 to 14
filed with letter dated 24 June 1997 (mai n request) and
nmethod clains 1 to 3 as an auxiliary request.

That deci sion was based on the foll ow ng reasons:

(a) The requests nmet the requirenents of Article 123(2)
EPC.

(b) The subject-matter of claiml of both requests did
not conply with the requirenents of Article 84 EPC
because the following three features: "the fibres
are encased in the matrix"; "there is essentially
no bond and no adhesi on between the fibrous
conponent and the pol yurethane matri x" and "t he
fibres are able to slip relative to the matrix in
two directions”, were in contradiction to the
terns used in the description and were not clearly
defi ned.

On 11 February 1998 the applicant (appellant) filed a
noti ce of appeal against the above decision, the
prescri bed fee being paid on the same day. In the
statenment setting out the grounds of appeal, filed on
15 April 1998, the appellant submtted six sets of
claims nunbered as main request and first to fifth
auxi liary request and an affidavit of R Deanin.
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Ref erence was al so made to an affidavit of L. Wllwerth
filed during the first instance procedure.

By letter dated 2 April 2001, the appellant filed
claims 1 to 25 as sole request and withdrew t he

previous main and auxiliary requests.

In a comuni cation dated 11 Septenber 2002, the board
addressed objections to the clains on file with respect
to Article 123(2), 84 and 54 EPC.

By letter dated 19 March 2003, the appellant filed an
anmended set of clainms 1 to 25 (main request) and a
first auxiliary request and submtted two nodel s.

In response to a further conmunication of the board,
the appellant filed by letter of 3 COctober 2003 an
amended set of clainms 1 to 22 (rmain request) and two
auxiliary requests.

Oral proceedings were held on 30 Cctober 2003. After
di scussions relating to clarity and novelty the
appellant filed a new nmain request. The fornmer second
auxiliary request remained as sole auxiliary request.
The i ndependent clains of the new main request read as
fol |l ows:

"1l. Aflexible conposite conprising a fibrous conponent
di spersed and conpletely envel oped within a flexible or
resilient polyurethane matrix in which the matrix is
formed in situ about the fibrous conponent by
posi ti oni ng pol yurethane-form ng conponents about the
fi brous conponent and all owi ng the pol yurethane-formng
reaction to occur to formthe matrix with the fibrous
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conponent enveloped in, and able to slip relative to
the matrix, the fibrous conponent and pol yuret hane-
form ng conponents being such that the matri x and

fi brous conponent are not chem cally bonded to each

ot her and whereby the conposite retains essentially the
flexibility of the polyurethane matrix."

"12. A flexible conmposite conprising a fibrous
conponent sel ected from pol yester fibers and polyol efin
fibers, dispersed and conpletely envel oped within a
flexible or resilient polyurethane matrix in which the
matrix is formed in situ about the fibrous conponents
by positioning urethane-form ng conponents about the
fi brous conponent and allow ng the pol ymner-form ng
reaction to occur at a tenperature below the nelting
poi nt of the fibrous conponent to formthe matrix with
the fibers enveloped in, and able to slip relative to
the matrix, the fibrous conponent and urethane-form ng
conponents being such that the matrix and fi brous
conponent are not chem cally bonded to each other and
whereby the conposite retains essentially the
flexibility of the polyurethane matrix until, in use,
the conposite is bent sufficiently for the matrix to
start bearing on and braking around the fibres."

"13. A method of making a flexible conposite conprising
a fibrous conponent enveloped within a flexible or
resilient polyurethane matrix in which the matrix is
formed in situ about the fibrous conponent by

posi tioni ng pol yuret hane-form ng conponents about the
fi brous conponent and all ow ng the pol yurethane-form ng
reaction to occur to formthe matrix with the fibers
envel oped in, and able to slip relative to the matri x,

t he fibrous conmponent and pol yuret hane-form ng
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conponents being such that the matrix and fi brous
conponent are not chem cally bonded to each other and
whereby the conposite retains essentially the
flexibility of the polyurethane matrix."

"19. An article of manufacture having a surface
conprising a flexible conposite as defined in any one
of the clainms 1 to 12."

"20. An article of manufacture having a surface
conprising a flexible conposite obtainable by a nethod
as defined in any one of the clains 13 to 18."

"21. An article of manufacture having a surface
conprising a high tensile strength fibrous conponent
envel oped within a flexible or resilient polyurethane
matrix which is formed in situ about the fibrous
conponent at a tenperature below the nmelting point of
the fibrous conponent by positioning the urethane-
form ng reactant conponents about the fibrous conponent
and all owi ng the urethane-formng reaction to occur,

t he fibrous conponent and urethane-form ng reactant
conponents being such that the matrix and fibrous
conponent are chem cally unbonded to each ot her whereby
the conposite retains essentially the flexibility of
the matrix so as to allow for interfacial novenment or

sl i ppage between the matrix and the fibrous conponent.”

The appellant, in witing and during the oral
proceedi ngs, argued in substance as foll ows:

(a) The amendnents were duly based on the docunents as
originally filed.
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The terns objected to in the decision under appeal
were clarified by suitable anendnents and were
consistent with the description. Furthernore, the
clainms contained all features essential to the
invention, so that the requirenents of Article 84
EPC were net.

As to novelty, claiml referred to fibres

di spersed and conpletely envel oped within the
matri x which was obtained by formng in situ the
matri x about the fibrous conponent. The clai nmed
subject-matter differed fromDl in that

pol yur et hane-form ng reactants, instead of an

al ready existing polyner, were used, so that by an
in situ process the fibres were conpletely
enveloped in the matrix. The matri x conponent in
D1 had a porous structure which could not be
formed by an in situ process as clai ned.
Furthernore, the polyners of D1 forned a

di sconti nuous matrix whilst the clained subject-
matter formed a continuous matrix in close contact
with the fibres, so that the conposite retained
essentially the flexibility of the matrix until

t he conposite was bent sufficiently for the matrix
to start bearing on and braking on and around the
fibres (snubbing effect). The fibres were free for
sliding within the tunnels in the matrix and the
conposite provided properties different fromthose
of the products of DL.

According to D2 an artificial |eather was forned
froma solution containing fibres and a pol ynmer by
renoving the liquid whilst according to the

cl ai med-subject nmatter a matrix was fornmed in situ
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about the fibres by allow ng the pol yurethane -
formng reaction to occur. Since the fibres of D2
were hydrophilic and had to be able to absorb

noi sture, they could not be conpletely envel oped
by the polymer matri x.

(d) In D7 and D8 the conposites were produced by a
coagul ation process involving an al ready existing
pol ynmer. No pol yuret hane-form ng reaction occurred
to formthe matrix with the fibres envel oped
t herei n.

Thus, the clainmed subject-matter could not be
directly and unanbi guously derived fromthe cited

prior art.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the main request (clains 1 to 22) submtted in the
oral proceedi ngs replacing the previous main request
and first auxiliary request, alternatively on the basis
of the single auxiliary request submtted as second
auxiliary request in the letter dated 3 Cctober 2003.

Reasons for the Decision

1. The appeal is adm ssible
Amendnent s
2. The anmendnents effected in the independent clainms 1, 12,

3027.D

13 and 19 to 21 are based on the documents as
originally filed as foll ows:
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Amended claim 1:

claiml in connection with claim2 ("fornmed in
situ"),claim3 ("polyurethane"), page 15, lines 31 to
35 ("conmpletely envel oped”), claim 10 in connection
with page 2, lines 33 to 35 ("the matrix is formed in
situ ... to occur"); page 7, lines 2 to 4 ("not

chem cally bonded"), page 15, lines 11 to 15 ("able to
slip relative to the matrix").

Amended claim 12:

claim1 in connection with clainms 2 (formed in situ and
3 ("polyurethane"), page 15, lines 31 to 35

("compl etely envel oped"), page 2, lines 33 to 35 ("the
matrix is formed in situ ... to occur"); page 4,

lines 29 to 32 ("at a tenperature below the nelting
poi nt of the fibrous conponent”), page 7, lines 2 to 4
("not chem cally bonded"); page 5, lines 13 and 14
("pol yester fibres and polyolefin fibres"), page 15,
lines 11 to 15 ("able to slip relative to the matrix"),
page 12, lines 16 to 18 ("until, in use, ...fibres").

Amended cl aim 13:

claims 8 to 10 in connection with clains 1 and 3

(pol yuret hane), page 15, line 19 ("envel oped"), page 2,
lines 33 to 35 ("the matrix is fornmed in situ ... to
occur"), page 7, lines 2 to 4 ("not chem cally bonded
to each other"); page 15, lines 11 to 15 ("able to slip
relative to the matrix").
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Amended clains 19 and 20:

claim1 in connection with page 13, lines 17 to 23
("Article...™).

Amended cl ai m 21;

claim1 in connection with claim2 ("formed in situ"),
claim3 ("pol yurethane"), page 13, lines 17 to 23
("Article..."), page 15, line 19 ("envel oped"), page 2,
lines 33 to 35 ("the matrix is fornmed in situ ... to
occur"), page 4, lines 29 to 32 ("at a tenperature
bel ow the nmelting point of the fibrous conponent"),
page 7, lines 2 to 4 ("chem cally unbonded"), page 15,
lines 11 to 15 ("so as to allow .... conponent™).

The dependent cl ains have the follow ng basis in the
application as originally filed:

claim?2 : claiml1;

claims 3, 4, 14 and 15: page 3, line 3 and page 5,
lines 13 and 14;

claims 5 and 16: page 2, lines 30 to 32;

claims 6 , 7 and 17: claimb5;

claim8: claim?7:

claim9: page 16, lines 5 and 6;

claim10: page 16, lines 6 to 14;

claim11l: page 15, lines 11 to 15;

claim18: page 4, lines 24 to 33, page 9, lines 11 to
13;

claim22: page 14, line 6.
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Fromthe above it follows that the amendnents effected
are based on the application as originally filed so
that the requirenments pursuant Article 123(2) EPC are
met .

According to Article 84 EPC, the clains shall define
the matter for which protection is sought. They shal
be cl ear and conci se and be supported by the

descri ption.

In the decision under appeal, the follow ng three
features were objected to under Article 84 EPC

- "the fibres are encased in the matri x";

- "there is essentially no bond and no adhesi on
bet ween the fibrous conponent and the pol yurethane

matri x" and

- "the fibres are able to slip relative to the
matrix in two directions".

Wth respect to the first feature, the term"encased"
has been replaced by the term"di spersed and conpl etely
envel oped” (clainms 1 and 12). This anmendnent clarifies
that the fibres are conpletely enveloped in the matri x.
The description (see page 7, lines 27ff, page 8,

lines 30ff and page 15, lines 27 to 31), can be brought
inline with this restriction at a |ater stage of the
pr oceedi ngs.
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The second term objected to has been anmended by
specifying that the pol yurethane matrix and the fibres
are "not chem cally bonded”" to each other. Since a
definition for the term"chem cal bondi ng" can be found
in any chem cal standard dictionary, the anended
feature is now clear for the skilled person who is able
to select the fibrous conponents and urethane-form ng
conponents so that in the conposite the fibres and the
matri x are not chem cally bonded together.

The third feature objected to relates to the relative
nmovenent or slippage between the matrix and the fibres.
According to the decision under appeal, the statenent
in the description that the fibres do not change
position before, during and after deformation with
respect to the matrix (page 3, lines 1 to 3 fromthe
botton), was considered to be in contradiction with the
wording in the claim

The amended clains still mention that the fibers are
able to slip relative to the matrix, but do not refer
to the termobjected to that "the slippage is two
directional". Furthernore, according to the anended

i ndependent clains the matrix nust be flexible and the
fibres and the matrix are not chem cally bonded to each
other. Arelative slippage between the two conponents
of the conposite is thus possible if the flexible
matri x noves for exanple by stretching whilst the
fibres do not change their position. Consequently, the
cited passage in the description that the fibres do not
change position before, during and after deformation
with respect to the matrix is a nmere illustration of

t he behaviour of the fibres in relation to the matri x,
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which is inline with the requirenent as clained and
not in contradiction thereto.

From the above it follows that the objections raised in
t he deci sion under appeal have been renedi ed and that
t he amended cl ains can be consi dered as cl ear.

Si nce novelty objections have been raised by the first
instance in its conmunications, and since the appellant
requested that in view of the already | ong |asting

exam nation proceedi ngs al so substantive questions
shoul d be settled, the board has exercised its power to
deal with that requirenent, although novelty was not an
i ssue in the decision under appeal.

The objections raised during exam nation proceedi ngs
were mainly based on DI and D2. Thus, the question

ari ses whether the clained subject-matter is novel over
that prior art.

1 and 12

D1 describes a process for producing artificial |eather
simlar to natural |eather by chem cally processing
porous, synthetic sheet material conprising a porous
pol yuret hane matri x and a pressed urethane resin cover
filmpatterned to imtate real |eather, said process
conprising the steps of:

treating the synthetic sheet material w th an aqueous
solution containing at | east one specific nmetal salt
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until said sheet material is saturated by said solution;

and i n conbi nati on:

further treating said sheet material, with a water
emul sion of fatty material selected fromthe group
consisting of mneral oil, sulfated spermoil and

esters of substituted or unsubstituted fatty acids
having from 12 to 24 carbon atonms (claim1).

Said leather imtating material formed from

pol yur et hane resin |ayers conprises a porous open-cel
matri x enbedded wi th pol yester or polyethylene fibres
allowed to nove essentially freely along the axes
inside the matrix (colum 1, lines 32 to 38). A section

of such a material is shown in Figure 1

According to exanple 1, the polyester fibres in such a
conposite material are oriented in various directions
and housed in sliding manner inside the porous

pol yuret hane matrix (D1, colum 5, lines 36 to 38).

According to D1, the porous structure of the

pol yuret hane matrix is first subjected to a soaking
process by which practically all the pores are filled
with liquid before the first processing solution
consisting of bi-and/or trivalent netal solution is
applied (colum 3, lines 21 to 30). A pseudo-tanning
caustic soda solution causes part of the pores on the
material to be fully saturated, and during a
precipitation stage, part of the hydroxides precipitate
in gel formstraight into the said pores which are thus
filled with gel.
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Upon conpl etion of the precipitation stage, the sheet
material is washed and treated with a solution of water
and a di- or polyal dehyde to afford flexibility.
Finally, the material so processed is put through a
nunber of further processes, the nost inportant being a
greasi ng step which has been found to be essential for
obtaining the required results, i.e. for transformng
the original synthetic material into one identical to
real leather (colum 3, lines 51 to 59).

According to D1, the greasing process is particularly
effective in that the esters and oils, which would not
normal Iy be retained by conpact synthetic resins, are
retained by the pores and the synthetic fibres enbedded
in the porous synthetic matrix. The oils and esters
also inprove fibre flow inside the porous matrix in
such a manner as to give the processed material the
characteristic consistency and feel of real |eather
(colum 4, lines 2 to 12).

From t he above disclosure of D1 it can be derived that
the fibres nmust be connected to the open porous
structure of the matrix, so that the treating solutions
can penetrate the pores and affect the fibres inside
the matrix. Quite to the contrary, according to the

cl ai med subject-matter the fibrous conponents are

conpl etely envel oped within the pol yurethane matri x.

D2 discloses a supple sheet material suitable to be
used as base material for the manufacture of artificial
| eat her which conprises a non-woven condensed web
formed fromfibrous material consisting essentially of
substantially hydrophilic polyneric fibres, and a

pol ymer filler which has substantially no adhesion to
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said fibres, said hydrophilic polyneric fibres having a
noi sture pick-up of at |east 7% of the weight of said
fibres when placed in a noist atnosphere with a
tenperature of 20 °C and a relative humdity that
changes from50%to 95% said filler being
honogeneously distributed throughout said web and
cohering at spaces between said fibres, and said sheet
material having a density of at |east 0.5 gram per
cubic centineter and a total filler content of not nore
t han 30% by wei ght based on the wei ght of the sheet
material (claiml).

According to claim3 the filler is a polyurethane. Such
a polyurethane filler may be produced by inpregnating
the web of a fibrous material with a solution of

pol yurethane in a mxture of a solvent, for instance,

di met hyl f ormam de, and a snmall anount of a non sol vent,
for instance, water, followed by precipitating and
renovi ng the solvent and the non-solvent. The process
is in particular suitable for obtaining a honbgeneously
di stributed and porous filler which has substantially
no adhesion to the fibrous material (colum 4, |lines 27
to 34). Such a process is illustrated in exanples | and
|1 of D2 wherein a porous polyurethane matrix is
obt ai ned.

Since, in order to provide suppl eness, the noisture
absorption capacity of the sheet material and its
ability to swell and shrink dependent on the nvoisture
content are key features of D2, (see colum 3, lines 14
to 17) and since hydrophilic polyneric fibres within

t he sheet material are necessary for that purpose, the
fibres of that sheet material nust be accessible for

t he absorption of water by the porous pol yurethane
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filler and thus cannot be conpletely envel oped within
the matri x.

Consequently, D1 and D2 do not directly and

unanbi guously di sclose that the fibrous conponent is
conpl etely envel oped within the pol yurethane matrix so
that the subject-matter of clainms 1 and 12 is
considered to be novel over Dl and D2.

In view of the above difference, it can be |eft open
for the novelty of the subject-matter of clains 1 and
12, whether the fact that the polynmeric matrix is
formed in situ, provides, as argued by the appellant, a
further distinction over the cited prior art.

Clamil3

5.2

3027.D

As the product feature "dispersed and conpletely
envel oped"” has not been introduced into the process
claim 13, the novelty of the subject-matter of that
request nust be exam ned separately.

D2 does not disclose an in situ polynerization process
as specified in process claim13 (see point 4.3).

Al though D1 itself does not disclose a process for the
production of the porous sheet material disclosed

t herein, the appellant argued that said sheet material
coul d be produced by a process disclosed either by
docunent D7 or D8.

D7 discloses a process for producing a m croporous
sheet material which conprises coating a substrate with
a solution conprising a filmform ng pol yurethane in a
wat er - m sci bl e organi c sol vent, and coagul ating the
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pol ymer by treating the coated substrate with an
aqueous solution of at |east one water soluble salt of
wat er - sol ubl e inorganic and organic salts of |ithium
sodi um potassium cal cium alumnium nmagnesi um

copper, iron, zinc, manganese or anmmonium (claim1l).

5.3 D8 di scl oses a nethod of manufacturing m croporous
sheet material for an imtation | eather which conprises
t he steps of:

(1) inpregnating or coating a substrate with a

pol yur et hane el astomer in an organi c sol vent;

(2) treating this product in a bath conprising a

coagul ating liquid for said polyurethane el astoner,
which liquid is at least partially mscible with said
organi c solvent to obtain a cellular polyurethane
structure having nmutual ly comruni cated m cro pores;

(3) renoving said organic solvent fromthe cellular

pol yur et hane thus obtai ned; and

(4) renoving said coagulating liquid fromthe resulting
pr oduct ,

whi ch conprises dissolving from0.1 to 50 wei ght
percent based on the el astonmer of a coagul ation

regul ating agent in the pol yurethane el astoner solution,
whi ch agent is substantially insoluble in the

coagul ating liquid and has a noderate degree of
mscibility with said pol yurethane el astoner, said
agent being selected fromcertain specified conpounds
(claim1l).

5.4 Since in D7 and D8 only physical coagul ati on processes,
whi ch start froman already forned pol yurethane, are
nmenti oned, these docunents do not disclose the in situ
reacti on of urethane-form ng conponents about the

3027.D
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fi brous conponents. Thus, the process according to
claim13 is novel over these cited prior art docunents.

Since the decision under appeal has only dealt with the
obj ections under Article 84 EPC and a final assessnent
of inventive step is still necessary, the board
exercises its discretion to remt the case for further
prosecution (Article 111(2) EPC)

Regardi ng novelty of the article defined in independent
claims 20 and 21, it is noted that these clains |ack

t he di stinguishing feature over D1 and D2 "di spersed
and conpl etely envel oped”, introduced in clains 1 and
12 during the oral proceedings. The appellant has
argued for the first time in the oral proceedings that
t he product - by-process feature which specifies that the
matrix is formed by an in situ polynerization excl udes
that a porous structure such as in D1 or D2 can be
produced (see Case Law of the Boards of Appeal of the
Eur opean Patent O fice, 4th edition, 2001, I1.B.6.2 and
6.3). The board notes however, that the affidavits
filed during exam nation proceedi ngs do not support
this allegation and that al so no ot her evidence has
been presented in that respect. In order to give the
appel  ant an opportunity to present the necessary
evidence in this respect the board decides that this
question should be dealt wth by the exam ning division.

The appel | ant nmay, however, incorporate the

di stinguishing feature specified in clains 1 and 12,
i.e. that the fibrous conmponent is dispersed and
conpl etely envel oped, in all independent clains or
draft, according to Rule 29(4), first sentence, EPC,
t he i ndependent process and material clains so as to
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refer back to claim1l. The nunber of independent clains

shoul d be conci se.

6.3 Specific attention should be paid to Rule 35(13) EPC so
that the term nol ogy throughout the European patent
application is consistent (see for exanple point 3.1.1).

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

C. Ei ckhoff R. Teschemacher
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