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Summary of Facts and Submn ssions

0440.D

This appeal is fromthe decision of the Opposition
Division, dated 5 May 1998, to revoke European patent
No. 0 266 271 for a third tinme. The decision was based
on the ground that the patent proprietor (Appellant)
had failed to submt a text in which the European

pat ent coul d be mai nt ai ned.

The two previous decisions of the Qoposition Division
to revoke the patent were set aside by the then
conpetent Board of Appeal 3.4.2. Wth its first

deci sion T 1027/93, the Board remtted the case to the
Qpposition Division for further prosecution. Wth its
second decision T 367/96, the Board decided that the
case be remtted to the first instance with the order
to maintain the patent in anended formon the basis of
the clains filed as the Appellant's fourth auxiliary
request (filed as "Patentee's Fifth Request” during the
oral proceedi ngs of 3 Decenber 1997 before the Board
and hereinafter referred to as "the Fourth Auxiliary
Request"), with the description and drawi ngs to be
adapt ed, where necessary.

Claiml of the Fourth Auxiliary Request reads:
"1. A fermentation process wherein the off-gases is
conprised of a gas m xture, conprising the steps

of

provi di ng a sem perneabl e nenbrane having a feed
gas side and a sweep gas side,

contacting said feed gas side of said
sem perneabl e nenbrane with a feed gas m xture
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conprising said off-gases, said feed gas m xture
containing two gases to be retai ned which gases

are present on said sweep gas side, and at | east
one gas to be separated therefrom

si mul taneously contacting said sweep side of said
sem perneabl e nenbrane with a sweep gas having a
pressure | ower than that of said feed gas,

W thdrawi ng a residue gas after contact wth said
feed side of said nenbrane which is substantially
depl eted of said gases to be separated,

W t hdrawi ng a perneate gas after contact with said
sweep side of said nenbrane which is substantially
enriched with said gases to be separated,

characterized by further conprising:

bal anci ng said partial pressure of a first gas to
be retained to provide as close as possible
substantially equal partial pressures on both
sides of the nenbrane while at the sane (read
"sanme") tinme providing a partial pressure
differential across the nenbrane for a second gas
to be retained, which partial pressure
differential is |less than the partial pressure
differential of said gas to be separated to
maxi m ze di ffusion across the nenbrane of said gas
to be separated while mnimzing diffusion across
the nmenbrane of said gases to be retained.”

| V. Subsequently, the Opposition Division sent out an

invitation for the Appellant to file an adapted version
of the description, and the Appellant, in a letter of

0440.D Y A
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response dated 10 April 1998, explicitly disagreed. It
submtted that the decision T 367/96 was based on an
obvi ous m stake consisting in an erroneous
interpretation of the prior art, nanely a wong

cal cul ation of the partial pressure which contradicted
the laws of physics. The Appell ant asked the Opposition
Division to correct under Rule 89 EPC the obvi ous

m st ake made and to rei ssue an appeal abl e deci sion on
non- obvi ousness. It further indicated that, in case of
di sagreenent by the Opposition Division, it wuld |ike
to join the case J 3/95 pendi ng before the Enlarged
Board of Appeal as G 1/97 in order to learn how to
obtain a revised decision where a procedural m stake
was an obvi ous m st ake.

The Appellant did not propose any text for adaptation
of the description to the clainms of the Fourth
Auxi | i ary Request.

Thereafter the Opposition Division rendered said third
deci si on nentioned under |. above, against which the
Appel  ant, on 8 June 1998, |odged its present and third
appeal and paid the appeal fee. In a |letter headed
"Grounds of Appeal Statenment” filed on 2 Septenber

1998, the Appellant essentially repeated its argunents
and requests submtted to the Qpposition Division

(see |V. above) but proposed, as an alternative to join
case J 3/95, to wait for the issuance of opinion

G 1/97. In addition, the Appellant requested - as its

| ast auxiliary request - to be given another
opportunity to accept the clains of the Fourth
Auxi l i ary Request.

In a letter dated 10 Decenber 1998, the Respondent
(Opponent) submtted that the "appeal nust be rejected"
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since none of the alleged grounds of appeal addressed
the only ground on which the patent was revoked, nanely
that there was no text in which the patent may be

mai nt ai ned, and since the decision of the Board of
Appeal was final and not open to further appeal. It
requested that the appeal be dism ssed as i nadm ssible
and that an award of costs of the present appea
proceedi ngs be nmade in favour of the Respondent.

Due to a change of business distribution schene of the
techni cal Boards of Appeal, this appeal was all ocated
under case nunber T 555/98 to the present technica
Board 3.3.5 which stayed the proceedings until the

I ssuance, on 10 Decenber 1999, of the decision of the
Enl arged Board of Appeal in the case G 1/97

(QJ, EPO 2000, 322) in order to conply with the
Appel l ant' s respective request (see V. above).

Foll owi ng the opinion given in G 1/97, the Board, in a
|l etter dated 12 May 2000, communicated its prelimnary
opi nion that the present Board had no conpetence to
revise a decision given by another Board, and further
that the conpetence to correct an appeal decision under
Rule 89 EPC lies with the Board which has given the
deci sion, as was established by the Enlarged Board of
Appeal in its opinion G 8/96. Finally, the Board did
not see any reasons justifying an award of costs as
requested by the Respondent.

In order to conply with the Appellant's respective
request (see IV. and V. above), oral proceedi ngs were
hel d before the Board on 26 January 2001, in the
absence of the Respondent (Cpponent) as announced by a
letter of 28 July 2000. These proceedi ngs were
termnated with the decision to continue the



Xl .

0440.D

- 5 - T 0555/ 98

proceedings in witing to give the Appellant, upon its
request, the opportunity to submt the case to the
Board of Appeal 3.4.2 which has given decision T 367/96
(see conmuni cation of Board 3.3.5 dated 6 March 2001).

Accordingly, the Appellant in a |letter dated
27 February 2001 requested that Board 3.4.2 correct
under Rule 89 EPC an obvi ous m stake present in the
decision T 367/96 issued on 3 Decenber 1997.

In its decision dated 21 June 2001, Board of

Appeal 3.4.2 decided to refuse this request since the
correction did not relate to an error or m stake open
for correction under Rule 89 EPC

In a communi cation dated 11 July 2001, Board 3.3.5
invited the Appellant to present its ultinmate requests
in respect of the still pending appeal T 555/98 and to
submt a description adapted to the clains of the
Fourth Auxiliary Request declared patentable in
decision T 367/ 96.

Wth a letter submtted by telefax on 11 Septenber 2001
(dated 19 July), the Appellant filed an amended version
of the description "adapted to the fourth auxiliary
request as granted in decision T 367/96, as earlier
requested, for further grant of a nodified patent, if
there is no possibility to obtaining a fair treatnent
of this case".

In a communi cation dated 31 COct ober 2001, the Board
informed the parties of its intention to nmaintain the
patent in anended formon the basis of the clains
according to the Fourth Auxiliary Request with the
provi so that further anendnents to the description of
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the patent in accordance with the Board's proposal were
filed or agreed to within the tine period given. The
Appellant, in a letter of reply of 27 Novenber 2001,
gave its agreenment. The Respondent informed the Board
by a letter dated 7 Decenber 2001 that he had no
further conments.

Reasons for the Deci sion

Fromthe parties' ultimte requests as they stand
(see VI. and Xl. above), the follow ng issues are to be
decided in the present case:

- whet her the present appeal is adm ssible;

- whet her the present Board of Appeal has any other
conpetence than to decide on the mai ntenance of
the patent on the basis of the clains of the
Fourth Auxiliary Request and an adapted
description; and

- whet her there is any justification for an
apportionnment of costs of the present appea
pr oceedi ngs.

1. Adm ssibility of the appea

The appeal conplies with the requirenents of

Articles 106 and 107 EPC as well as with those laid
down in the first and second sentence of Article 108
EPC and in Rule 64 EPC. Its adm ssibility was only
chal | enged by the Respondent on whether the docunent
headed "G ounds of Appeal Statenent" contains a
"statenent setting out the grounds of appeal™ according

0440.D Y A
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to the third sentence of Article 108 EPC.

In the Respondent's opinion, such grounds nust address
the reasons in the decision under appeal.

No definition of "the grounds of appeal" is provided by
the EPC and there is no explicit requirenent in the EPC
that these grounds should contain a reference to the
reasons of the appeal ed deci sion but the Board in any
case has found that in the Appellant's statenent of
grounds of appeal such reference has been provided, at

l east inplicitly:

The patent was revoked for the sole reason that the
Appel lant did not - in accordance with Article 113(2)
EPC - submt or agree to a text in which the patent
coul d be maintained as stipulated in Article 102(3)

EPC, but the Appellant, in its statenent of grounds of
appeal, gave the reasons why it declined to approve any
proposed text except that of the patent as granted, as
it didinits previous letter of reply to the
Qpposition Division's invitation to adapt the
description. Mreover, in a |last auxiliary request,
pursuit of the patent on the basis of the clains of the
Fourth Auxiliary Request was request ed.

Thus, the statenent of grounds of appeal neets at | east
the m ni mum requirement by putting forward in an
intelligible manner the substance of the Appellant's
case, ie the reasons why the appeal should be all owed
and why the decision under appeal should be set aside
(see J 22/86, QJ EPO 1987, 280, reasons No. 2).

Even if such reasons nmay turn out to be not prom sing,
any unsuccessful outcone of the appeal wll not render
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it inadm ssible (T 65/96 of 18 March 1998; not
published in the Q) EPO, reasons No. 1.1).

Consequently, the appeal conplies with Article 108 EPC,
third sentence.

Conpet ence of the Board

At present, the Appell ant seeks before the present
Board 3.3.5 as main request inits own wrds "a fair
treatnment”. The Board considers that the only
reasonabl e understandi ng of said request is that the
Appel lant still requests revision of decisions T 367/96
of 3 Decenber 1997 and 21 June 2001.

However, according to Articles 21(1) and 106(1) EPC,
the Board has no conpetence to revise a decision of a
Board of Appeal (decision of the Enlarged Board of
Appeal G 1/97, reasons Nos. 2 and 6). Therefore, the
mai n request is rejected.

Thus, the present Board's conpetence is restricted to
deci de whether there is any text suitable for

mai nt enance of the patent on the basis of the clains
according to the Fourth Auxiliary Request.

In order to adapt the description to a fernentation
process and apparatus suitable therefore, in accordance
Wi th the independent Clains 1 and 5 of this request, it
has been found necessary by the Board, agreed to by the
Appel | ant and not di sapproved by the Respondent to
amend in the patent specification

- colum 2, lines 11 to 12 into "In a m xture of
gases, certain gas conponents”
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- colum 2, lines 20 to 23 into "This invention is
i n accordance with claim1. Air enriched with
oxygen is passed through a fernentation vat by any
sui tabl e means for purposes of";

- colum 3, lines 23 to 24 into "Figure 1 shows a
schematic representati on of the concept of the
process";

- colum 4, |line 6 into "The concept conprises
sel ecting a feed" and

- columm 8, line 41 into "A feature of the invention
conpri ses”

These anmendnents are found sufficient for maintenance
of the patent in anended formon the basis of the
Fourth Auxiliary Request.

Award of costs

The Respondent requested an award of costs "agai nst the
Patentee on an indemity basis" since the present
appeal proceedi ngs were an abuse of procedure.

The rules for apportionnent of costs are laid down in
Article 104(1) EPC where it is said that nornmally each
party to the proceedi ngs shall bear its own costs. As
an exception and for reasons of equity, "costs incurred
during taking of evidence or in oral proceedings" my
be apportioned differently.

In the present case, however, the argunents put forward
in the Appellant's statenent of G ounds of Appeal have
no relation to a taking of evidence within the neaning
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of Article 117 EPC, nor did any costs result for the
Respondent who absented itself fromthe ora
proceedi ngs held in the present appeal proceedings.
Hence, the Respondent's request for award of costs nust

fail.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside:

2. The case is remtted to the Qoposition Division with
the order to maintain the patent in the follow ng
ver si on:

d ai ns:

Nos. 1 to 5 of the fourth auxiliary request filed as
"Patentee's fifth Request" during oral proceedi ngs of
3 Decenber 1997 before Board 3.4.2;

Descri ption:

Colums 1 to 9 of the patent specification with the
fol |l owi ng amendnent s:

- colum 2, lines 11 to 12: "In a m xture of gases,
certain gas conponents”

- colum 2, lines 20 to 23: "This invention is in
accordance with claiml1l. Air enriched with oxygen

0440.D Y A
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i s passed through a fernentation vat by any
sui tabl e neans for purposes of";

- colum 3, lines 23 to 24: "Figure 1 shows a
schematic representation of the concept of the
process";

- colum 4, line 6: "The concept conprises selecting
a feed" and

- colum 8, line 41: "A feature of the invention
conpri ses”
Dr awi ngs:

Figures 1 to 4 of the patent specification.

3. The request for apportionnent of costs is refused.
The Regi strar: The Chai r man:
U. Bul t mann R Spangenber g
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