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Summary of Facts and Subm ssi ons

2719.D

The appel | ant (opponent) | odged an appeal, received at
the EPO on 3 June 1998 against the interlocutory

deci sion of the Opposition Division, dispatched on

2 April 1998, which maintained the patent No. 0 427 321
in an anended form The appeal fee was paid

simul taneously and the statenent setting out the
grounds of appeal was received at the EPO on 3 August
1998.

Qpposition was filed against the patent as a whol e and
based on Article 100(a) and (b) EPC. The Opposition

Di vision held that the grounds for opposition cited in
Article 100(a) EPC did not prejudice the maintenance of
the patent in the anmended version submtted finally as
the main request during the oral proceedi ngs of

12 March 1998, having regard in particular to
docunent s:

Dl: US-A-4 523 392

D2: FR-A-2 230 155

D3: DE-B-0 106 393 and

D8: US-A-3 668 793.

In his statenment setting out the grounds of appeal, the
appel l ant alleged that the state of the art discl osed
in D1 deprived the subject-matter of Claim1l as
mai nt ai ned by the Qpposition Division of novelty. In

particul ar he contended that this aim1l sinply
recited a succession of trivial assenbly steps of the
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conmponent parts which were already described in the
product Caiml as granted and al so in the product
clainms of the first auxiliary request submtted to the
Qpposition Division. He argued that the respondent had
wi t hdrawn said product clains after the Qpposition

Di vi si on had announced that their subject-matter was
not novel over D1 and that such a w thdrawal was

equi valent to an irrevocabl e adm ssion of |ack of

novel ty by the respondent.

In view of the foregoing, the appellant concl uded that
t he conponent portions of the inner |ining shoe were
not novel over D1 and that the steps according to
Caim1l of providing such conponent portions were al so
not novel, since they were inplicitly and necessarily
al so provided in DI1.

The appel |l ant contended furthernore that it was
inplicit fromDl that the tongue carrying vanp (6) of
D1 was connected to the sole, i.e. at a position renote
fromthe instep, so that all the characteristics
described in Gaiml were already disclosed in D1
either explicitly or inplicitly.

The appel | ant contended further that the subject-matter
of Caiml |lacked an inventive step over DI1.

He questioned whet her the expression: "proper tongue
(14) integrally formed with a part (16)" recited in the
claim1l defined both a one-piece assenbly and a two-

pi ece assenbly and whet her a one-pi ece assenbly, which
was the only alternative capabl e of avoiding

t hi ckeni ngs, was supported by the description. He

consi dered that the one-piece assenbly was
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insufficiently supported by the patent in suit and that
the two-piece assenbly could not solve the problem
dealt with in the patent and thus | acked an inventive

st ep.

I n subsequent statenents, the appellant maintained his
obj ections based on Articles 84, 100(a) and 100(b) and
requested the referral to the Enlarged Board of Appea
of the question of applicability of the follow ng
principle: "The closer to obviousness is the inventive
step, the higher should be the cl earness and
conpl et eness of the European patent application”

Mor eover, he submtted a further docunent
(D11: US-A-2 572 050) arguing that it anticipated the
subject-matter clained in Caiml.

The respondent (proprietor of the patent) argued that

t he appeal was not adm ssible under Rules 64(b) and
65(1) EPC since the extent to which anendnent or
cancel l ati on of the inpugned decision was requested was
not identified in the notice of appeal.

Furt hernore, he opposed the whole argunentation of the
appellant and filed a declaration from M Andrea
Gabrielli, the inventor of the shoe disclosed in D1,
expl ai ni ng how said known shoe was manuf act ur ed.

Drawi ngs conprising a Figure 3 show ng the shoe of D1
were annexed to the declaration.

The Board regarded said Figure 3 as useful for
under standing the invention and decided to take it into
consi deration in the proceedi ngs as docunment D12.
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Oral proceedings took place on 5 October 1999.

After the respondent had submitted a third auxiliary
request conprising a new Claim1l anended in view of the
clarity objections, the appellant contended that the
protection conferred by this claimwas extended because
the term"integral” contained in Claim1l as granted and
which limted the protection of the claimto a one

pi ece el enent had di sappeared fromthe claim According
to him a preassenbl ed two-piece el enent could not be
considered to be protected by Claim1l1 wthout
contravening Article 123(3) EPC

The appel |l ant was al so of the opinion that the

i nvention was totally anticipated by D11, the subject-
matter of which bel onged to the general technical field
of footwear and had the same characteristics as the
shoe described in CQaim1l. He contended al so that the
shoe of D1 destroyed the novelty of the subject-matter
of daiml since, according to him it was inplicit for
the skilled person that a vanp shoul d necessarily be
connected to the sole.

The appel l ant considered that the state of the art

di scl osed in D11 was the closest to the invention
because, in particular, it solved the problem of the
invention, i.e. to avoid thickenings at the instep

| evel of the shoe.

The appel | ant pointed out that the invention did not
avoi d thickenings per se but only the effect of

t hi ckenings, since in particular Figure 2 of the patent
clearly showed that thickenings were still present at
the instep | evel.
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He considered it also to be usual to provide paddi ng
I nsi de a shoe everywhere where a protuberance could
hurt the foot, so that no inventive step would be

i nvol ved in such a nmeasure.

The appel l ant drew al so the attention of the Board to
the fact that the term "paddi ng" was cited neither in
the application as filed nor in the patent as granted
and that to add this word in Claim1 would introduce
new matter since the use of paddi ng was never

consi dered before as a crucial feature of the

I nventi on.

The respondent disagreed with the appellant's argunents
and contended in particular that padding was clearly

di sclosed in Figure 2 of the application as filed and
of the granted patent, that there was no disclosure in
D1 concerning the order of assenbling the different
parts of the known shoe, and that the shoe disclosed in
D11 was a conponent of a conbined shoe and skate
construction and not an inner lining shoe for sk

boot s.

At the end of the oral proceedings the appell ant
requested that the decision under appeal be set aside
and that the European patent No. 427 321 be revoked.

In the alternative, he requested to refer the point of
law identified in his letter dated 2 Septenber 1999 to
the Enl arged Board of Appeal.

In addition, he requested to apportion the costs,
incurred by himfor the appeal proceedings, to the
respondent .
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The respondent requested that the appeal be dism ssed
and the patent be nmaintained as granted (main request).

In the alternative, he requested to maintain the patent
on the basis of one of the two sets of clainms submtted
as auxiliary requests in the oral proceedi ngs before
the Qpposition Division (first and second auxiliary
request), or on the basis of the set of clains
submtted during the oral proceedi ngs before the Board
(third auxiliary request).

Caiml of the second auxiliary request reads as
fol | ows:

"A process for manufacturing an inner |ining shoe for
ski boots, characterised in that it conprises the
foll ow ng steps:

- providing a tongue assenbly (12) consisting of a
proper tongue (14) integrally fornmed with a part (16)
of the upper avoiding thickenings at the instep |evel,
wherein the part (16) of the upper is an extension of
the tongue (14) and consists of a fore part of the
upper which is adapted to constitute the whole toe
portion of the upper of the shoe;

- providing an upper remaining part (20) including a
|l eg part (22), connected to a sole (24);

- connecting the tongue assenbly (12) to the upper
remai ni ng part (20) and to the sole (24) through
fastening neans (34, 36), in position renote fromthe
i nstep.”

Caiml of the third auxiliary request reads as
fol | ows:
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"A process for manufacturing an inner |ining shoe for
ski boots, which conprises the follow ng steps:

- providing a tongue assenbly (12) consisting of a
proper tongue (14) integrally fornmed with a part (16)
of the upper so as to have an inner paddi ng which
extends continuously along said tongue and said part,
avoi di ng inside thickenings at the instep |evel,
wherein the part (16) of the upper is an extension of
the tongue (14) and consists of a fore part adapted to
constitute the whole soleless toe portion of the upper
of the shoe;

- providing an upper remaining part (20) including a

|l eg part (22), connected to a sole (24);

- connecting said extension of the tongue assenbly (12)
to the upper remaining part (20) and to the sole (24)
t hrough fastening neans (34, 36), in position renote
fromthe instep.”

Reasons for the Deci sion

1. Adm ssibility of the appeal (Rule 64(b) EPC)

Pursuant to Rule 64(b) EPC. "The notice of appeal shal
contain ... a statenent identifying the decision which
I's impugned and the extent to which anmendnent or
cancel l ation of the decision is requested.”

In the notice of appeal dated 2 June 1998 the appell ant
did state that he appeal ed against the entire decision
of the Qpposition Division but he did not explicitly
identify the extent to which anendnent or cancellation
of the decision was requested.

2719.D N
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However, according to the established case | aw of the
Boards of appeal the extent of the appeal is
sufficiently identified if it is stated in the notice
of appeal that the first instance decision is appeal ed
inits entirety. In such a case it can be assuned that
the appell ant adheres to his requests on which the

I mpugned deci si on was based (see for exanpl e decisions
T 7/81, QJ EPO 1983, 98 and T 631/91, not published in
the QJ).

Consequently, in conformty with said consistent case

| aw, the Board considers that the statenent contained
in the appellant's request of 2 June 1998 satisfies the
requi renents of Rule 64 EPC and that the appeal is
adm ssi bl e.

Adm ssibility of the late submtted docunents

The patent US-A-2 572 050 (D11) was submtted for the
first tine to the Board with the appellant's letter
dat ed 28 Septenber 1999 and Figure 3 (D12) referred to
in M Gabrielli's declaration was filed with the
respondent’'s letter of 2 Septenber 1999.

Wil e these two docunents were submitted only shortly
before the oral proceedings, they are particularly

rel evant and so the Board has decided that they should
be taken into consideration together with the docunents
di scussed in the decision under appeal.

Mai n request (clainms as granted) and first auxiliary
request

The respondent has requested the reinstatenent of the
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product clainms submtted to the Opposition Division.

The Board of Appeal does not accept this request for
the foll ow ng reasons:

During the oral proceedings before the Qpposition

Di vision, the respondent submitted a set of process
clains as a basis for his main request and the
OQpposition Division nmaintai ned the patent according to
sai d request.

The respondent was thus not adversely affected by the
interlocutory decision of the Qpposition Division in
the nmeaning of Article 107 EPC

Duri ng appeal proceedings he is therefore primarily
limted to defending the patent in the formin which it
was mai ntai ned by the Opposition Division (see the

deci sions of the Enlarged Board of Appeal G 9/92 and

G 4/93 - Q) EPO 1994, 875) and any anendnents he
proposes nmay be rejected by the Board of Appeal if they
are neither appropriate nor necessary.

The Board considers that it is the case with the

rei nstatenent of the product clains which does not
arise fromthe appeal and rejects the correspondi ng
request of the respondent (see decisions T 406/86, QJ
EPO 1989, 302 and T 295/87, Q) EPO 1990, 470).

4. Second auxiliary request
Caiml1l of the second auxiliary request has been

nodified in particular in that the feature in Claim1l
as granted of

2719.D N
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"sai d extension being connectable to the remaining part
(20) of the upper™

(see the specification: colum 3, lines 29 to 31),

has been replaced by the feature of

"connecting the tongue assenbly (12) to the upper
remai ning part (20)"

(see line 11 of page 2 annexed to the respondent's
letter of 5 February 1998).

The new feature is nore general than the granted
feature since it no |longer specifies which part of the
tongue assenbly is connectable and connected to the
upper remai ning part of the shoe.

Therefore, the protection conferred by the claimhas
been extended in contravention of Article 123(3) EPC

Mor eover the subject-matter of Caim1l of the second
auxiliary request is not seen as inventive, for the
foll ow ng reasons.

The shoe rear and front parts shown respectively in
Figures 1 and 3 of D3 correspond to the upper renaining
part and tongue assenbly specified in Caim1l and this
type of shoe construction is well known (see e.g. in
D11, the reference to shoes of the Bl ucher type,

colum 1, lines 54 to 59).

The sub-assenblies disclosed by D3 and the process of
maki ng the shoe of D3 thus differ fromthe invention
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claimed in daim1 only in that D3 concerns a nor nal
shoe whereas the process of daimlis for

manuf acturing an inner |ining shoe for ski boots.
Claim1l contains no steps or features to differentiate
its process fromthe known process for making shoes in
general and it does not even specify the paddi ng which
was put forward by the respondent hinself as an
essential conponent of the lining shoe according to the
i nventi on.

Therefore Claim1l cannot be allowed in application of
Articles 56 and 123 EPC and the second auxiliary

request mnust be rejected.

Third auxiliary request (based on the clains submtted

during the oral proceedi ngs before the Board)

Amendnents to the clains (Articles 84 and 123 EPC)

Change of category

In the description of the application as originally

filed, the invention is described in terns of
manuf act uri ng operations such as, for exanple page 2,

line 21: "made integrally"; lines 26 and 31:
"integrally fornmed"; line 27: "shaped as"; - line 28:
"whi ch can be connected" or on page 3, line 1. "which
can be anchored and secured”; lines 1 and 2: "which can

be sewed", etc...

Therefore, the change of category fromthe granted

"product” clainms to the clains of the third auxiliary
request concerning a "process" for manufacturing the
sanme does not anend the patent in suit in such a way
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that it contains subject-matter which extends beyond
the content of the application as filed (Article 123(2)
EPC) .

Si nce, noreover, a product claimper se confers
protection to all processes for nmaking that product, a
repl acenent of said product claimby a process claim
directed to a specific nethod for naking that product
does not extend the protection conferred thereby
(Article 123(3) EPC, cf Case Law of the Boards of
Appeal of the EPO, 3rd edition 1998, I11.B.3, at

page 220).

Therefore, the change of category of the clains of the
third auxiliary request from "product” to "process”
does not contravene Article 123 EPC and is all owabl e.

Amendnents to the wording of Claiml

In addition to the change of category, Caim1l of the
third auxiliary request has been made nore specific and
clarified as follows:

- The | ocation of the "thickenings" cited in Caiml
as granted (see colum 3, line 23 of the
speci fication) has been nmade nore precise by
addi ng the word "inside" before the word
"t hi ckeni ngs", based on Figure 2 of the
application as originally filed.

- The way of "avoiding inside thickenings" has been
specified in the anended cl ai m by addi ng the
wordi ng "so as to have an inner paddi ng which
extends continuously al ong said tongue and said



2719.D

- 13 - T 0554/98

part".

Also this feature is clearly shown in the cross-section
view of Figure 2.

- The erroneous expressions: "foot back" and "back
of the foot" used in colum 3, lines 24 and 32
respectively of the specification have been
repl aced by the word "instep"” which is nore
appropriate for specifying the |ocation of the
t hi ckenings with respect to the foot of the

wear er .

- The phrase: "a fore part adapted to constitute the
portion of the upper being the toe of the shoe"
(see aim1l as granted, colum 3, lines 27 to 29)
has been replaced by the foll ow ng phrase:

"a fore part adapted to constitute the whole
sol el ess toe portion of the upper of the shoe".

It is clear fromFi gure 3 of the application as
originally filed that part (16) of the tongue assenbly
(12) constitutes the whole toe portion of the upper and
that it is not preassenbled with a sole.

Al'l the anmendnments made to Claim1l as submtted during
the oral proceedings are supported either by the
description or the drawi ngs of the application as filed
originally (Article 123(2) EPC). Since, noreover, they
clarify the content of Caiml on file (Article 84 EPC
and restrict the protection conferred thereby

(Article 123(3) EPC, they are adm ssible.
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Amendnents to the description

The description as granted has been nodified to adapt
it to the new set of clains on file and no new matter
has been incorporated in it. Therefore, all the
anmendnents made are accept abl e.

Interpretation of Cdaiml

Wiile the word "integral" (see colum 3, line 25 of the
speci fication) has disappeared fromthe text of

Claiml1l, the questionable expression: "integrally
formed"” (see columm 3, line 22) has been naintained in
order to avoid the risk of contravening Article 123
EPC.

Al so the inappropriate expression "renote front (see
colum 3, line 32) has been retained in CCaim1l for the
same reasons.

However, in order to be able to appreciate properly the
scope of CQaiml1, the Board has interpreted these
expressions as foll ows:

- "integrally formed": Since a tongue assenbly in
one piece has been neither described nor
represented in the application as originally
filed, the only interpretation which can be
validly given to this expression is that the
assenbly is formed with two parts permanently
secured together so as not to be dismantlable i.e.
the proper tongue (14) joined to the fore portion
(16) of the upper (see the application as fil ed,
page 3, lines 15 to 18 and Figures 2 and 3).
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- "renote from': It is clear fromthe application as
filed (see page 3, lines 22 to 26 and Figures 1
and 2) that the fastening nmeans (34, 36) joining
the side edges (26) of the fore part (16) to the
correspondi ng fore edges (28, 32) of the rear part
of the upper extend vertically fromthe sole (24)
up to the instep of the upper. The sew ngs (34,
36) end close to the instep and so the expression
"renote from' needs to be interpreted (Article 69
EPC) as neani ng that the connection between the
tongue assenbly extension (16) and the upper
remai ning part (20) does not interfere with the
i nstep portion of the upper.

5.3 Di scl osure of the invention (Article 100(b) EPC)

The application as originally filed considered as a
whole (i.e. the description, the clains and al so the
drawi ngs) discloses the invention in sufficient detai
for it to be able to be carried out by a person skilled
in the art without any difficulty. The conditions of
Article 83 EPC are thus fulfilled by the patent taken
as a whol e.

5.4 Novelty (Article 54 EPC)

When exam ning novelty it should be borne in mnd that
cl ai med subject-matter would | ack novelty only if this
subject-matter were derivable as a whole directly and
unanbi guously from one docunent and that it is not
justified arbitrarily to take parts of a prior art
docunent fromtheir context in order to derive
therefroma technical information which would differ
fromthe teaching of the docunent taken as a whole.

2719.D N
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In the present case it is not directly and

unanbi guously derivable from Dl that, as contended by
the appellant, the fore part of the upper of the shoe
constitutes the whole toe portion of the upper and is
connected to the sole. Even if this were so, D1 does
not describe at all the order in which the different
parts of the shoe are assenbl ed together and there is
nei ther an indication of, nor a hint of, nor a reason
for securing the proper tongue to the vanp before the
vanp itself is fastened to the sole. Therefore, even if
t he shoe described in Claim1l1 were disclosed by D1, the
different steps of assenbling together its different
parts are not even suggested in Dl and its disclosure
cannot anticipate the process clained in Caim1l.

In his statenent setting out the grounds of appeal of

3 August 1998 (see page 5, 3rd paragraph) and also in
his witten subm ssion dated 2 Septenber 1999 (see
page 16, 4th paragraph) the appellant contended that,
in the oral proceedings before the first instance, the
respondent withdrew his originally filed main and first
auxiliary requests and thereby inplicitly admtted that
the subject-matter of the product clains 1 of these
requests was not novel. However, no statenent about
such an adm ssion could be derived either fromthe

m nutes of the oral proceedi ngs before the opposition
di vision or fromthe decision under appeal where it is
only stated (see page 3, end of section |I.11) that "the
second auxiliary request was to be considered as the
mai n request”.

The respondent could change his request wi thout this
necessarily being an adm ssion of |ack of novelty. Thus
the argunent of the appellant does not succeed.
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As regards D11, it is clear that this docunent does not
describe an inner lining shoe for ski-boots but an
assenbly of a shoe and an ice-skate elenent, i.e. a
construction quite different froma lining shoe for sk
boots. Mreover, the tongue assenbly of the shoe of D1
has no i nner paddi ng and, apparently, it is provided
with the toe portion (26) already connected to a sole
(29) (see D11: Figure 2).

Consequently, the subject-matter of daim1l is not

di scl osed by D1 and D11. The only other docunents cited
during the proceedi ngs which concern an inner shoe for
ski boots are D2 and Dr7.

The tongue of the inner shoe of D2 is not integrally
formed in the neaning of the invention (see

section 5.2) with a part of the upper (cf D2: Figure 2)
and there is no indication about providing separately
ei ther a tongue assenbly or an upper part connected to
a sole.

In D7, a tongue assenbly is neither nentioned nor
illustrated and there is no indication about providing
separately either such an assenbly or an upper part
connected to a sole.

Therefore, it can be seen fromthe above anal ysis that
the subject-matter of Caiml is newin the neaning of
Article 54 EPC

The cl osest state of the art

During the oral proceedings, the parties agreed that
D12 presented further information about the inner shoe
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for ski boots described in DL and they also agreed to
consi der the process of manufacturing this known shoe
as being the closest to the invention.

The process of Claim1l differs fromthis closest prior
art process at least in that:

- the tongue assenbly is preassenbled with an inner
paddi ng extendi ng conti nuously along the tongue
and the fore part of the upper so that inside
t hi ckeni ngs are avoi ded, and

- t he extension of the tongue assenbly constituting
the toe portion of the upper is provided wthout a
sol e.

Pr obl em and sol uti on

Starting fromthe inner lining shoe of D1, disclosed
nore in detail by D12, and taking into account the
above-nentioned differences, the objectively determ ned
problemto be solved can be seen to be to provide a

met hod for manufacturing a lining shoe avoiding the
formation of thickenings in the inside of the shoe at
the instep level (see the patent specification:

colum 1, lines 40 to 44).

The Board is satisfied that the invention as clained in
Claim1 solves this problem

I nventive step (Article 56 EPC)

The questions to be answered regarding the inventive
step are not only whether the skilled person, starting
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fromthe closest state of the art process and exam ni ng
the prior art in the light of his general conmon

know edge, woul d be provided with enough infornmation
that he could arrive at the solution clained in
Caim1l, but also whether he would find hints or clues
|l eading himto nodify said closest state of the art
process in a way leading to the clainmed process in
expectation of the inprovenent he was searching for
(see decision T 2/83, Q) EPO 1984, 265).

Al so, when assessing inventive step, an interpretation
of the prior art docunents as influenced by the problem
solved by the invention while the problemwas neither
nmenti oned nor even suggested nust be avoi ded, such an
approach being nmerely the result of an a posteriori

anal ysis (see decision T 05/81, QJ EPO 1982, 249).

Moreover, it should be borne in mnd that the technical
di sclosure in a prior art docunent should be consi dered
inits entirety, as would be done by a person skilled
in the art, and that it is not justified arbitrarily to
i solate parts of such docunent fromtheir context in
order to derive therefromtechnical information which
woul d differ fromthe integral teaching of the docunent
(see decision T 56/87, QJ EPO 1990, 188).

Sone of the conponents used to manufacture the |ining
shoe nmade according to the process of Claiml, such as
a tongue assenbly having an inner paddi ng extendi ng
conti nuously along the proper tongue and the toe
portion of the upper, are not disclosed per se in the
prior art.
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Al so sonme of the steps of the process of Claim1, such
as the provision of a preassenbl ed tongue assenbly
havi ng an i nner padding and a sol el ess toe portion, are
al so new per se.

Moreover, in the state of the art disclosed in D1 to
D12, the skilled person would find neither a clue nor a
hi nt nor an indication which could even suggest to him
the idea of using, for manufacturing a |ining shoe, a
preassenbl ed tongue assenbly havi ng an extended i nner
paddi ng.

Mor eover, the problem of avoiding the effect of inner

t hi ckenings at the instep | evel was neither nentioned
nor even suggested in D1 (or D12) which concerned the
probl em of providing a lining wwth a shell structure
conprising an easily interchangeabl e paddi ng (see D1,
fromline 65 of colum 1 to line 11 of colum 2) i.e. a
conpletely different problemto solve as that according
to the invention.

Al'so, it should be noted that instead of avoi ding

i nside thickenings, the process for manufacturing the
shoe known from Dl or D12 nultiplies the nunber of
panels to be sewn together in the instep area and
therefore the nunber of sew ngs and of thickenings

i nside the shoe (see D1. colum 1, lines 9, 10;
colum 2, lines 60 to 63; Caim1l, lines 15 to 17 and
Figures 1, 2 and 4).

Consequently, when D1 and D12 are considered in their
entirety, which is the practice of the Boards of

appeal, to interpret their teachings while being

i nfl uenced by the problem solved by the invention would
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be the result of an a posteriori analysis (see above),
if the person skilled in the art would have no reason
to envi sage manufacturing the lining shoe descri bed by
sai d docunents according to the succession of steps
recited in Claiml.

For the foregoing reasons, the Board considers that to
i nprove the process for manufacturing the |ining shoe
di sclosed in D1 and D12 in order to arrive at the
teaching of daim1 does not follow plainly and
logically fromthe cited prior art and that the reasons
gi ven by the appellant do not prejudice the maintenance
of the patent in its anmended version submtted as the
respondent's third auxiliary request at the ora
proceedi ngs.

Referral of questions to the Enl arged Board of Appea

The appel |l ant contended that, if the inventive step is
cl ose to obviousness, the skilled person who is
supposed to be unable to attain the al nost obvious

I nventive step nust have |ow nental capabilities and
so, in order to enable himto carry out the invention,
the disclosure of the patent should be particularly

cl ear and conplete (Article 83 and 84 EPC).

The appel |l ant has requested that the Board refer to the
Enl arged Board of Appeal the question of applicability
of the follow ng statenent:

"The closer to obviousness is the inventive step, the
hi gher shoul d be the cl earness and conpl et eness of the
Eur opean patent application”.
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The appellant's view was apparently based on the
assunption that: "the inventive step referred to in
Article 56 EPC may be cl ose to obvi ousness or may be
far away from obvi ousness” (see the penultimate

par agr aph of page 2 of the appellant's letter dated
2 Septenber 1999).

The Board enphasi zes that such an assunption is not in
conformty with the EPC and not in conformty with the
way of exam ning inventive step at the EPO where
inventive step is viewed as being "there or not" wth
no in between stage, in the sane way as the criterion
of novelty is examned. Only the existence or the non-
exi stence of an inventive step is taken into

consi deration and not the |evel of inventivity.

Therefore, the Board does not consider it appropriate
to submt this principle to the Enlarged Board of

Appeal .

Apportionnment of costs (Article 104 EPC)

The appel |l ant requested that the costs of the appea
proceedi ngs including the appeal fee and the attorney
fees of the appellant be apportioned onto the
respondent if the respondent failed to provide evidence
that the respondent did not deliberately attenpt and
did not succeed in deceiving the good faith of the
opposi tion division during the oral proceedi ngs before
sai d instance.

It is pointed out that, according to Article 104(1)
EPC, the Board could only order a different
apportionnment of the costs incurred during taking of
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evi dence or in oral proceedings but not the
apportionnment of the fees or of any ot her expenses.

Further, the Board cannot see how an attenpt to
deceive, if any, could have involved additional costs
as regards oral proceedings since these were requested
by both parties and thus woul d have taken place in any

case.

Mor eover, as acknow edged by the appellant hinself, in
his letters of 3 August 1998 (see page 13,

4t h paragraph) and of 2 Septenber 1999 (see page 14,
7th paragraph), the appellant advised the Qpposition
Di vision at the oral proceedings that the respondent
was attenpting deception but the Opposition Division
was not convinced of this. Neither in the appeal ed
decision, nor in the mnutes of the oral proceedi ngs
before the first instance, is this gquestion nentioned.
The appellant has thus failed to prove that such an
attenpt was actually nmade by the respondent, still |ess
that this attenpt succeeded.

Therefore, fromthe foregoing the Board cannot detect
any reasons of equity for ordering an apportionnent of
costs different fromwhat is usual i.e. each party
neets the costs that he has incurred (Article 104(1)
EPC) .

The correspondi ng request of the appellant is
accordingly rejected.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent as anmended in the
foll ow ng version

d ai ns: 1 to 3 and description columms 1 to 3 as
subm tted during the oral proceedings before
t he Board,

Dr awi ngs: Figures 1 to 4 as granted

(third auxiliary request).

3. The request to refer a point of law to the Enl arged
Board of Appeal is rejected.

4. The request for apportioning costs to the respondent is
rej ected.

The Regi strar: The Chai r man:

G Magouliotis M G Hatherly
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