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Summary of Facts and Subm ssi ons

0557.D

In consequence of a first appeal (T 818/93) |odged by
the patent proprietor against revocation by the

Opposi tion Division of the European patent

No. 0 221 570, the Board decided on 2 April 1996 to
mai ntain the patent as amended in the follow ng terns:

"The case is remtted to the first instance with the
order to grant the patent with clains 1 to 4 according
to the main request (submtted at the begi nning of the
oral proceedings as the first auxiliary request - see
itemV of the present decision) and the description to
be adapted thereto."

After the remttal to the first instance, the
description was adapted to the clains deci ded upon by
the Board. The opponent (sole opponent after the nerger
of opponent 1 with opponent 2) objected to the
anmendnents made by the proprietor to the description,
as | eading to inadm ssible broadening of the subject-
matter of the patent over the content of the
application as filed, and to inadm ssible extension of
the scope of protection. Further, considering that
after remttal of the case to the first instance the
opposition proceedings was still pendi ng, new evi dence
and substantive argunments were submtted by the
opponent agai nst the patentability of the clains.

By interlocutory decision dated 19 May 1998, the

Qpposi tion Division decided not to consider the new
facts and evidence filed by the opponent after the

I ssuing of decision T 818/93 and to nmaintain the patent
in the version (main request) as anended during the
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oral proceedings of 6 May 1998.

The appel | ant (opponent) | odged an appeal on 18 My
1998 agai nst that decision, paid the appeal fee and
filed a statenent of grounds on 29 Septenber 1998

suppl enented by additional argunents filed by letter of
13 October 1999.

The appel |l ant requested that the decision under appea
be set aside and that the European patent be revoked.
Auxiliarily he requested that the case be remtted to
the OQpposition Division to reconsider the patentability
of the clains on the basis of the facts and evi dence
subm tted during the proceedi ngs subsequent to the
decision T 818/ 93 or that the follow ng three questions
be referred to the Enl arged Board of Appeal:

"I's a Board of Appeal in opposition appeal proceedings
bound by the ratio decidendi of a previous Board of
Appeal decision in opposition proceedi hgs concerni ng
the sanme patent, in which the Board of Appeal had
remtted the case to the Opposition Division with the
order to maintain the patent in amended form if the
facts are no | onger the sane?

Is the situation different if the new facts are highly
rel evant and prima facie invalidate the patent in suit
(in particular if this finding has been nmade by two
Eur opean courts)?

What is the situation if said highly relevant new facts
were known to the patentee at the tinme of the previous
Board of Appeal decision but were not known to the
opponent and the EPO at that tine because they were
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deli berately withheld by the patentee?"

The respondent (patent proprietor) replied to the
appel lant's contentions by letter dated 12 February
1999.

The respondent requested that the decision under appea
be set aside and that the patent be nmaintained in
amended formon the basis of the docunments defined in
t he deci si on under appeal provided that page 3a of the
description is replaced by page 3a of the description
submtted at the oral proceedings. He al so requested
that the appellant should bear the costs of the present
appeal .

Oral proceedings were held before the Board on
20 Cctober 1999 during which the parties argued as
fol | ows:

(i) The appellant:

(a) - Since the Board of Appeal's decision of 2 Apri
1996 new facts and evi dence have cone to |ight
clearly preventing the maintenance of the
opposed patent and therefore nust still be
consi dered as the EPO proceedi ngs have not yet
been finally term nated (see e.g. opinion
G 4/ 92, decision G 9/91 and opinion G 10/91).
These facts and evidence which relate to the
inventor's own prior public disclosures could
not be presented by the appellant at an earlier
stage of the proceedi ngs because they were not
known to him but rather were known throughout
the proceedings and in particular at the tinme of
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t he Board of Appeal decision of 2 April 1996 to
t he respondent hinself, who had deliberately
wi t hhel d these crucial facts.

In the present case the facts are no |onger the
sane as at the tine of the Board of Appeal
decision of 2 April 1996 so that, according to
Article 111(2) EPC, this decision is not binding
i n subsequent proceedi ngs before the EPO

Article 111(2) EPC in any case only stipulates a
bi ndi ng effect of a Board of Appeal decision for
the Opposition Division to which the case is
remtted but not for the sane or another Board.

In decision T 843/91 Article 111(2) EPC was
interpreted in a overly restrictive way while in
case T 167/93 the right principles of estoppel
by remjudi catam were set out (see point 2.1 of

t he reasons).

The respondent should bear the entire costs of

t he opposition proceedi ngs as he shoul d not have
allowed the EPOto issue a clearly invalid
patent, and conducted the proceedi ngs inproperly
since the entire opposition proceedi ngs were
unnecessary.

The description was anended by way of a nunber
of deletions. By deleting fromthe description
information related to the prior art illustrated
by Figures 1A, 1B, the reader is inclined to
believe that the graft according to the

i nvention and shown on Figures 2A, 2B is now
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structurally and functionally even nore
different to the prior art than was originally
presented. Since, therefore, the skilled person
is now presented with new i nformati on which
could not be directly and unanbi guously derived
fromthe original application, the patent was
anmended in such a way that it contains subject-
matter which extends beyond the content of the
application as filed, contrary to Article 123(2)
EPC. In addition, said new information al so
contravenes Article 123(3) EPC in that it

i nadm ssi bly extends the protection conferred by
i nproperly influencing the interpretation of the
cl ai ns.

Docunment (1) US-A-3 657 744 is inproperly
acknow edged in the introductory part of the
description in that it fails to state all the
features known from docunent (1). This is in
contrast to the clear statenment of the Board in
decision T 818/93, according to which (cf.
section 4.3) the subject-matter of claiml
differs fromthe disclosure of docunent (1) only
by two characterising features (a) and (b).

Thus, the remaining features of the
characterising portion of claiml are al so known
fromthe same docunment and shoul d have been
incorporated in the preanble of claim1 as well
as in the presentation of docunent (1) at

colum 3 of the description in accordance with
Rul es 27(1) and 29(1) EPC. Such a discrepancy

| eads, again, to an inadm ssi bl e broadeni ng of

t he scope of claim11 which also has to be
interpreted in the light of the state of the art
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as acknow edged in the description.

(ii) The respondent:

(a)

(b)

The Board of Appeal decision of 2 April 1996
wth regard to the validity of the patent in
suit became final (res judicata) before the EPO
(cf. T 843/91, point 3.4.2 of the reasons,

T 55/90, T 113/92, T 757/91 and T 1069/ 92).

The parts renoved fromthe description are al
concerned with the enbodi nent of Figures 1A 1B
which later turned out to be the prior art;

t hese del etions were nmade for clarification

pur poses only. Therefore, the contested

del etions are of no consequence to the scope of
the invention nowrestricted to Figures 2A, 2B.
For the sane reason, they cannot extensively
nodi fy the content of the invention itself, so
that the skilled person is not presented with
new i nformation with respect to the content of
the application as fil ed.

The information introduced in connection with
docunent (1), i.e. prior art which was not
considered at the tine the application was
filed, can obviously never be deduced fromthe
original disclosure. However, this kind of "new
information" is generally accepted as prior art
acknow edgnent and cannot be regarded as an

i nadm ssi bl e broadeni ng contraveni ng

Article 123(2) EPC

The appel | ant shoul d bear all costs of the
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present appeal proceedi ngs because the repeated
attenpts to attack the validity of the patent
before the EPO and to obstruct the procedure

| eading to the final issuance of the patent,
appear to be an abuse of the procedures.

Caim1l in suit reads as foll ows:

"An expandabl e intral um nal vascul ar graft or
prosthesis (70) for a body passageway, conprising: a
tubul ar shaped nenber (71) having first (72) and second
(73) ends and a wall surface (74) disposed between the
first and second ends, the wall surface (74) being
formed by a plurality of first and second intersecting
el ongate nenbers (78, 79), at |east sone of the first

el ongate nenbers (78) intersecting with sone of the
second el ongate nmenbers (79) internediate the first and
second ends of the tubul ar shaped nenber (71), the
tubul ar shaped nenber (71) having a first dianeter (d)
which permts intralumnal delivery of the tubul ar
shaped nenber into a body passageway having a | unen,
and t he tubul ar shaped nenber (71) having a second
expanded di aneter (d') which is determ ned by the
application fromthe interior of the tubular shaped
menber (71) of a radially, outwardly extending force,
whi ch second dianeter (d') is variable and controll ed
by the amount of force applied to the tubul ar shaped
menber (71), at |east sone of the el ongate nenbers (78,
79) being defornmed by the radially, outwardly extending
force, to retain the tubul ar shaped nenber (71) with

t he second expanded dianmeter (d'), whereby the tubular
shaped nenber (71) may be expanded to expand the | unen
of the body passageway and renain therein,
characteri zed
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in that the first and second intersecting el ongate
menbers (78, 79) are a plurality of thin bars, each
having a uniformthin rectangul ar cross-sectiona
configuration, wherein each pair of adjacent first bars
(78) is interconnected by at |east two of said second
bars (79), each second bar (79) being forned integra
with the respective pair of first bars (78) and
extendi ng only between said pair of first bars (78) and
each second bar (79) extending on the circunference of
a circle whose plane is perpendicular to the

| ongi tudi nal axis of said tubular shaped nenber (71)."

Reasons for the Deci sion

1

0557.D

The appeal is adm ssible.

Legal effect of decision T 818/93

The main question raised concerns the powers of the
Qpposition Division after the Board of Appeal decision
of 2 April 1996 (T 818/93) which decided which clains
of the patent could be maintained, and remtted the
case to the Qpposition Division with the correspondi ng
order and with the order to adapt the description.

As the powers of the Opposition Division to which a
case is remtted by a decision of a Board of Appea
depend on and are limted by the extent of the
remttal, the Opposition Division was not entitled to
re-examne the patentability of the clains. Thus the
Qpposition Division rightly decided that the new facts
and evi dence presented by the appellant to contest the
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patentability of the clains could not be admtted or
even taken in consideration. Consequently the argunents
put forward by the appellant, concerning the
proceedi ngs not being finally term nated, the
principles of good faith governing the relations

bet ween the EPO and the applicants, and the tine
consum ng and expensive national invalidation

proceedi ngs, are not rel evant.

Nor is appellant's reference to the first sentence of
Article 111(2) EPC, and in particular to the words
"insofar as the facts are the sane" relevant, as said
Article 111(2) EPC can only be interpreted in the |ight
of the aforenentioned principle of procedure regarding
the extent of the remttal. Therefore, in case T 843/91
(QJ EPO 1994, 832, point 3.4.2 of the reasons) it was
rightly decided that it follows fromArticle 111(2) EPC
that the Opposition Division is free to consider fresh
matter, but matter that is relevant only to the
remtted nmatter i.e. (as in the present case) the
adaptati on of the description.

The present case is quite different fromcase T 167/93
(QJ EPO 1997, 229) referred to by the appellant, in
which Article 111(2) EPC was not applicable as the
Board had only to exam ne whether the Qpposition

Di vi sion was bound by a decision of a Board of Appeal
on appeal from an Exam ni ng D vi sion.

Furthernore, the nere fact that it is only provided in
the first sentence of Article 111(2) EPC that the

bi nding effect of a Board of Appeal decision extends to
the organ of the EPO to whomthe decision is referred
back does not nean that the sane binding effect
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vani shes when the decision of that organ is appeal ed.
The extent of the remttal to the Qpposition Division
defines also the franme for the subsequent procedure
before a Board of Appeal.

As to the request of the appellant to refer three
questions (see above under point Il11) to the Enl arged
Board of Appeal, this nust be rejected because the

pur pose of an appeal is nmainly to give a |losing party
the possibility to chall enge the appeal ed deci sion on
its merits. Therefore, the appellant's request, which
does not concern the question whether the powers of an
Qpposition Division depend on and are |[imted by the

extent of aremttal, is irrelevant.
3. Amendnents to the description
3.1 Procedural aspects

At the tine the application was filed, two enbodi nents
of the graft according to the invention were proposed
and illustrated by Figures 1A, 1B and Figures 2A, 2B,
respectively. During exam nation of the patent up to
the appeal decision T 818/93, the first enbodi nent
according to Figures 1A, 1B turned out to be known from
each of docunents

(1) US-A-3 657 744 and
(2) "Expandable Intralumnal Gaft: A Prelimnary
Study" By Julio C. Palnmaz et al. Radi ol ogy,

vol . 156, No. 1, July 1985, pages 73 to 77.

Therefore, both docunents coul d reasonably be

0557.D N
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acknow edged i n the background part of the description
toillustrate the known features recited in the
precharacterising portion of claiml1 (cf. decision

T 818/93, sections 4.2 and 4.4.1).

Since the graft according to the invention as finally
accepted by the Board was restricted to the second
enbodi nent according to Figures 2A, 2B, all information
related to the first enbodi nent and previously
presented as representing the invention had to be
renoved fromthe description and rearranged to the
background part to outline the state of the art
represented essentially by docunents (1) and (2). These
are the actions which the prior Board's decision

T 818/ 93 has ordered the Opposition Division to do by
usi ng the expression "and the description to be adapted
t hereto".

Adapt ation of the description to finally anmended cl ai ns
and to the corresponding relevant prior art generally
requires a short presentation of the state of the art,
i.e. restricted to the features which are conmon to the
precharacterising portion of claiml1l and to the cl osest
prior art docunent. This presentation usually takes
place in the introductory part of the description,
before the detail ed disclosure of at | east one way of
carrying out the invention (Rule 27 EPC).

In the present case, however, adaptation of the
description required considerable work to be done
because, according to the Board's judgenent, docunent
(1) had to be acknow edged as the prior art closest to
the invention (T 818/ 93 section 4.2) instead of
docunent (2) which was in this place according to the
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patent as originally granted. Moreover, the detailed
description of the first enbodi nent according to

Fi gures 1A, 1B, which had turned out to belong to the
state of the art, could be deleted fromthe description
as superfluous and replaced by a short presentation of
the known features in the background part of the

descri ption.

3.2 Del etions fromthe description in relation to
Figures 1A, 1B

The followi ng terns and passages were renoved fromthe
pat ent specification: "preferably” (colum 6, |ine 58);
information related to the materials (colum 7,

lines 17 to 22 and lines 30 to 34), to the cross-
sectional configuration (colum 7, lines 39 to 42) and
to the fixation node of the intersecting elongate
nmenbers of the graft (colum 7, lines 46 to 50). Al
these deletions are justified by the fact that they
refer to the enbodi nent according to Figures 1A 1B
I.e. to the state of the art. As nentioned above,
information transferred to the background part nust be
short, possibly Iimted to the precharacterising
features of claim1 known fromthe disclosure of the

cl osest prior art docunments (1) and (2). Consequently,
such del etions have no inpact on the disclosure of the
invention itself which is restricted to Figures 2A, 2B,
and, therefore, are not such as to nodify extensively
the subject-matter of the patent in suit with respect
to the content of the application as filed

(Article 123(2) EPC).

Article 52(1) EPC states: "European patents shall be
granted for any inventions...". Also Article 78(1)(b)

0557.D N
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EPC states: "A European patent application shal

contain: (b) a description of the invention". As a
consequence thereof, the "subject-matter” of the

Eur opean patent which, according to Article 123(2) EPC
may not be anended to extend over the content of the
application as filed, is the information related to the
i nvention, not that concerning the state of the art.

Therefore, by acknow edging in the anended description
that the enbodi nent according to Figures 1A, 1B is now
prior art (cf. colum 5, line 49 and colum 6, |line 18)
and by deleting superfluous prior art information
related thereto, the anendnents nmade to adapt the
description conply with the requirenents of Rule 27(1)
and Article 123(2) EPC

Del etions formthe description in relation to
Fi gures 2A, 2B

The expression "Wre nmesh tube" was renoved whenever
t he second enbodi nent was described in relation to
Figures 2A, 2B: colum 8, lines 44 to 48; colum 9,
line 58 and colum 10, line 4. Although the above
expression is appropriate to define the graft of

Figures 1A, 1B, i.e. "a stainless steel wire woven in a
criss-crossed tubular pattern” (colum 7, line 55 to
colum 8, line 1) - see al so docunent (2) (page 73 and

Figure 1) - this expression is inproper for describing
the graft according to Figures 2A, 2B.

After the first enbodi nent had becone prior art it was
justified to renove fromthe description the

guesti onabl e expression for defining the second

enbodi nent al so since, as explained in the prior



3.4

3.5

0557.D

- 14 - T 0546/ 98

decision T 818/93 (section 5.5) the two enbodi nents are
not equi val ent by reason of a nunber of structura

di fferences. Therefore, the above deletions nade in the
description with respect to Figures 2A, 2B are correct
and not such as to nodify extensively the subject-
matter of the invention. On the contrary, they pronote
t he conprehension of the invention, by actually
avoi di ng an expression which was not fully appropriate.
Consequently, the adaptation of the description by way
of alimtation of its subject-matter is also in |line
with the provisions of Article 123(2) EPC.

Article 123(3) EPCis not an issue in the present
proceedi ngs because the clains are no | onger
suscepti bl e of amendnent after the decision T 818/93.
The | ast anendnents were nmade to claim1 before the
Board during oral proceedings in case T 818/93.
Therefore, they are no | onger open to objections.

Al t hough anmendnents to the description may, pursuant to
Article 69(1) EPC, influence the interpretation of the
clains and, therefore, inadm ssibly extend the
protection conferred, the clains are the primary place
to define the matter for which protection is sought
(Article 84 EPC), whereas the main function of the
description is to disclose the invention so that it may
be carried out (G 1/93, QJ EPO 1994, 541, Headnote |
and section 14). In the present case, the Board does
not see how sone deletions related principally to the
state of the art and one deletion nmade to properly
redefine the invention could result in an extension of
the protection conferred.

Acknow edgenent of docunent (1) in the description
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As stated in the background part of the patent
specification, an expandable graft structure conprising
the features of the precharacterising portion of
claim1l1l is known from docunent (1), in accordance with
the anal ysis of the Board in decision T 818/93

(section 4.2). Mreover, in the follow ng section 4.3,
it is stated that claim1l differs essentially fromthe
di scl osure of docunent (1) by the characterising
features according to which:

(a) each second bar (79) extends only between said
pair of first bars (78), and

(b) each second bar (79) extends on the circunference
of a circle whose plane is perpendicular to the
| ongi tudi nal axis of said tubular shaped nenber
(71).

This statenent, however, does not inply that the
remai ni ng characterising features are disclosed in
docunment (1). The assessnent of novelty which is dealt
Wth in section 4.2 of said prior decision only
requires the provision of at |east one distinctive
feature for the subject-matter of the claimas a whole
to be regarded as novel. The nobst essential features
(a) and (b) were selected by the previous Board to this
end.
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As explained in decision T 818/93 (section 4.2) the
tubul ar-shaped inplant illustrated in Figure 2 of
docunent (1) differs fromthat of the present invention
in that the rectangul ar cross-sectional configuration
of the intersecting elongate nenbers is uniformonly in
the first stage of the fabrication, i.e. during the
operation of formng slits in the netal sheet. In the
follow ng stretching operation to cause the slits to
open into di anond-shaped apertures, a twist is inparted
to the el ongate nenbers, so that said uniformcross-
section cannot be held any further (see Figure 5 in
docunent (1)) when the inplant is then fornmed into a

sl eeve.

As al so explained in section 4.2 of said decision the
sl eeve configuration according to Figure 2 of

docunment (1) is actually conparable with that of
Figure 2B of the contested patent in that both
illustrate a graft after expansion. However, the

i nvention as defined by the characterising features of
claim1l is directed to Figure 2A of the patent, i.e. a
graft shown before expansion. In that non-expanded
state (cf. decision supra, section 4.3), the first and
second bars are parallel with respect to one anot her
and define a series of axially shifted rectangul ar
openings in the direction of the axis of symetry of
the graft, which results fromthe sinultaneous

consi deration of the characterising features (a) and

(b).

Decision T 818/ 93 (cf. section 5.4) goes on to explain
that the graft according to docunent (1) does not have
second bars in the sense of the patent. The

i ntersecting elongate nenbers actually forma "wire
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mesh tube", i.e. a structure made of obliquely oriented
nmenbers joined at intersecting points. It follows that
none of the features form ng the characterising portion
of claim1l is disclosed in docunent (1) and that
claiml is properly delimted vis-a-vis the disclosure
of docunent (1), in accordance with Rule 29(1) EPC
Therefore, the acknow edgnent of docunent (1) in the

i ntroductory part of the description is correct, which
| eaves no doubt as to the scope of protection conferred
by the subject-matter of claim1l.

Thus, the Board is satisfied that the provisions of
Rule 27(1) EPC, in particular itens (b) and (c), are
fulfilled. daimlis also fairly supported by the
description in accordance with Article 84 EPC, second
sentence, since the problemand solution in relation to
the invention are presented in colum 3 of the patent
specification in correspondence with the characteri sing
features of claiml.

Apportionnment of costs

An apportionnent of costs different fromthat provided
by Article 104(1) EPC is not justified.

On the one hand no abuse of procedure has been
commtted by the appellant, who was fully entitled to
question the manner in which the description had been
anended. On the other hand the Board has no power to
charge costs to the respondent for reasons related to
his alleged inpropriety of conduct during the procedure
that led to decision T 818/93.



O der

- 18 - T 0546/ 98

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in amended formon the
basis of the docunents defined in the decision under
appeal , provided that page 3a of the description is
repl aced by page 3a of the description submtted at the
oral proceedi ngs of 20 Cctober 1999.

3. Bot h requests for apportionnent of costs are rejected.

The Regi strar: The Chai r man:

S. Fabi ani W D. Wil
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